TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fina

rejection of clainms 11, 12 and 25-28. As a result of further

Y Application for patent filed June 5, 1995. According to
the appellants, the application is a division of Application
08/ 018, 466, filed February 16, 1993, now Patent No. 5, 442, 156,
i ssued August 15, 1995; which is a continuation of Application
07/682,637, filed April 9, 1991, abandoned.
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prosecuti on subsequent to the final rejection, the exam ner
has withdrawn the final rejection of clainms 11, 12 and 25-27
and al l owed said clains, |eaving for our consideration only
the final rejection of claim28. Caim24, the only other
clai m pending in the application, has previously been
al | owed. 2

Appel l ants’ invention pertains to a heating apparatus for
applying heat to a repair site on a conposite structure for
curing the repair. Caim28 defines the appeal ed subj ect
matter as follows:

28. A heating apparatus for heating a repair site on a
conposite structure to a substantially uniformtenperature of

at | east about 300EF, conprising:?

(a) a pliable, sealed bladder having a surface in
contact with the repair site and an outer surface;

2Pursuant to appellants’ request for a copy of claim 27,
we enclose as an attachnent to this opinion a copy of page 4
of appellants’ anendnent submitted March 8, 1996 (Paper No.
6), wherein claim?27 was added as a new claim

®In that claim28 calls for, inter alia, a seal ed bl adder
having a surface in contact with the repair site and an outer
surface, a electrical heater within the bl adder, and
i nsul ation on the outer surface of the bladder, it does not

appear to read on any of the enbodi nents currently illustrated
in appellants’ drawings. |If true, it would be appropriate to
provide a drawing figure illustrating the enbodi nent of claim

28 in order to conply with 37 CFR § 1.83(a).
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(b) a thermally-conductive fluid in the bl adder;

(c) an electrical heater within the bl adder for heating
the fluid to heat the site to the substantially uniform
tenperature; and

(d) insulation on the outer surface for trapping heat
within the fluid when the heater is energized.

The single reference relied upon by the exam ner in
support

of the final rejection of claim?28 is:
Fel dman et al. 4,201, 218 May 6, 1980
Claim 28 stands rejected under 35 U S.C. 8§ 102(b) as

bei ng anti ci pated by Fel dman. 453

“This application contains two examner’s answers. In
the first answer (Paper No. 12, mail ed Decenber 24, 1996) the
exam ner maintained the final rejection of claim28 based on
Fel dnman and entered a new rejection of claim 28 under the
judicially created doctrine of obviousness-type double
patenting. Followng a reply brief by appellants arguing the
new ground of rejection, the exam ner issued a second
“suppl enrental ” answer (Paper No. 14, mailed May 5, 1997) which
is essentially a copy of the first answer w thout the new
ground of rejection. Since no nention of the obviousness-type
doubl e patenting rejection has been nmade by the exam ner in
the second “suppl enental” answer, we presune that the exam ner
has withdrawn this ground of rejection of claim28. Ex parte
Emm 118 USPQ 180, 181 (Bd. App. 1957).

> On pages 6 and 7 of the brief, appellants take issue
wWith the examner’s objection to the drawi ngs for allegedly
failing to use correct cross hatching for certain elenents of
the invention. Appellants urge us to intervene and resolve
this dispute. W decline to do so. Matters within the
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The central issue in this appeal is the weight to be
accorded the preanble recitation in claim28 that the cl ai ned
heati ng apparatus is “for heating a repair site on a conposite
structure to a substantially uniformtenperature of at |east
about 300EF.” The exam ner contends that “[t]he recitation of
heating to ‘at | east about 300EF [is] not [to be] given
pat ent abl e wei ght since it is found in the preanble of the
claint (second answer, page 5). Appellants argue on page 2 of
the second reply brief (Paper No. 15) that claim 28
“positively defines an operating tenperature for the apparatus
of at |east about 300EF,” that “[t]he claimmnust be read as a
whol e and no part of the claimcan be ignored or disregarded,”
and that Fel dman’s heating appliance for attachnent around the
appendage of a patient “sinply is not the structure that
Appl i cant describes and clains in claim?28.”

Whet her a preanble or introductory clause of a claim
constitutes a limtation on a claimis a matter to be

determi ned by the facts of each case in view of the clained

exam ner’ s discretion, such as objections to the draw ngs, are
not subject to our review. Rather, such matters may be
resol ved by petition to the Comm ssioner under 37 CFR § 1.181.
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invention as a whole. In re Stencel, 828 F.2d 751, 754, 4
usP@2d 1071, 1073 (Fed. Cir. 1987); Kropa v. Robie, 187 F.2d

150, 152, 88 USPQ 478, 480-81 (CCPA 1951). As explained by

the Court in Bell Comrunications Research Inc. v. Vitalink
Communi cations Corp., 55 F.3d 615, 620, 34 USPQ2d 1816, 1820
(Fed. Cir. 1995):

[ T] he general principle, as well-settled as

any in our patent |aw precedent, [is] that a claim

preanbl e has the inport that the claimas a whole

suggests for it. In other words, when the claim

drafter chooses to use both the preanble and the

body to define the subject nmatter of the cl ai ned

I nvention, the invention so defined, and not sone

other, is the one the patent protects.

In the present instance, we consider that the preanble
recitation “for heating a repair site . . . to a substantially
uniformtenperature of at |east about 300EF” nust be taken
into account, at least insofar as it sets forth a capability
for the clainmed apparatus. That is, we read claim28 as
requiring that a device which literally neets the terns of the
body of the claimnust also be at | east capable of functioning
in the manner called for in the preanble in order to fal

within the scope of the claim Accordingly, the exam ner’s

position that the preanble recitation in question “[is] not
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[to be] given patentable weight since it is found in the
preanbl e of the claini is inappropriate.

Concerning functional |anguage of the type found in the
preanbl e of claim?28 and the weight it is to be given, we
point to the statenent by the Court in In re Schreiber, 128

F.3d 1473, 1478, 44 USPQ 1429, 1432 (Fed. Cir. 1997) that

[a] patent applicant is free to recite features
of an apparatus either structurally or functionally.
See In re Swinehart, 439 F.2d 210, 212, 169 USPQ
226, 228 (CCPA 1971) (“[T]here is nothing
intrinsically wong with [defining sonething by what
it does rather than what it is] in drafting patent
clainms.”). Yet, choosing to define an el enent
functionally, i.e., by what it does, carries with it
a risk. As our predecessor court stated in
Swi nehart, 439 F.2d at 213, 169 USPQ at 228:

where the Patent O fice has reason to
believe that a functional limtation
asserted to be critical for establishing
novelty in the clained subject matter may,
in fact, be an inherent characteristic of
the prior art, it possesses the authority
to require the applicant to prove that the
subject matter shown to be in the prior art
does not possess the characteristic relied
on.

See also In re Hall man, 655 F.2d 212, 215, 210
USPQ 609, 611 (CCPA 1981); In re Ludtke, 441 F.2d
660, 663-64, 169 USPQ 563, 565-67 (CCPA 1971).

Fel dman, the exam ner’s evidence of anticipation,
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pertains to an apparatus for applying heat to an injured body
area to relieve pain arising from for exanple, rib injuries,
vertebrae disconfort, shoul der and upper back conditions,
thi gh or knee problens, or tennis el bow (colum 2, lines 6-
10). Wth reference to Figure 3, the apparatus includes a
belt 10 for wapping around the injured body part, a pair of
sheets 22 sealed at the edges to forman envel ope, a quantity
of electrically nonconductive and inert fluid 24 in the

envel ope, and a resistance heating el enent 23 |l ocated in the
envel ope. In use, the belt is wapped about the injured body

part to bring the envel ope into contact
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therewith and current is applied to the elenent 23 to heat the
apparatus, and thus the injury site. As explained at columm

3, lines 37-41, “[t]he sheets form ng the envel ope are
preferably formed froma plasticized, flexible, polyneric film
having . . . good resistance to heat in the tenperature range
of interest, nornmally between about 95EF (35EC) to 160EF
(71EC)” (enphasi s added).

The exam ner’s position that the Fel dman apparat us
anticipates claim28 is not well taken. First, Feldman is not
di scl osed as being a heating apparatus for heating a site to a
substantially uniformtenperature of at |east about 300EF
Second, given the fact that Feldman is for use in heating body
parts, and that the filmfromwhich the envel ope is made has
good resistance to heat in the tenperature range of between
about 95EF to 160EF, it is sinply not reasonable to presune
that Fel dman’ s apparatus is capable of heating a site to which
it my be applied to a tenperature of at |east about 300EF
Third, the exam ner has provided no evidence or technica
reasoni ng that woul d suggest that Feldman’s apparatus is

capabl e of functioning in the manner called for in the
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preanbl e of the claim This being the case, we
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will not sustain the standing rejection of claim28 as being
antici pated by Fel dman.
The deci sion of the exami ner is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT
LAVRENCE J. STAAB

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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JOHN C. HAMVAR

THE BCEI NG COVPANY

P. O BOX 3707 M5 13 08
SEATTLE, WA 98124-2499
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