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JERRY SM TH, Admi ni strative Patent Judge.

fromthe examner’s rejection of clainms 1-20, which constitute

al |

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134

the clains in the application.
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The invention pertains to a nethod and apparatus for
determ ning color msregistration in a nmulti-color printing
press. Mre particularly, the invention relates to a printing
press in which three separate printing stations, such as cyan,
magenta and yel | ow, cooperate to produce process black. A
process bl ack registration mark is forned at a desired
| ocation on a web where an inage is to be printed. The
process black registration mark is examned to determne if
the separate printing stations have properly produced the
process bl ack registration nmark.

Representative claim1l is reproduced as foll ows:

1. A nmethod of determ ning col or
m sregistration in a multi-color printing press
having a plurality of printing stations that
each include a plate cylinder and that each
prints a color inage on a web with a
predet erm ned col or of ink, wherein the colors
printed by the plurality of printing stations
cooperate to produce process black, said nethod
conprising the steps of:

identifying an area of the desired i mage
that is intended to be printed in black;

formng registration images on the plate
cylinders of the printing stations, said
regi stration i mages being positioned on the
pl ate cylinders such that, during subsequent
printing operations, they will produce col or
regi stration marks that cooperate to print a
process bl ack registration mark on the web in
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the identified area when the printing stations
are in registration;

applying ink to the plate cylinders;

form ng the col or inages on the web;

examning the identified area with an
appar at us capabl e of distinguishing the colors
printed by the printing stations; and

generating an error signal if the exam ning
appar atus senses that the color registration
marks are not in a desired registration to form
the process bl ack registration mark.
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The exam ner relies on the follow ng references:

Br oviman 4,534, 288 Aug. 13,
1985
Ki shner et al. (Kishner) 4,546, 700 Cct. 15,
1985
Brunner 4,852, 485 Aug. 1,
1989
Harri ngton 5, 331, 438 Jul . 19,
1994

(filed Nov. 30,
1992)

Clains 1-20 stand rejected under 35 U S.C. § 112,
first paragraph, as being based on an i nadequate disclosure.
Clains 1-20 al so stand rejected under 35 U S.C. 8§ 103. As
evi dence of obviousness the exam ner offers Brunner in view of
Harrington and further in view of Brovman and Ki shner.

Rat her than repeat the argunments of appellant or the
exam ner, we nmake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of obvi ousness
relied upon by the exam ner as support for the obviousness

rejection. W have, |ikew se, reviewed and taken into
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consideration, in reaching our decision, the appellant’s
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the disclosure in this application describes
the clained invention in a manner which conplies with the
requi renents of
35 US. C 8 112. W are also of the view that the collective
evidence relied upon and the level of skill in the particular
art would not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clainms 1-
20. Accordingly, we reverse.

We consider first the rejection of clains 1-20 as
bei ng based on an inadequate disclosure. The rejection points
to the specification as failing to provide an enabling
di scl osure of the invention. Thus, the rejection is based on
t he enabl enent portion of the requirenments of 35 U S.C. § 112.
The exam ner points to several recitations of the clained
i nvention which, in the examner’s view, have not been enabl ed
by the supporting disclosure. Appellant has argued that the
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recitations of the clainmed invention are primarily inplenented
in the very sane manner as set forth in the disclosures of the
applied prior art references. Appellant has also submtted
two declarations in support of his position that the present
specification is enabling for the clainmed invention. The

exam ner has found all of appellant’s argunents and evi dence
to be unpersuasive of enabl enent.

To conmply with the enabl enent clause of the first
paragraph of 35 U.S.C. 8§ 112, the disclosure nust provide an
adequat e description such that the artisan could practice the
claimed invention w thout undue experinentation. In re
Scar br ough, 500 F.2d 560, 566, 182 USPQ 298, 303 (CCPA 1974);

In re Brandstadter, 484 F.2d 1395, 1407, 179 USPQ 286, 295

(CCPA 1973). The burden is initially upon the exam ner to
establish a reasonabl e basis for questioning the sufficiency

of the discl osure. In re Strahilevitz, 668 F.2d 1229, 1232,

212 USPQ 561, 563 (CCPA 1982). Enablenent is not precluded by
the necessity for sonme experinentation. However,
experinmentati on needed to practice the invention nust not be

undue experinmentation. The key word is "undue", not
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"experinentation.” In re Wands, 858 F.2d 731, 736-37, 8

USPQ2d 1400, 1404 (Fed. Cir. 1988).

When we apply the above-noted case law to the facts of
this case, we cannot escape the conclusion that the exam ner
has failed to support his position that the disclosure in this
application is insufficient to support the clained invention.
The determ nation of what constitutes undue experinentation in
a given case requires the application of a standard of
reasonabl eness, having due regard for the nature of the
invention and the state of the art. |In our view, every step
and neans recited in the appealed clains is essentially the
sane as set forth in the applied prior art except that the
clai med i nvention nmakes deci si ons based on a process bl ack
regi stration mark rather than some other formof registration
mark. The exam ner’s position appears to suggest that since
the clained invention is alleged to be different than the
prior art, then the prior art teachings cannot support the
clainmed invention. The error in the exam ner’s position,
however, is that the steps of form ng registration inmages,
exam ning registration marks, generating error signals, and
adjusting printing stations for exanple, are all performed in

7
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the applied prior art, but not with respect to a process bl ack
mar K.

The exam ner has not offered any convincing rationale
why the use of a process black registration nmark as cl ai ned
woul d cause problens for the artisan who is already famliar
with controlling registration based on black marks and col or
marks. We are of the viewthat the clained invention is
di sclosed in a manner that would clearly have enabl ed the
artisan to make and use the invention. Therefore, we do not
sustain the rejection of the clainms under the first paragraph

of 35 U S.C. § 112.
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We now consider the rejection of clainms 1-20 under
35 U.S.C. 8 103 as unpatentable over the teachings of Brunner,
Harrington, Brovman and Kishner. In rejecting clains under
35 US.C. 8 103, it is incunbent upon the exam ner to

establish a factual basis to support the |egal concl usion of

obvi ousness. See In re Fine, 837 F.2d 1071, 1073, 5 USPQd
1596, 1598 (Fed. Cir. 1988). 1In so doing, the examner is
expected to nake the factual determ nations set forth in

G ahamv. John Deere Co., 383 U S. 1, 17, 148 USPQ 459, 467
(1966), and to provide a reason why one having ordinary skill

in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally avail able to one having ordinary skill in

the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland Q1. Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.
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Cir. 1984). These show ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prima facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prinma

faci e case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whole and the
rel ati ve persuasi veness of the argunments. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G r

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunments actually made
by appel | ant have been considered in this decision. Argunents
whi ch appel |l ant coul d have made but chose not to make in the
bri ef have not been considered [see 37 CFR § 1.192(a)].

The rejection points to general teachings of the
applied prior art, but does not address the specific |anguage
of the clainms. Independent claiml recites that an area of
the desired imge which will be printed in black nust be
identified, and a process black registration mark nust be
formed wwthin that area of the inmage. W cannot find even a

10
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renote suggestion within any of the applied references for
form ng a process black registration mark in such a specific

| ocation. Although the exam ner concludes that "it woul d have
been obvious to one having ordinary skill in the art at the
tinme the invention was nade to select and evaluate any desired
mark relative to any other mark in Brunner for register

eval uation and correction, including those which are
conventionally fornmed by printer black or process bl ack"
[answer, page 14], there is no evidence on this record that a
process bl ack registration mark should be fornmed and exam ned
in the manner recited in claiml1l. Therefore, we do not
sustain the rejection of clains 1-4.

Wth respect to independent claim5, we find teachings
in the applied prior art that three separate color printing
stations can cooperate to produce process black and that
m sregi stration of the printing stations can be determ ned by
i ndividually conparing each color printed with a correspondi ng
printer black mark, however, we find no teaching of the
printing stations having registration i mages positioned
thereon that will produce a process black registration mark as
recited in claim5. Although the exam ner asserts that

11
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Brovman and Ki shner teach distinguishing a black ink reference
i ndi cator from process black for the purpose of
m sregi stration, the two references only teach distinguishing
mar ks made by each of the printing stations separately and not
as a process black mark. Therefore, we do not sustain the
rejection of clainms 5-8.

| ndependent claim9 recites the exam nation of a
process bl ack registration mark and maki ng col or eval uati ons
of this process black registration mark. Al though the
examner is of the viewthat the applied prior art perforns
t hese steps, we do not agree. As noted above, the applied
prior art teaches the color evaluation of separately |ocated
color registration marks with respect to a printer black
registration mark. There is no suggestion that the
m sregi stration should be eval uated based on a process bl ack
registration mark as clained. Therefore, we do not sustain
the rejection of clains 9-15.

| ndependent claim 16 essentially contains all the
features of claim9 wth the additional recitation of printing
and exam ning a black ink registration mark along with the
process black registration mark. Therefore, we do not sustain

12
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the rejection of clains 16-20 for at |east the reasons
di scussed above with respect to claim9.

We note that appellant has argued several of the
dependent clains separately. Since we have not sustained the
rejection of any of the independent clains, we need not
discuss in detail the limtations of these dependent clains.
We do observe, however, that the exam ner has essentially
ignored these limtations of the dependent clains in
formulating the rejection and in responding to appellant’s
argunents. Therefore, we agree with appellant that these
clains woul d have been separately patentable even if we had
agreed with the exam ner’s rejection of the independent

cl ai ms.

13
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In summary, we have not sustained the exam ner’s

rejection of the claims under either 35 US.C § 112 or § 103.

Therefore, the decision of the exam ner

is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

PARSHOTAM S. LALL
Adm ni strative Patent Judge
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DAVID B. SM TH

M CHAEL, BEST AND FRI EDRI CH
100 EAST W SCONSI N AVE.

M LWAUKEE, W 53202-4108
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