THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF*

Bef ore THOVAS, BARRETT, and BARRY, Administrative Patent Judges.
BARRY, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe final rejection of clains 12-63 and 68-70. W

affirmin-part.

! The oral hearing set for February 22, 2000 was wai ved
by appellants in the facsimle comunication received on
February 1, 2000.
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BACKGROUND

Subscription tel evision systens permt subscribers to
recei ve broadcasts of television progranms. A subscri ber
termnal, comonly called a set-top box, is integral to the
systens. A subscription television systemmay include several

hundred t housand term nal s.

Each termnal is controlled by an internal, programable
m crocontroller. A control programfor the mcrocontroller is
stored in a nenory inside the termnal. Heretofore, the
control program could be changed only by physically replacing
the nmenory. Because such replacenment required a technician to
visit each subscriber, however, the arrangenent was expensive

and i nconveni ent.

The invention at issue in this appeal reprograns a
termnal froma renote |ocation. More specifically, a head
end sends to the termnal a command specifying a channel over

which a control programis to be downl oaded, the nunber of
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transactions required to dowl oad the program and the nenory

space where the programis to be stored.

Claim 12, which is representative for our purposes,
fol | ows:

12. A nethod of downl oadi ng program code
to change the control programfor a conmputer in
a subscriber termnal of a subscription
tel evision system the nethod conprising the
st eps of:

providing a nenory in the subscriber
termnal for storing the control program

storing in the nmenory a boot code program
operative for downl oadi ng new program code for
at least a portion of the control programof the
conputer into the menory froma renote |ocation,
the control program operative for controlling
predeterm ned features of the subscriber
term nal

activating the boot code programin
response to a predeterm ned condition;

operating the conputer under control of the
boot code programto downl oad the new program
code fromthe subscription tel evision system
and

storing the new programcode in the nmenory.

The references relied on in rejecting the clainms foll ow

Cheung 4,430, 669 Feb. 7,
1984
Bacon et al. (Bacon) 5, 440, 632 Aug. 8,

1995
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(filing date Mar. 28,

1994) .

Clainms 12-16, 18, 34-63, and 68-70 stand rejected “under
35 U.S.C. 8 102(b) as anticipated by or, in the alternative,
under 35 U. S.C. § 103 as obvious over Cheung ....” (Final
Rejection at 3.) dains 17 and 19-33 stand rejected under the
doctrine of obviousness-type doubl e patenting “as being
unpatentabl e over claim[sic] of U S. Patent No. 5,440,632.”
(ILd. at 4.) Rather than repeat the argunents of the
appel lants or examner in toto, we refer the reader to the

brief and answer for the respective details thereof.

OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejections advanced by
the exam ner. Furthernore, we duly considered the argunents
and evidence of the appellants and exam ner. After
considering the totality of the record, we are persuaded that

the exam ner erred in rejecting clains 12-16, 18, 34-63, and
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68-70. We are not persuaded, however, that he erred in
rejecting clains 17 and

19-33. Accordingly, we affirmin-part. Qur opinion addresses
the follow ng issues seriatim

. antici pati on and obvi ousness of clains 12-16, 18,
34-63, and 68-70

. obvi ousness-type double patenting of clainms 17 and
19- 33.

First, we address the anticipation and obvi ousness of clains

12-16, 18, 34-63, and 68-70.
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Antici pation and Obvi ousness of Clains 12-16,

18, 34-63, and 68-70

We begin by noting standards for anticipation and

obvi ousness. Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ2d 1550,

1553 (Fed. Cir. 1997), established the follow ng standard for

anti ci pati on.

A prior art reference anticipates a claimonly
if the reference discloses, either expressly or
i nherently, every I[imtation of the claim See
Verdegaal Bros., Inc. v. Union G| Co., 814 F.2d
628, 631, 2 USP2d 1051, 1053 (Fed. Cir. 1987).
“[ Al bsence fromthe reference of any clained el enent
negates anticipation.” Kl oster Speedsteel AB v.
Crucible, Inc., 793 F.2d 1565, 1571, 230 USPQ 81, 84
(Fed. GCr. 1986).

In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956

(Fed. Cir. 1993), in turn, established the follow ng standard
for obvi ousness.

In rejecting clains under 35 U.S.C. Section 103, the
exam ner bears the initial burden of presenting a
prima facie case of obviousness. |In re Cetiker, 977
F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). Only if that burden is met, does the burden
of comng forward with evidence or argunent shift
to the applicant. 1d. "A prima facie case of

obvi ousness is established when the teachings from
the prior art itself would appear to have suggested
the cl ai ned subject nmatter to a person of ordinary
skill inthe art." 1n re Bell, 991 F.2d 781, 782,
26 USPQ2d 1529, 1531 (Fed. Cir. 1993) (quoting In re
Ri nehart, 531 F.2d 1048, 1051, 189 USPQ 143, 147
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(CCPA 1976)). If the examner fails to establish a
prima facie case, the rejection is inproper and w ||
be overturned. In re Fine, 837 F.2d 1071, 1074, 5
UsP@d 1596, 1598 (Fed. Cir. 1988).

Wth these standards in mnd, we address the exam ner’s

rejection and the appellants’ argunent.

At the outset, we observe that the examiner fails to map

the exact and conplete | anguage of the clains to the teachings

of the Cheung. He also neglects to identify the | anguage of
the clains mssing fromthe reference that is required in the
obvi ousness rejection analysis. |In addition, the exam ner
omts an explanation of how he proposes to nodify Cheung or
why one of ordinary skill in the art would have been notivated

to do so.

The appel | ants argue, “the Cheung patent does not
di scl ose or contenpl ate the operation of downl oadi ng new
program code for the control program of the conputer that
operates and controls the features of the subscriber term nal
.” (Appeal Br. at 15.) The exam ner replies, “In Cheung

t hough, the entertai nnent program codes still can be said to
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change the operating control programof CPU 26 by providing
different paraneters, rather than different executable

instructions.” (Examner’s Answer at 4.)

The exam ner msinterprets the scope of clainms 12-16, 18,
34-63, and 68-70. “[When interpreting a claim words of the
claimare generally given their ordinary and accustoned
meani ng, unless it appears fromthe specification or the file
hi story that they were used differently by the inventor.” In
re Paul sen, 30 F.3d 1475, 1480, 31 USP@d 1671, 1674 (Fed.

Cir. 1994) (citing Carroll Touch, Inc. v. Electro Mechanical

Sys.. Inc., 15 F. 3d 1573, 1577, 27 USPQ2d 1836, 1840 (Fed.

Gir. 1993)).

Here, clains 12-16, 18, and 34-36 each specify in
pertinent part the following [imtations:

A met hod of downl oadi ng program code to change the
control programfor a conputer in a subscriber
term nal of a subscription television system the
met hod conprising the steps of:

downl oadi ng new program code for at |east a
portion of the control program of the conputer ...,
the control program operative for controlling
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predeterm ned features of the subscriber term nal

Simlarly, clainms 38-56 each specify in pertinent part the
followwng [imtations: “programcode for the control program
of said processor, said control program operative for
controlling predeterm ned features of the subscriber term nal

and ...



Appeal No. 1998-0460 Page 10
Application No. 08/480, 765

downl oadi ng new programcode ....” Also simlarly, clainms 57-
62 each specify in pertinent part the following limtations:

A met hod of downl oadi ng program code to change the
control programfor each conputer in a selected set
conprising one or nore subscriber termnals in a
subscri ber base of a subscription television system
t he nethod conprising the steps of:

determ ning the selected set of subscriber
termnals in the subscriber base for receiving new
program code for the control program

in response to determi nation by a particul ar
subscriber termnal that it is a nenber of the
sel ected set, operating the conputer associated with
the particular subscriber termnal to downl oad the
new program code fromthe subscription television
system . ...

In addition, claim63 simlarly specifies in pertinent part
the followng [imtations:

A met hod of downl oadi ng program code to change the
control programfor the conputer of the subscriber
termnals in a subscriber base of a subscription
tel evision system the nethod conprising the steps
of :

globally transmtting the new program code to
each subscriber termnal in the subscriber base ...

in response to determ nation by a subscri ber
term nal that the new program code is globally
transmtted, operating the conputer associated with
t he subscriber termnal to downl oad the new program
code fromthe subscription television system....
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Furthernore, clains 68-70 each specify in pertinent part the
following limtations:
A met hod of downl oadi ng program code to change the
control programfor a conputer in a subscriber
term nal of a subscription television system the
met hod conprising the steps of:

a downl oad routine operative for downl oadi ng
new program code for at |east a portion of the
control program of the conputer into the nmenory from
a renote | ocation

in response to recei pt of the downl oad i nmedi ate

command, operating the conputer under control of the
downl oad routine to downl oad the new program code

Because neither the specification nor the file history
defines the term “code” nor suggests that the appellants
sought to assign a neaning to the termdifferent fromits
ordi nary and accustonmed neaning, that is the neaning we nust
give it. Code is “a generic termfor programinstructions

M crosoft Press Conputer Dictionary 78 (1994) (copy

attached). A programis “a sequence of instructions that can
be executed by a conputer.” 1d. at 319. 1In view of these
meani ngs, the comon claimlimtations recite downl oadi ng

"program code” instructions used to change a control program

executed by a processor.
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The exam ner fails to show a teaching or suggestion of
the limtations in the prior art. Although Cheung teaches
downl oadi ng, it does not teach downl oadi ng program
instructions or using the download to change a control program
executed by a processor. Rather than downl oadi ng program
instructions, the reference’ s tel evision receiver downl oads
data that represent operating paraneters. Specifically, a
“subscriber identification nunber, station identification
nunber and time of future special program broadcast is stored

.7 Col. 9, IIl. 11-14.

| nstead of changing a control program noreover, Cheung’s
recei ver uses the downl oaded data to tune into and descranbl e
a broadcast. Specifically, “the tinme of broadcast of the
special programas well as other identifying information,
transmtted with the subscriber identification nunber, is
stored in nenory and recalled at the tinme of the special
broadcast for tuning the frequency associated with the speci al
broadcast.” Col. 2, Il. 40-45. 1In addition, “the

[receiver’s] nmenory 36 nmust have been previously programred
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with information regarding the broadcast being received to
permt unscranbling of the video and audi o signals thereby
restoring a correct video signal for nodulating on a signal
wi thin the pass band of the tel evision receiver by nodul ator

34.” Col. 10, II. 21-26.

The absence of a showing of the clainmed Iimtations of
downl oadi ng program i nstructions used to change a control
program executed by a processor negates anticipation.
Therefore, we reverse the rejection of clains 12-16, 18, 34-
63, and 68-70 under 35 U. S.C. § 102. Because the reference
nei t her teaches downl oadi ng programinstructions nor a
downl oadi ng program code to change a control program executed
by a processor, we are not persuaded that teachings fromthe
prior art woul d appear to have suggested the sane cl ai ned
limtations. Therefore, we reverse the rejections of the sane
clainms under 35 U.S.C. § 103. Next, we address the

obvi ousness-type double patenting of clainms 17 and 19-33.

OQbvi ousness- Type Double Patenting of Cains 17 and 19-33
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The appellants do not contest the rejection of clainms 17
and 19-33 under the doctrine of obviousness-type double
patenting. They instead state, “Applicants will either submt
a termnal disclainmer or cancel the clains rejected under
obvi ousness type doubl e-patenting.” (Appeal Br. at 21.) W
are not persuaded that the exam ner erred in rejecting clains
17 and 19-33 under the doctrine of obviousness-type double
pat enti ng over Bacon. Therefore, we affirmpro forma the

rejection.

Qur affirmance is based only on the argunents nade in the

brief. Argunents not nmade therein are not before us, are not

at issue, and are consi dered wai ved.

CONCLUSI ON

To summarize, the rejection of clainms 12-16, 18, 34-63,
and 68-70 stand rejected under 35 U . S.C. § 102(b) is reversed.
The rejection of clains 12-16, 18, 34-63, and 68-70 under 35
US C 8 103 is also reversed. The rejection of clains 17 and
19- 33 under the doctrine of obviousness-type doubl e patenting

is affirmed. Accordingly, we affirmin-part.



Appeal No. 1998-0460 Page 15
Application No. 08/480, 765

No period for taking subsequent action concerning this

appeal nmay be extended under 37 CFR § 1.136(a).

AFFI RVED- | N- PART

JAMVES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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