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t he Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe exam ner’'s final rejection of
claims 1, 3-7 and 10. Clains 8, 9, 11 and 12, which are all
of the other clainms remaining in the application, stand

wi t hdrawn from consi deration by the exam ner as being directed
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toward a nonel ected i nventi on.

THE | NVENTI ON

The appellants claima concentrated fixing solution which
contains a thiosulfate, a water-soluble alum numsalt, and a
conpound sel ected froma Markush group of acids and their
salts, and which does not substantially contain a boron
conmpound.! The appellants also claima nmethod of processing a
silver halide material using this fixing solution. Cl aima1,
directed toward the fixing solution, is illustrative:

1. A concentrated fixing solution which conprises at
| east a thiosulfate, a water-soluble alumnumsalt, and a
conpound havi ng an absorbance of fromO0.25 to 1.15, and does
not substantially contain a boron conpound,

wherein the absorbance is neasured by an absorptioneter
of ultraviolet light/visible light in a solution having a pH
of 4.85 and containing a buffer solution of 1.55 nol/liter of
an acetic acid/sodium acetate, 2.5x10*4nol/liter of Al?3,

2.5x10°5 nol/liter of the follow ng conmpound A, and 5x10-3
mol /liter of a conpound for eval uation:

'The appellants state that “the phrase ‘which does not
substantially contain a boron conmpound’ neans that the
concentration of the boron conpound is 0.04 nol/liter in the
fixing solution” (specification, page 5).
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and wherein the conpound having an absorbance of fromO0.25 to
1.15 is selected fromthe group consisting of an im nodi acetic
acid, and salts thereof; a gluconic acid, and salts thereof; a
5-sulfosalicylic acid, and salts thereof; and a gl ucoheptanic
acid, and salts thereof.

THE REFERENCES

Yamada et al. (Yanada) 5,198, 327 Mar . 30,
1993
Ni shi gaki et al. (Nishigaki) 5,272,044 Dec. 21
1993

THE REJECTI ONS

Clainms 1, 3-7 and 207w 10 stand
rej ected under 35 U.S. C
cHd, =p5 ‘ -
8§ 102(a, b or e) as v LA bei ng
anticipated by Yamada i c o or
CO“Ke tH?
Ni shi gaki or, in the al ternati

ve, under 35 U.S.C. 8§ 103 as being obvi ous over Yanada,

Ni shi gaki or their conbination.
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OPI NI ON

We reverse the rejections under 35 U.S.C. §8 102 and
affirmthe rejections under 35 U . S.C. § 103.

The appellants state that the clains stand or fall
together (brief, page 3). W therefore limt our discussion
to one claim i.e., claiml. See In re Cchiai, 71 F.3d 1565,
1566 n. 2, 37 USPQd 1127, 1129 n.2 (Fed. Cir. 1995); 37 CFR

§ 1.192(c)(7)(1995).

Rej ections under 35 U.S.C. § 102

In order for a clainmed invention to be anticipated under
35 U S.C. § 102, all of the elenments of the claimnust be
found in one reference. See Scripps Clinic & Research Found.
v. Cenentech Inc., 927 F.2d 1565, 1576, 18 USPQ2d 1001, 1010
(Fed. GCir. 1991).

Yamada di scl oses a fixing solution which contains a
t hi osul fate, can contain a water-soluble alumnumsalt as a

hardener, can contain gluconic acid, tartaric acid, citric
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acid or derivatives thereof, alone or in conbination, and
optionally can contain a pH buffer, one exanmple of which is
boric acid (col. 9, line 57 - col. 10, line 12). Also, fixing
solutions in concentrated form are disclosed (col. 15, line
60; col. 16, lines 29-30). Nishigaki contains a simlar
di scl osure (col. 15, lines 40-62; col. 31, line 62; col. 32,
i nes 29-30).

To arrive at the appellants’ clainmed invention, one nust
make a concentrated fixing solution, nust choose to use a
wat er - sol ubl e al um num salt hardener, nust choose, from anong
gluconic acid, tartaric acid, citric acid or derivatives
t hereof, alone or in combination, gluconic acid or a m xture
containing it, and nust use either no buffer or no nore than
0.04 nol/liter of boric acid as a buffer. A claimis not
antici pated by a reference when such independent picking and
choosing is required to arrive at the clainmed invention. See

Arkl ey, 455 F.2d at 587, 172 USPQ at 526. Accordingly, we

reverse the rejections under 35 U. S.C. § 102.

Rej ections under 35 U.S.C. § 103

Yamada teaches that his fixing solution contains a
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thiosulfate (col. 9, lines 57-58). The teaching that a water-
sol ubl e alum num salt acts as a hardener (col. 9, lines 67-68)
woul d have fairly suggested, to one of ordinary skill in the

art, use of such a salt to obtain this benefit. As for the
conponent containing tartaric, citric or gluconic acids or
their derivatives, alone or in conmbination, the specific

di scl osure of only these three acids reasonably woul d have | ed
one of ordinary skill in the art to use any of the three, such
as gluconic acid, alone or in conbination. The teaching that
the pH buffer is optional (col. 10, lines 10-12) would have
fairly suggested, to one of ordinary skill in the art,
omtting this conmponent along with its function. See In re

W I son, 377 F.2d 1014, 1017, 153 USPQ 740, 742 (CCPA 1967); In
re Larson, 340 F.2d 965, 969, 144 USPQ 347, 350 (CCPA 1965);
In re Brown, 228 F.2d 247, 249, 108 USPQ 232, 234 (CCPA 1955).
The teaching that the fixing solution can be concentrated
(col. 15, line 60; col. 16, lines 29-30) would have | ed one of
ordinary skill in the art to nake each of the fixing solutions
within the scope of the disclosure in concentrated form for

t he conventional reasons for using a concentrated sol ution,
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e.g., econony of storage and suitability for making sol utions
of various concentrations.

For the above reasons, we hold that the appellants’
claimed i nvention would have been prim facie obvious to one
of ordinary skill in the art over Yanmada. Because, as
menti oned above, Nishigaki presents a disclosure which is
simlar to the relevant disclosure in Yamada, we also hold
t hat appellants’ clainmed invention would have been prim facie
obvi ous to one of ordinary skill in the art over Ni shigaki.

The appell ants argue that the references do not
appreciate that gluconic acid contributes to the stability of
a concentrated fixing solution (brief, page 4; reply brief,
page 2). For a prim facie case of obviousness to be
est abl i shed, however, references need not recogni ze the
probl em sol ved by the appellants. See In re Kenps, 97 F.3d
1427, 1430, 40 USPQ2d 1309, 1311 (Fed. Cir. 1996); In re
Beattie, 974 F.2d 1309, 1312, 24 USPQ2d 1040, 1042 (Fed. Cir.
1992); In re Dillon, 919 F.2d 688, 693, 16 USPQd 1897, 1901
(Fed. Cir. 1990) (en banc), cert. denied, 500 U S. 904 (1991);

In re Lintner, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA
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1972) .

The appell ants argue that any prim facie case of
obvi ousness has been overconme by the evidence in the
decl arati on of Watanabe, filed August 21, 1995 (paper no. 6).
In this declaration Watanabe conpares fixing solutions which
each contain one of gluconic acid, tartaric acid and citric
acid, and shows that no stains of a first fixing roller and
i ght sensitive material were observed when glutaric acid was
used, but that stains sonetinmes were observed when the acid
used was tartaric or citric acid. For the follow ng reasons,
this evidence is not effective for overconm ng the prinma facie
case of obviousness.

First, the appellants’ show ng of unexpected results does
not provide a conparison of the clainmed invention with the
cl osest prior art. See In re Baxter Travenol Labs., 952 F.2d
388, 392, 21 USPQ2d 1281, 1285 (Fed. Cir. 1991); In re De
Bl auwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. Cir. 1984).
The references specifically disclose that the fixing solution
can contain gluconic acid (Yanada, col. 10, lines 3-5;

Ni shigaki, col. 15, lines 55-57). Thus, the conparison with
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the closest prior art would be against a fixing solution which
contains gluconic acid but, as required by the appellants’
claims, does not substantially contain a boron conmpound. W
note that even if conparison to a fixing solution containing
gl uconic acid were considered to be a conparison of the
appellants’ clainmed invention with itself, a nm xture of

gl uconic acid with tartaric acid or citric acid, as disclosed
by Yamada (col. 10, lines 3-5) and Nishigaki (col. 15, |ines
55-57), would be closer to the appellants’ clainmed invention
than the tartaric acid and citric acid each used alone in the
decl arati on.

Second, the reliability of the test used has not been
established. There is no indication that the test used to
conpare the acid conponents was a standard test or was
recogni zed by those of ordinary skill in the art as being
reliable.

Third, the significance of the test results is unclear
WAt anabe states in Table A of the declaration that deposits
were generated in sonme tests, but, except for tests E and G

there is no indication of the extent of these deposits, i.e.,
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whet her they were significant or negligible. Even with
respect to tests E and G it is merely disclosed that the
deposits were “marked” (page 4). There is no indication of

the significance of such a stain.

For the above reasons we concl ude, based upon the
preponderance of the evidence, that the appellants’ clained
i nventi on woul d have been obvious to one of ordinary skill in
the art within the neaning of 35 U.S.C. § 1083.

DECI SI ON

The rejections of clainms 1, 3-7 and 10 under 35 U.S. C
8§ 102(a, b or e) as being anticipated by Yamada or Ni shi gaki
are reversed. The rejections of clains 1, 3-7 and 10 under 35
U S.C. 8 103 as being obvious over Yamada, Nishigaki or their

conbi nation, are affirned.
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No tine period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED

TERRY J. OVENS )
Adm ni strative Patent Judge

BOARD OF PATENT
PETER F. KRATZ )
Adm ni strative Patent Judge APPEALS AND

N N N N

| NTERFERENCES

JEFFREY T. SM TH
Adm ni strative Patent Judge
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