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Bef ore THOVAS, KRASS, and GROSS, Adninistrative Patent Judges.
GROSS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 8 through 14, which are all of the clains
pending in this application.

Appel l ants' invention relates to a two-|ayer conposite
structure including a functional |ayer of a voltage generating
material and a structural |ayer for detecting cracks in the
structural layer. Caim@8 is illustrative of the clained
Invention, and it reads as foll ows:

8. A two-| ayer structure conprising:
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a structural material;

a voltage generating material formed of a ferroelectric
material, a pyroelectric material, or a piezoelectric
material, which is bonded to said structural material and
whi ch generates a voltage in accordance with an inpact force
applied to said structural material; and

an el ectrode, connected to said structural material and
said voltage generating material, which detects cracks in said
structural material by detecting said voltage generated by
sai d voltage generating material.

The prior art reference of record relied upon by the
exam ner in rejecting the appealed clains is:

Duf rane et al. (Dufrane) 4, 255, 974 Mar. 17,
1981

Clainms 8 through 14 stand rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over Dufrane.

Ref erence is nade to the Exami ner's Answer (Paper No. 20,
mai | ed Cctober 15, 1997) for the exam ner's conpl ete reasoning
in support of the rejections, and to appellants' Brief (Paper
No. 19, filed July 15, 1997) and Reply Brief (Paper No. 21,
filed Cctober 30, 1997) for appellants' argunents
t her eagai nst.

CPI NI ON

We have carefully considered the clains, the applied

prior art reference, and the respective positions articul ated
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by appell ants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clains 8
t hrough 14.

Claim8 requires, in pertinent part, "a voltage
generating material fornmed of a ferroelectric nmaterial, a
pyroel ectric material, or a piezoelectric material." The
exam ner (Answer, page 3) recognizes that Dufrane's conductive
| ayer of netal, an alloy, or a netal conpound is not
ferroelectric, pyroelectric, or piezoelectric, as recited in
claim8, but asserts that Dufrane's material is a "well known
functional equivalent"” of the claimed materials. W disagree.
The function of the clainmed materials is to generate voltages.
Duf rane's materials cannot generate voltages; they nust be
placed in an electrical circuit for a voltage to be present.

Since Dufrane's materials cannot function as the clai ned

vol tage generating materials, they cannot be functionally
equi valent to the clainmed ferroelectric, pyroelectric, or
pi ezoel ectric materi al s.

Claim8 further recites that the voltage generating
material is bonded to a structural material and generates a
vol tage according to an inpact force applied to the structura
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material. Again the exam ner recognizes that Dufrane is
deficient in that Dufrane fails to teach "that a voltage is
generated in accordance with an inpact force such that a crack
is detected by nonitoring said voltage." The exam ner
nonet hel ess concl udes (Answer, pages 3-4) that the skilled
artisan woul d have found it obvious "to nonitor a voltage of

t he conductive el ement instead of the resistance of the
conductive elenent to detect cracks ... [because] both voltage
and resistance nonitoring are well known el ectrical neasuring
met hods. "

We agree that both voltage and resistance nonitoring are
known el ectrical nmeasuring nethods. However, nerely that both
wer e known does not render obvious the substitution of one for
another. As pointed out by appellants (Brief, page 5), the
exam ner has failed to provide any notivation fromthe prior
art for using a voltage generating |layer rather than a
resi stance |ayer. Thus, the exami ner has failed to establish

a prima facie case of obviousness. Consequently, we cannot

sustain the rejection of claim8 nor its dependents, clains 9

t hrough 14.
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CONCLUSI ON

The decision of the exam ner rejecting clains 8 through
14 under 35 U.S.C. § 103 is reversed.

REVERSED

JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
ERROL A. KRASS ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
ANl TA PELLMAN GRCSS )
Adm ni strative Patent Judge )

apg/ vsh
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