TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
Paper No. 31

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 1998- 0252
Appl i cation 08/555, 795

HEARD: Cct. 6, 1999

Bef ore McCANDLI SH, Seni or Administrative Patent Judge, ABRANMS
and GONZALES, Administrative Patent Judges.

ABRAMS, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed Novenber 9, 1995.
According to appellant, this application is a continuation of
Application No. 08/378,927, filed January 25, 1995, now
abandoned; which is a continuation of Application No.
07/823,978, filed January 22, 1992.
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This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1, 3, 4, 9-11 and 15-17, which
constitute all of the clainms remaining of record in this
appl i cation.

The appellant’s invention is directed to a file | abel
system(clains 1, 3, 4, 9 and 10) and to a nethod for filing
files (claims 11 and 15-17). The clains on appeal have been
reproduced in an appendix to the Brief.

THE REFERENCES

The follow ng references were relied upon by the exam ner

to support the final rejection:

Bar ber 4,329, 191 May 11, 1982
Colavito et al. 4,715, 621 Dec. 29, 1987
(Col avi t 0)

The prior art admtted by the appellant on pages 1 and 2 of
t he specification.

THE REJECTI ONS

The follow ng clains stand rejected under 35 U.S. C
§ 103:

(1) dainms 1, 3, 4 and 9 on the basis of Colavito.?

2 This rejection erroneously was stated in the Answer as
bei ng under 35 U.S.C. § 102.
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(2) Aaim110 on the basis of Colavito and Barber.
(3) dains 11 and 15-17 on the basis of Colavito, Barber and
;Qﬁitted prior art.

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and the
appel l ant regarding the rejections, we nmake reference to the
Exam ner’s Answer (Paper No. 26) for the reasoning in support
of the rejections, and to the Briefs (Papers Nos. 25 and 27),
for the argunments thereagainst.

OPI NI ON

Al'l three of the standing rejections are under 35 U.S. C
§ 103. The test for obviousness is what the conbined
teachings of the prior art woul d have suggested to one of
ordinary skill in the art. See, for exanple, In re Keller,
642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). 1In
establishing a prima faci e case of obviousness, it is
i ncunbent upon the exam ner to provide a reason why one of
ordinary skill in the art would have been led to nodify a
prior art reference or to conbine reference teachings to

arrive at the clained invention. See Ex parte Capp, 227 USPQ
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972, 973 (Bd. Pat. App. & Int. 1985). To this end, the
requi site notivation nmust stemfrom sonme teachi ng, suggestion
or inference in the prior art as a whole or fromthe know edge
generally avail able to one of ordinary skill in the art and
not fromthe appellant’'s disclosure. See, for exanple,
Uniroyal, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1052, 5
USPQ2d 1434, 1439 (Fed. Cir.), cert. denied, 488 U S. 825
(1988).
The Rejection O The Method C ai ns

We shall first consider the rejection of nethod clains 11
and 15-17 as bei ng unpatentabl e over the conbi ned teachi ngs of
Col avito, Barber, and the admtted prior art. In the opening
pages of the specification, the appellant explains that health
care providers often have large filing systens containing the
records of thousands of patients, and that the prior art
systens typically arranged the files al phabetically by the
patient’s |ast nanme or nunerically by social security nunber.
According to the appellant, the latter systemsuffers fromthe
fact that many patients either do not have a social security
nunber or cannot recall it, and the former gives rise to | arge

coll ections of the sane nanes, such as John Smith, which
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causes the searcher to go through many such files in order to
obtain the correct one. The appellant seeks to inprove upon
the prior art systens by his inventive nethod, which utilizes
as its main set the nonth and day of the associ ated
individual’s birth, and as a subset the initial of the
individual’s | ast nanme. The professed advantages of such a
systemin reducing errors and lost tinme are set forth on pages
2-7 of the specification.

As mani fested in independent nethod claim11l, the
appel lant’ s inventive system conprises the steps of affixing
to each file a first sticker indicating a nonth and a second
sticker indicating a year of the individual’s birth, affixing
to each file a third sticker bearing a letter initial of the
| ast nanme of the individual, wth the first and second
stickers preceding the third sticker, and placing the files in
a main set corresponding to the first and second stickers and
a subset corresponding to the third sticker. The exam ner
notes that systens utilizing both al phabetical and nunerical
bases for filing systens were admtted by the appellant as
bei ng known in the art, and then points out that Colavito

teaches that it was known to use coded stickers affixed to a
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file, taking the position that it would have been obvious to
one of ordinary skill in this art to utilize “a two-tier
filing systemw th the social security nunber as the principle
[ sic] base and the al phabetical |abeling based on the

i ndividual’s nane as a subbase . . . with the Colavito et al

| abeling system. . . color coded adhesive |abels” (Answer,
page 7). Acknow edging that the content of the main set and

t he subset differ fromthat recited in claim21l, the exam ner
takes the point of view that using the individual’s nonth and
date of birth instead of the social security nunmber woul d have
been obvi ous because “[t]he plain fact is that the date of
birth of an individual has |ong been used to identify that

i ndi vidual on witten records,” with Oficial Notice being
taken that this “was old and well-known in this art many years
before the filing date of this application” (Answer, page 8).
VWiile we mght quarrel with the “Oficial Notice” ingredient
of the rejection on the basis of relevancy in that the issue
here is not using the date of birth on official records to
identify an individual but using it as a main set in a filing
system and because the information so categorized is not so

notorious as to fall within the prescribed definition (see
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Manual of Patent Exam ning Procedures (MPEP) § 2144.03 (7th
ed., July 1998)), as it turns out this matter is not materi al
to our decision.

Qur problemw th this rejection resides in the |ack of
proper suggestion to conbine the teachings in the manner
proposed by the exam ner. The nere fact that the prior art
could be nodified does not make such a nodification obvious
unl ess the prior art suggests the desirability of doing so.
See In re CGordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed.
Cir. 1984). That the elenents of a claimexist separately in
the prior art is not enough. 1In the present case, there is no
teaching in the art of organizing files based upon the nonth
and day of the individual’s birth, nmuch less that this be a
mai n set and that there be a subset based upon the letter of
the individual’s last name. W fail to perceive any teaching,
suggestion or incentive which would have | ed one of ordinary
skill in the art to conbine the teachings of the admtted
prior art and Colavito in such a manner as to neet these
requi renents, which are recited in independent claim 11, other
than the luxury of the hindsight accorded one who first viewed

the appellant’s disclosure. This, of course, is not a proper
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basis for a rejection under 35 U S.C. 8§ 103. See, for
exanple, Inre Fritch, 972 F. 2d 1260, 1266, 23 USPQ2d 1780,
1784 (Fed. Cir. 1992). Considering further the teachings of
Bar ber, which actually was cited only with regard to a
[imtation added by claim 15, does not alleviate the
deficiencies in the other references.

It therefore is our conclusion that the conbined
teachings of the admtted prior art, Colavito, and Barber fai
to establish a prima facie case of obviousness with regard to
the subject matter of independent claim1l, and we will not
sustain the rejection of that claimor of clainms 15-17, which

depend t herefrom

The Rejections O The File Label System d ai ns

We reach the opposite conclusion with regard to clains 1,
3, 4, 9 and 10. The rejections advanced by the exam ner in
this regard are that clainms 1, 3, 4 and 9 are unpatentable
over Colavito, and claim 10 is unpatentable over Colavito and
Barber. These clains are directed to a file |abel systemfor

identifying a file associated with a specific individual. As
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recited in independent claiml, the system conprises “an

el ongated sheet” on which there are first, second and third
“areas” that are “adapted for receiving,” respectively, “a
first indicia indication [sic indicating] a nonth of the year”
and “a second indicia indicating a day of said nonth .
representing the birthday of the individual,” and “a third
indicia indicating the initial letters of the |ast nanme of
said individual.” The claimconcludes by stating that these
indicia conprise first, second and third col or-coded adhesive
| abel s received upon the sheet and that the first and second
indicia precede the third indicia on the sheet.

Colavito is directed to a color coded filing systemfor
use with the expandable files that are “used in | aw offices
and ot her business offices” (colum 1, lines 9-10). Each file
conpri ses an el ongated sheet upon which can be placed a
plurality of col or coded adhesive labels (24) in a plurality
of areas in excess of the three required by claim1. As noted
by the exam ner, Colavito does not teach that the | abels
contain the precise indicia specified in the clains. However,
it is the examner’s viewthat the indicia is not functionally

related to the substrate upon which it is placed, and
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therefore it is not entitled to patentable weight (Answer,
page 5). The appellant argues that it is functionally rel ated
to the extent that is required by the case law, and therefore
the exam ner’s position is in error.

From our perspective, however, the case law cited by the
appel lant in support of his position dictates the opposite
result. Basic guidance is provided by Inre Mller,3 where
the invention solved the problem of quickly nmeasuring out
fractions of recipes, such as one-half of that which is
specified, by placing quantity measuring indicia on a
receptacle in a selected ratio that is proportional to, but
different from the actual quantity present in the receptacle.
As in the present situation, the exam ner refused to give the
i ndi ci a patentabl e wei ght because it was printed matter,
rejecting the clains as being unpatentabl e over any ordinary
measuring vessel. In its reversal, the court provided the
foll ow ng expl anati on:

The fact that printed matter by itself is not

pat ent abl e subj ect matter, because non-statutory, is

no reason for ignoring it when the claimis directed

to a conbination. Here there is an new and
unobvi ous functional relationship between a

3418 F.2d 1392, 164 USPQ 46 (CCPA 1969).
10



Appeal No. 1998-0252
Application No. 08/555, 795

measuring receptacle, volunetric indicia thereon

indicating volunme in a certain ratio to actual

vol une, and a legend indicating the ratio, and in

our judgnent the appealed clains define this

relationship. 418 F.2d at 1396, 164 USPQ at 49.

Thus, the court regarded the fact that indicia indicating the
| evel of the contents of an ordinary neasuring cup to be
sonet hing other than what it actually was established a
“functional relationship” between the indicia and the
structure that gave the indicia patentable weight.

In re Gul ack* al so states that differences between an
invention and the prior art cited against it cannot be ignored
nerely because they reside in the content of the printed
matter (703 F.2d at 1385, 217 USPQ at 403). In @Gl ack
i ndicia was placed on an endl ess band in order to exploit
certain arithmetic properties of particular prine nunbers. 1In
reversing the examner’s decision that the printed matter was
entitled to no patentable weight, the court pointed out that
t he endl ess band serves two functions, “it supports the
sequence of digits and it presents the digits as an endl ess

sequence with no discrete beginning or end” (703 F.2d at 1382,

217 USPQ at 402), “[t]hus, the digits exploit the endl ess

4 703 F.2d 1381, 217 USPQ 401 (Fed. G r. 1983).
11
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nature of the band” (703 F.2d at 1387, 217 USPQ at 405). Here
again, the court believed a “functional relationship” was
establ i shed between the indicia and the structure upon which
it was placed, which allowed patentable weight to be given to
t he indicia.

The final case cited by the appellant is In re Lowy.?
Here, the court was dealing with data objects, which the
exam ner urged were anal ogous to printed matter. The court
did not agree, stating that the case was distinguishable from
the printed matter cases (32 F.3d at 1583, 32 USPQ@2d at 1034).
VWhile we do not quarrel with the quotation to which the
appellant refers, we are of the viewthat to the extent it may
be relevant it nerely confirns the positions espoused by the
court in the other two cases.

It is our viewthat the invention recited in claim1 does
not nmeet the test applied in MIler and Gul ack. Unlike those
situations, the only rel ationship between the el ongated sheet
and the indiciainclaiml is the expected one - the indicia
is supported by the sheet. The fact that the three indicia

| abel s contain specific information and are arranged in a

°32 F. 3d 1579, 32 USPQ@d 1031 (Fed. G r. 1994).
12
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specified order goes to the nmethod of organizing the filing
system and not to establishing a “functional rel ationship”
between the indicia and the sheet. The fact of the matter is
that Col avito teaches exactly what the appellant recites in
claim1, that is, placing colored | abels containing specified
i ndi ci a upon an el ongated sheet in a particular order. The
di fference between the structure disclosed in the reference
and that which is recited in claim1 resides only in the
content of the indicia which, in this case, is entitled to no
pat ent abl e wei ght.

This conclusion is confirmed in the | anguage of the
clainms thenselves. The extent of the relationship between the
el ongated sheet and the indicia as recited in claim1l1 is that
the three areas of the sheet are “adapted for receiving” the
indicia. Fromour perspective, claim1l therefore requires

merely that the sheet be capable of receiving the indicia in

the manner specified in the final six lines of the claim In
our opinion, not only does this |anguage fail to support the
appel lant’ s argunent that the “functional relationship”

between the structure and the indicia required to inpart

13



Appeal No. 1998-0252
Application No. 08/555, 795

pat entable weight to the indicia is established in the claim
but the el ongated sheet discl osed by

Colavito clearly neets this limtation, in that it is capable
of receiving the indicia in the manner and in the order set
forth in the “wherein” statement of claim1.

It therefore is our view that the applied prior art
establishes a prima facie case of obviousness with regard to
the subject matter recited in independent claiml. In view of
the fact that the appellant has chosen not to challenge with
any reasonabl e specificity before this Board the rejection of
any of the clainms depending fromclaim1, they are grouped
with claim1, and fall therewith. See In re N elson, 816 F.2d
1567, 1572, 2 USPQd 1525, 1528 (Fed. Cir. 1987).

In reaching this conclusion, we have carefully considered
all of the argunents presented by the appellant. However,

t hey have not convinced us that these rejections were in
error. Qur position with respect to these argunents shoul d be
apparent fromthe foregoing explanation. |In essence, we
regard the appellant’s interpretation of “functional
relationship” not to fall within the definition of that phrase

as established by the court in MIler and Gul ack.

14
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SUMVARY
The rejection of clains 1, 3, 4 and 9 is sustai ned.
The rejection of claim10 is sustained.
The rejection of clains 11 and 15-17 is not sustai ned.
The decision of the examner is affirned-in-part.
No time period for taking any subsequent action in
connection with this appeal nmay be extended under
37 CFR § 1.136(a).

AFFI RVED- | N- PART

Harri son E. McCandlish, Senior
Adm ni strative Patent Judge

)
)
)
)
)
)

Neal E. Abrams BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
John F. Gonzal es )
Adm ni strative Patent Judge )
t dl
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