The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 through 3, 6, 8, 9, 12 through 16, 18,
28 through 30 and 38 through 60, all of the clainms remaining
inthis application. dCainms 4, 5, 7, 10, 11, 17, 19 through
27 and 31 through 37 have been canceled. M nor anendnments to
claims 3, 38, 42, 43 and 60 were made subsequent to the final

rejection in a paper filed May 19, 1997 (Paper No. 16).
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As seen best in Figure 1 of the application, appellant's
invention relates to a deflectable, illum nated advertising
di spl ay assenbly for placenent so as to extend froma nounting
site, conprising a shelf |ocation, generally perpendicularly
into a shopping aisle when in its neutral position. The
i nvention al so addresses a nethod of advertising products
(1.e., point-of-purchase advertising) utilizing a deflectabl e,
illum nated sign-carrying display assenbly |like that generally
descri bed above. I|ndependent clains 1, 28, 29, 30, 38, 42, 43,
44, 49, 54 and 56 are representative of the subject matter on
appeal and a copy of those clains nmay be found in the Appendi x

to appellant's brief (Paper No. 19).

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Sl avsky 3,041, 760 Jul. 3, 1962
Boggess et al. 4, 805, 331 Feb. 21,
1989

(Boggess)

Kor nel son 4,924, 363 May 8,
1990

Potter DE 497, 867 Apr. 24, 1930
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(German Patent)?

Clainms 38 through 41, 43 and 60 stand rejected under
35 U.S.C. 8§ 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthat
whi ch appell ant regards as his invention. According to the
exam ner (answer, page 4), the areas of indefiniteness are as
fol |l ows:

[i]n clains 38 and 43, line 12, "based" shoul d be

"base." In claim43, line 1, "assenbl e" should be

"assenbly.” In claim60, line 4, there is no

ant ecedent basis for "the shelf area.”

In addition to the foregoing rejection, the appeal ed

clainms stand rejected under 35 U.S.C. § 103 as foll ows:

a) claims 1 through 3, 6, 8, 9, 12 through 16, 28 through
30, 38 through 54 and 56 through 60 under 8 103 as being

unpat ent abl e over Boggess in view of Kornel son;

! Qur understanding of this foreign | anguage docunent is
based on a translation prepared for the U S. Patent and
Trademark O fice. A copy of that translation is appended to
t hi s deci si on.
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b) clains 18, 44 through 53 and 56 through 60 under § 103
as bei ng unpatent abl e over Boggess in view of Kornel son as

appl i ed above, and further in view of Slavsky;

c) claim55 under 8 103 as bei ng unpatent abl e over
Boggess in view of Kornel son as applied to claim54 above, and

further in view of Potter (the German Patent).

Rat her than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appell ant regardi ng t hose
rejections, we nmake reference to the exam ner's answer (Paper
No. 21, mailed August 21, 1997) for the exam ner's reasoning
in support of the rejections, and to appellant's brief (Paper

No. 19, filed June 9, 1997) for the argunents thereagainst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and cl ai s,
to the applied prior art references, and to the respective
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positions articul ated by appellant and the examner. As a
consequence of our review, we have nmade the determ nations

whi ch foll ow.

We turn first to the examner's rejection of clainms 38
t hrough 41, 43 and 60 under 35 U S.C. 8§ 112, second paragraph.
After review ng appellant's specification and the above
enunerated clainms in light thereof, it is our opinion that the
scope and content of the subject matter enbraced by
appellant's clains on appeal is reasonably clear and definite,
and fulfills the requirenents of 35 U S.C § 112, second
paragraph. In our view, the defective |anguage in appellant's
clainms on appeal criticized by the exam ner, in each instance,
is of such a minor nature that it does not create confusion or
uncertainty which rises to the level of indefiniteness. It is
wel |l settled that in determ ning whether a claimsets out and
circunscribes a particular area with a reasonabl e degree of
precision and particularity, the definiteness of the | anguage
enpl oyed in the claimnust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
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by one possessing the ordinary |evel of skill in the pertinent

art. See In re Johnson, 558 F.2d 1008, 1016 n. 17, 194 USPQ

187, 194 n.17 (CCPA 1977). When that standard of evaluation is
applied to the | anguage enployed in the clains before us on
appeal, we are of the opinion that those clainms set out and
circunscribe a particular area with a reasonabl e degree of

precision and particularity.

G ven the foregoing, we wll not sustain the examner's
rejection of appellant's clains 38 through 41, 43 and 60 under
35 U S.C. 8§ 112, second paragraph. W do however strongly
encour age appellant to correct the mnor errors noted by the

exam ner during any further prosecution of the application.

We next |l ook to the examner's prior art rejections of
the appealed clains, turning first to the rejection of clains
1 through 3, 6, 8, 9, 12 through 16, 28 through 30, 38 through
54 and 56 through 60 under 8 103 as bei ng unpat ent abl e over
Boggess in view of Kornelson. After a careful assessnent of
appel l ant's i ndependent clainms 1, 28, 29, 30, 38, 42, 43, 44,
49, 54 and 56, and of the patents to Boggess and Kornel son, we
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must agree with appellant that the exam ner has failed to
establish a prima facie case of obviousness and has engaged in
a hindsight reconstruction of appellant's clainmed subject
matter. \Wile Kornel son discloses an attention-attracting,
lighted price-ticket holder and display device for nounting
beneath a supermarket display shelf, we do not see that the
nmere exi stence of |lights used on a display device of the
particul ar type shown in Kornelson woul d have provi ded any
suggestion or notivation to one of ordinary skill in the art
to nmodify the very different deflectable, pivotally nounted
di spl ay apparatus of Boggess in the manner urged by the

exam ner so as to provide lights on the frane (16) therein, a
source of power carried adjacent to the bracket assenbly (18)
and el ectrical conductors sonehow spanning the deflection
joint or yieldable coupling between the bracket assenbly and

t he frame.

Li ke appellant, we view the exam ner's position regarding
t he conbi nati on of Boggess and Kornel son as being based on an
i nproper "obvious to try" rationale relying on the general
concept of lighting a display of one kind or another for the
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purpose of attracting attention, but w thout any gui dance or
suggestion in the applied references as to the particul ar
forms of lighted defl ectable sign displays covered by the

cl aimed invention or how to achieve them |In that regard, we

do not agree with the exam ner's assertion (answer, page 8)

that the nmere fact that illumnation on signs is well known in
the art makes it within the skill of one skilled in the art to
place illum nation on any type of sign. Nor do we find that

t he exam ner has in any way established that the reason there
are no patents show ng defl ectable signs having illum nation
is that the idea of attaching lights on deflectable signs is

obvi ous.

Lacki ng any credi ble teachings in the applied prior art
itself which woul d appear to have fairly suggested the clained
subject matter as a whole to a person of ordinary skill in the
art, or any viable line of reasoning as to why such artisan
woul d have ot herw se found the clained subject matter to have
been obvious in |ight of the teachings of the applied Boggess
and Kornel son patents, we nust refuse to sustain the
examner's rejection of clains 1 through 3, 6, 8, 9, 12
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t hrough 16, 28 through 30, 38 through 54 and 56 through 60
under 35 U.S. C.

§ 103.

Havi ng al so reviewed the patent to Potter applied by the
exam ner al ong with Boggess and Kornel son agai nst dependent
claim55 on appeal, we find nothing therein which would
overcome or provide for the deficiencies noted above in the
t eachi ngs and/ or suggestions of the basic conbination of
Boggess and Kornel son. Moreover we agree with appellant's
argunents as set forth on pages 21-23 of the brief that the
exam ner has again engaged in an inproper hindsight
reconstruction of the clainmed subject matter. For those
reasons, we will not sustain the examner's rejection of claim

55 under 35 U. S.C. § 103.

The last of the examiner's rejections for our reviewis
that of clainms 18, 44 through 53 and 56 through 60 under § 103
as bei ng unpat ent abl e over Boggess in view of Kornel son as
appl i ed above, and further in view of Slavsky. 1In this
i nstance, the examner is of the viewthat it would have been
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obvious to one of ordinary skill in the art to nodify the

di splay assenbly resulting fromthe conbi nati on of Boggess and
Kornel son by using a spring (presumably |ike that of Sl avsky)
to attach the frane portion (16) to the nmounting bracket (18)
since this would allow the frame portion to nove in side-to-
side as well as up-and-down directions which would provide
greater flexibility in the frame portion and woul d reduce the
i kelihood of the display being damaged. Like appellant, we
see nothing in the disclosure of the Slavsky patent which
provi des for or otherw se resolves the significant
deficiencies in the exam ner's proposed conbi nati on of Boggess
and Kornel son as di scussed above. Moreover, we again perceive
the exam ner's conbination of the applied references to be an
effort to create the clained subject matter by hindsight
reconstruction, and therefore rem nd the examner that it is
inmperm ssible to use appellant's clains as a frame or tenplate
and the prior art references as a npbsaic to piece together a
facsimle of the clained invention. Thus, the exam ner's
rejection of clainms 18, 44 through 53 and 56 through 60 under
8§ 103 as bei ng unpat entabl e over Boggess in view of Kornel son
and Sl avsky will not be sustained.
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Since we have determ ned that the exam ner has failed to

establish a prim facie case of obviousness with regard to the

cl ai med subject matter before us on appeal, we find it
unnecessary to comment on appellant’'s evidence of secondary
considerations relating to commerci al success, long felt need

and copyi ng by ot hers.

To summari ze our decision, we note that 1) the exam ner's
rejection of clainms 38 through 41, 43 and 60 under 35 U S.C
8§ 112, second paragraph, has not been sustained, 2) the
examner's rejection of clains 1 through 3, 6, 8, 9, 12
t hrough 16, 28 through 30, 38 through 54 and 56 through 60
under 8 103 as bei ng unpatentabl e over Boggess in view of
Kor nel son has not been sustained; 3)the examiner's rejection
of clainms 18, 44 through 53 and 56 through 60 under § 103 as
bei ng unpat ent abl e over Boggess in view of Kornel son and
Sl avsky has not been sustained; and 4) the examner's
rejection of claimb55 under § 103 as bei ng unpat ent abl e over
Boggess in view of Kornelson and Potter (the German Patent)

has not been sust ai ned.
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As shoul d be apparent fromthe foregoing,

t he deci si on of

the exam ner rejecting clainms 1 through 3, 6, 8, 9, 12 through

16, 18, 28 through 30 and 38 through 60 of the present

application is reversed.

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JOHN P. MCQUADE
Adm ni strative Patent Judge

CEF/ LBG
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