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This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of claim®6, which constitutes
t he
only claimremaining in the application. An anmendnent after
final rejection was filed on January 13, 1997 but was deni ed
entry by the exam ner.

The disclosed invention pertains to the field of
reproduction machines. More particularly, the invention is
directed to an arrangenent for protecting the electrical cable
i nt erconnection between the nmai nframe of the machi ne and at
| east one nodul ar conponent which is novabl e towards and away
fromthe mainfrane.

The single claimin this application is reproduced as
fol |l ows:

6. A reproduction nachine with a nmai nfrane and at | east
one nodul ar conponent conprising a slide out drawer novable in
a linear direction of novenent towards and away from said
mai nfranme and an el ectrical cable interconnection between said
mai nfranme and sai d nodul ar conponent conprising at | east one
flexible electrical cable with one end of said flexible cable
connected to said mainfrane and the other end of said cable
connected to said nodul ar conponent, and an inproved cabl e
rel easing and retracting systemfor protecting said electrical
cabl e interconnection when sai d nodul ar conponent is noved
towards and away from said nmai nframe, said cable rel easing and

retracting system bei ng nounted substantially parallel to the
linear direction of said slide drawer, said cable rel easing
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and retracting systemincluding a fixed radius pulley cable
gui de around which an internediate portion of said electrical
cable is only partially wapped once to forma single bight
portion in said cable with a m ninmum cable flexure radius
defined by said radius of said pulley cable guide, and a
substantially constant force spring system connecting said
pul l ey cable guide to said mainfrane to retract said pulley
cabl e gui de towards said mainfrane when said nodul ar conponent
is noved towards said nmainfrane, and to allow said pulley
cable guide to nove away fromsaid mainframe with said
substantially constant force when said nodul ar conponent is
nmoved away from said mainfranme, so that said bight portion of
said cable is extendible and retractable by said novenent of
sai d nodul ar conponent towards and away from said mainfrane
with said substantially constant force; and a substantially

i near and el ongated but partially open sided C shaped cabl e
gui de and protective channel nmenber partially surroundi ng nost
of said extendi ble and retractabl e single bight portion of
said cable, providing a continuous cable access opening

t hereal ong, said C shaped channel nenber al so | oosely
confining said pulley cable guide therein but allow ng |inear
nmovement of said pulley cable guide within said C shaped cabl e
gui de, said C shaped channel nenber being open at a first open
end to allow the ends of said bight portion of said cable to
extend linearly fromsaid first open end of said C shaped
channel nenber towards said nodul ar conponent, and said C
shaped channel nenber being open at a second open end to all ow
said constant force spring systemto extend from said second
open end towards said mai nframe, continuously during said

I i near novenent of said nodul ar conponent towards and away
fromsaid mai nfrane.

The exam ner relies on the follow ng references:
Kunkl e 2,984,714 May 16, 1961
Abare, Charles A, “Electrical Tape Tensioner,” Xerox

Di scl osure Journal, Volune 2, Nunmber 3, My/June 1977, page
29.
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Claim 6 stands rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Abare in view of
Kunkl e.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in claim6. Accordingly, we reverse.

In rejecting clains under 35 U . S.C. 8§ 103, it is
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i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
fromsone teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. CGr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr
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1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

Abare teaches an electrical tape tensioner for
connecting a paper tray which is novabl e towards and away from
a copier to the mainfrane of the copier. The exan ner
acknow edges that Abare does not teach the clained spring
system having a substantially constant force or the partially
open si ded C- shaped cabl e guide and protective channel nenber.
Wth respect to the latter feature, the exam ner cites Kunkle
as teaching a cable releasing and retracting system having a

partially open sided C shaped cabl e guide and protective
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channel nenber. The exam ner asserts that it woul d have been
obvious to nodify the Abare bare tape with the protective
menber of Kunkle. Wth respect to the spring feature, the
exam ner notes that appellants’ specification admts that
constant force springs were known in the art. The exam ner
finds nothing unobvious in using these known devices in the
cable releasing or retracting systens of Abare or Kunkle
[ answer, pages 4-5].

Appel l ants argue that the exam ner’s position that
Kunkl e teaches a partially open C shaped channel guide is an
erroneous finding. Appellants argue that, to the contrary,
Kunkl e teaches a cable guide which is covered or seal ed al ong
its entire length by a cover plate [brief, pages 9-10]. The
exam ner responds that the cover plate in Kunkle is irrel evant
because the use of “conprising” in claim6 permts the prior
art to have additional elenents which are not clained [answer,
page 6]. Appellants argue that the integral structure of
Kunkl e cannot be ignored and sel ectively destroyed to neet the
clainmed invention [brief, page 11]. On this point we agree
w th appel |l ants.

Al t hough the examiner is correct that a prior art
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teachi ng may have additional extraneous features which are not
clainmed, the examner is incorrect to hold that such
extraneous features are always irrelevant to the consideration
of obviousness. The prior art nust teach the clainmed details
of the C-shaped cabl e gui de and protective channel nenber
regardl ess of the additional, extraneous features present in
the prior art. Here, the cover plate in Kunkle defeats the
very purpose of the clained channel nenber being partially
open sided and C-shaped and actually prevents the nmenber in
Kunkl e fromneeting the clainmed recitation. Since the
“extraneous” feature here, the cover plate, would destroy the
very purpose and function of the clained partially open sided
C-shaped nenber, the exam ner should not have treated this
claimlimtation as being fully nmet by the disclosure of
Kunkl e.

Appel  ants argue that neither Abare or Kunkl e teaches
or suggests the use of a pulley cable guide with a constant
force spring systemas recited in claim6 [brief, page 14].

As noted above, the rejection sinply noted that appellants’
specification had indicated that constant force spring systens

were known. The exam ner found obvi ousness based on his
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opi nion that “nothing unobvious is seen to have been invol ved
in sinply having applied this known expedient for a cable

rel easing and retracting systeni [answer, page 5]. W agree
wi th appellants on this point as well.

The exam ner’s position is tantanount to saying that
the application of old ideas or old devices can never support
patentability. The essence of invention, however, is the
application of know edge to nmake sonething which is novel and
unobvi ous. I ndividual elenments of a conmbination are usually
known in the art. It is the placenent of these elenents in
t he conbi nati on which nust be considered for obviousness.

Al though it may be obvious to use a substantially constant
force spring systemin a reproduction system as clained, there
is no evidence on this record to support such a concl usion.
Qobvi ousness is not established by the exam ner failing to see

nonobvi ousness i n an

invention. The prior art nust specifically suggest the
cl ai med subject nmatter in order to find obvi ousness.
Appel l ants are correct that there is nothing in the applied

prior art to suggest the clained substantially constant force
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spring systemin a reproduction machine of the type set forth
in the claim

In summary, we disagree with the exam ner that either
of the acknow edged differences between Abare and the cl ai ned
invention is rendered obvious by the teachings of Kunkle or
the know edge of the artisan. Therefore, the decision of the

exam ner rejecting claim®6 is reversed.

REVERSED

Joseph F. Ruggiero
Adm ni strative Patent Judge

James D. Thomas )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
Jerry Smth )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)

JS/ dm

Ronal d Zi bel i
Xer ox Corporation Xerox Square -020
Rochester NY 14644
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