The opinion in support of the decision being
entered today was not witten for publication
and is not binding precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte FREDERI C BOUTARD
and PETER N. EHLI G

Appeal No. 1998-0049
Appl i cation 08/289, 028

ON BRI EF
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BARRETT, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed August 10, 1994, entitled
"A Data Processing Device Wth Mask And Status Bits For
Selecting A Set O Status Conditions,” which is a division of
Application 07/967,942, filed October 28, 1992, now abandoned.
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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clains 61-63, 65-70, 72, 74-76, 81,
and 88-93.

W affirmin-part.

BACKGROUND

The disclosed invention relates to an instruction
format for a data processing device, as described in the
specification at page 103, line 26 to page 109, line 18.
The instruction is provided with a field for nmask bits for
specifying a particular set of status conditions which are
to be used for a conditional test; the function perforned by
the instruction is then determ ned by the result of the
conditional test. The instruction may have status bits
that, taken together with the mask bits, determne a
conjunction of conditions; see figure 32 and the
acconpanyi ng di scussi on.

Claim 61 is reproduced bel ow.

61. A data processing device conprising:
a circuit having status conditions wherein a
particul ar set of the status conditions can occur in

operation of the circuit;

an instruction register operative to hold a
predeterm ned instruction conditional on a particul ar
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set of the status conditions and includes |ocations for
mask bits to select any one or nore of the conditions
to formsaid particular set of status conditions;

a decoder connected to said instruction register
and said circuit; and

circuitry to performa predeterm ned function in
response to the predeterm ned instruction when said
particul ar set of the status conditions of said circuit
are present.
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The Examiner relies on the followng prior art:

Vandi er endonck et al. 3,987, 416 Oct ober 19,
1976
(Vandi er endonck)
I[tomtsu et al. (Itomtsu) 5,440,704 August 8,
1995
(effective filing date July 9,
1990)

Clainms 61-63, 65-70, 72, 74-76, 81, and 88-93 stand
rejected under 35 U. S.C. 8§ 103(a) as being unpatentabl e over
Itom tsu and Vandi er endonck.

W refer to the Final Rejection (Paper No. 7) (pages
referred to as "FR__") and the Exam ner's Answer (Paper
No. 13) (pages referred to as "EA_ ") for a statenent of the
Exam ner's position, and to the Brief (Paper No. 12) (pages
referred to as "Br__") and the Reply Brief (Paper No. 14)
(pages referred to as "RBr _ ") for a statenent of
Appel I ants' argunents thereagai nst.

OPI NI ON

G oupi ng of clains

Appel l ants state that the clains nay be considered as
one group, i.e., as standing or falling together, but that
claims 63 and 88 are separately patentable (Br4).

Appel | ants separately argue clains 63 and 88 (Br6).
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Therefore, we agree with Appellants' argunent (RBr2) that
the Exam ner erred in stating that clains 63 and 88 are not
argued as separately patentable (EA3). However, we note
that the Exam ner's Answer does nention clains 63 and 88 (at
EA9) .

For clainms that are grouped as standing or falling
together, the normal procedure is to select a single claim
fromthe group and to decide the appeal as to the ground of
rejection on the basis of that claimalone. See 37 CFR
8 1.192(c)(7) (1999). daim6l is the broadest of the
i ndependent clains and is anal yzed as the representative
claim daim61l only requires the predeterm ned instruction
to include locations for mask bits, as conpared to clainms 74
and 81 in which the instruction includes both mask bits and
status bits. Normally, we do not question an applicant's
grouping of clains. Thus, we ordinarily would not consider
claims 74 and 81 separately or regroup them even though they
appear closer to the scope of dependent claim63, which is
argued separately, than to independent claim6l. 1In this
case, however, because we apply different reasoning on the

sane references, as discussed infra, to be fair, we will not
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treat clains 74 and 81 as standing or falling together with

claim61l.

bvi ousness

Clains 61, 62, 65-70, and 89

The Exam ner finds that Itomtsu generally teaches the
limtations of the clainms, except "ltomtsu did not teach

instruction register including mask bits but Vandi er endonck

et al (3,987,416) taught instruction register including mask

bits (figure 5" (FR3-4; EA6). The Exam ner concl udes t hat
it would have been obvious to conbine the teachings of

Itom tsu and Vandi erendonck "because they were both directed
toward providing circuits for executing conditional
instructions and nmask fields of Vandi erendonck et al would

i mprove execution and conmputation speed of Itomtsu et al™
(FR4: EAB).

The issue is whether Vandi erendonck discl oses or
suggests the imtations of "mask bits to sel ect any one or
nore of the conditions to formsaid particular set of status
conditions” and "circuitry to performa predeterm ned
function in response to the predeterm ned instruction when
said particular set of the status conditions of said circuit
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are present,” which require conditional execution of an
i nstruction depending on the set of status conditions
sel ected by the nmask bits.

Appel l ants generally agree with the Exam ner's
characterization of the teachings of Itomtsu (Br4) and,
hence, we will not further discuss the reference.

Appel l ants argue that the four bit "mask" field in
Vandi er endonck sel ects one of 16 digit masks in the encoder
and decoder arrays of digit mask | ogic 35, as described at
col. 13, line 12 to col. 14, line 9, and thus
"Vandi er endonck's "'mask' is actually in the encoder and
decoder arrays, and not in the instruction, as clainmed by
Appel I ants™ (Brb5).

We do not find where the Exam ner clearly answers this
argunent. Neverthel ess, claim®6l does not expressly require
a one-to-one correspondence between mask bits and status
conditions and, therefore, claim6l does not preclude the
mask bits from bei ng encoded mask bits that are decoded to
produce the actual mask bits to be used to select status

condi ti ons.
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Appel l ants further argue (Br5) that they find no
teachi ng i n Vandi erendonck of utilizing the mask bits "to
sel ect any one or nore of the conditions to formsaid
particul ar set of status conditions,” as clainmed. It is
argued that Vandi erendonck's "mask” is used only in register
and flag instructions for encoding and decoding digits for
ALU mani pul ati on and di splay, not for conditional branch
instructions (Brb5).

The Exam ner responds (EA8-9):

Vandi erendonck et al in colums 6-7 taught 9 bits in
the instruction register are used for junp
instructions, nmask logic (35) received mask bits from
the instruction register and condition logic (40) for
executing conditional branch instructions in response
to various operating situations (states or conditions
e.g., see colum 7 (line 1 et seq.)). Exam ner cannot
see any better and clearer teaching than this as far as
using mask bits for branching. . . . Vandi erendonck et
al teachings with respect to using masking for

condi tional branch instruction is crystal clear and no
one can interpret it away or argue it away. |[Enphasis
in original.]

Appel l ants respond to this new point of argunent by
stating that Vandi erendonck does not conbi ne nasks and
conditional instruction execution in any manner (RBr?2).
Vandi er endonck' s conditional junp instruction does not

contain a mask field at all. It is argued that
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Vandi er endonck uses a mask field for selecting display
segnents during a register instruction, but not for
condi tional execution of an instruction (RBr2).

We agree with Appellants' findings regarding the

t eachi ngs of Vandi erendonck as applied by the Exam ner.

While figure 5 of Vandi erendonck discl oses mask bits, these
mask bits are only used for the flag and register
instructions, not the junp instructions. The mask bits in
the flag and register instructions are not used to sel ect
any of the conditions in the condition logic 40, but are
used to produce constants in the digit mask logic 35 for use
in connection with the sequentially addressed nenory
(SAM 20 (col. 13, line 12 to col. 14, line 9). The
Exam ner's response, quoted supra, fails to distinguish
bet ween the conditional branch instructions, which do not
have mask bits but are responsive to status conditions, and
the flag/register instructions, which do have mask bits but
are not responsive to status conditions. Accordingly, the
Exam ner's rationale is erroneous.

However, it appears that claim61l is anticipated by

Vandi er endonck when the bits of the "class field," 19 and
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| 10, are considered to be the "mask bits" of claim6l. The
| abel attached to the bits is not of patentable
significance. The circuit of Vandi erendonck has a set of
status conditions that can occur in operation, e.g., a flag
condition or a keyboard input can set or reset a condition
latch 47 in input and condition logic 40 (col. 6, line 67 to
col. 7, line 4). Vandi erendonck has an instruction

register 31 (figure 2) which can hold four junp instructions
(figure 5) conditional on a particular set of status
conditions selected by the "class field" bits. For exanple,
if the "condition" is whether the condition latch is "set"
or "reset," the class field 00 causes a junp if the
condition latch is reset and the class field 01 causes a
junp if the condition latch is set. Thus, the "class field"
bits performthe sanme function as Appellants' "mask bits."
The instruction register 31 is connected to the input and
condition logic circuit 40. Circuitry causes the address of
the next instruction at bits 10 to 18 to be | oaded fromthe
instruction register 31 to the address registers 36, 37 if
the condition specified by the "class field" bits is

satisfied (col. 7, lines 4-11). Therefore, we sustain the
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rejection of clainms 61, 62, 65-70, and 89, albeit on

di fferent reasoning.

Clains 63, 72, 74-76, 81, and 90-93

Dependent claim 63 additionally recites "status bits
corresponding to said nmask bits to determne the way in
whi ch a status condition selected by each of said nask bits
is interpreted.” |ndependent clains 74 and 81 contain
simlar limtations. The Exam ner's rejection does not
address these Iimtations. Vandi erendonck does not disclose
or suggest status bits which are used in conjunction with
the mask bits. The Exam ner has failed to establish a prim

faci e case of obviousness. Therefore, the rejection of

clains 63, 72, 74-76, 81, and 90-93 is reversed.

Claim 88

Claim88 recites a programcounter and entering a
branch address into the programcounter in response to the
branch instruction when the particular set of status
conditions selected by the nask bits are present.
Appel  ants argue that Vandi erendonck's "mask" field has

nothing to do with selecting a set of status conditions to
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be used to condition a branch instruction (Br6). This is
true. However, under our interpretation of the "class bits"
as the "mask bits," the "class bits" do select a status
condition to condition a branch instruction. GCircuitry
causes the address of the next instruction to be | oaded from
the instruction register 31 to the address registers 36, 37
if the condition specified by the "class bits" is satisfied
(col. 7, lines 4-11), where the address registers are

consi dered the program counter. Therefore, we sustain the

rejection of claim 88.
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CONCLUSI ON

The rejection of clains 61, 62, 65-70, 88, and 89 is
sust ai ned.

The rejection of clains 63, 72, 74-76, 81, and 90-93 is
reversed

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
JOHN C. MARTI N )
Adm ni strative Pat ent Judge )
)
)
)
) BOARD OF
PATENT
LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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