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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 4. dains 5 through 7 have been
allowed. Cainms 8 through 16 have been w thdrawn from
consi deration under 37 CFR 8 1.142(b) as being drawn to a

nonel ected i nventi on.

! Application for patent filed April 13, 1995.
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W REVERSE.
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BACKGROUND

The appel lants' invention relates to an aspiration
needl e. An understanding of the invention can be derived from
a reading of exenplary claim1, which appears in the appendix

to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Lut her et al. (Luther) 4,762,516 Aug. 9,
1988
Sundber g 5,494,044 Feb. 27,
1996

(effectively filed Dec. 23,
1991)
Suzuki et al. (Suzuki) 5,520, 193 May 28,
1996

(filed Feb. 22,

1994) 2

2 According to the appellants, this application is a
conti nuation-in-part of Application No. 08/228,551, filed
April 15, 1994, which was continuation-in-part of Application
No. 08/049,998, filed April 20, 1993. W note, however, that
t he appell ants have not argued that these prior applications
are sufficient under 35 U.S.C. 8§ 120 to renove Suzuki as prior
art.
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Clainms 1 through 4 stand rejected under 35 U . S.C. 8§ 103

as bei ng unpatentabl e over Sundberg in view of Suzuki.

Clains 1 through 4 stand rejected under 35 U.S.C. § 103
as bei ng unpat ent abl e over Sundberg in view of Suzuki and

Lut her .

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the final rejection (Paper
No. 9, mailed Novenber 8, 1996) and the exam ner's answer
(Paper No. 18, nmiled July 8, 1997) for the exam ner's
conpl ete reasoning in support of the rejections, and to the
appel l ants' brief (Paper No. 17, filed April 15, 1997) and
reply brief (Paper No. 19, filed Septenber 17, 1997) for the

appel l ants' argunents thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and

clainms, to the applied prior art references, and to the
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respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is
insufficient to establish obviousness with respect to the

cl ai ms under appeal. Accordingly, we will not sustain the
exam ner's rejections of clains 1 through 4 under 35 U S.C. 8§

103. Qur reasoning for this determ nation foll ows.

Bef ore addressing the exam ner's rejections based upon
prior art, it is an essential prerequisite that the clained
subject matter be fully understood. Analysis of whether a
claimis patentable over the prior art under 35 U S.C. 88 102
and 103 begins with a determi nation of the scope of the claim
The properly interpreted clai mnust then be conpared with the
prior art. First, claiminterpretation nust begin with the

| anguage of the claimitself. See Smthkline D agnostics,

Inc. v. Helena Laboratories Corp., 859 F.2d 878, 882, 8 USPQd

1468, 1472 (Fed. Cir. 1988). Second, clains are to be
construed in the light of the specification and both are to be

read with a viewto ascertaining the invention. United States

v. Adans, 383 U. S. 39, 49, 148 USPQ 479, 482 (1966).
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Accordingly, we will initially direct our attention to
appel lants' claim1l to derive an understandi ng of the scope

and content thereof.

Claim1 recites an aspiration needl e conprising, inter
alia, (1) arigid elongate tubular nmenber having a bore and an
opening at the distal extremty in comunication with the
bore, (2) a body secured to the proximl extremty of the
tubul ar nenber and having a cell collection chanber therein
and a hub proximal of the cell collection chanber for
receiving a source of vacuum and (3) the body having an
enl arged portion adjacent the proximl extremty of the
tubul ar nmenber permitting nagnified view ng of the cel

col | ecti on chanber.

The termpermtting in the context as used in claimlis
capabl e of two distinct nmeanings. The first is that the
enl arged portion provides magnified view ng of the cel
col l ection chanber. The second is that the enlarged portion

allows magnified viewing of the cell collection chanber
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(e.g., the enlarged portion is transparent to all ow magnified

view ng of the cell collection chanber by other neans.

The specification at page 24, l|lines 15-23, provides
support for the body having an enl arged portion adjacent the
proxi mal extremty of the tubular nenber permtting magnified
view ng of the cell collection chanber. The specification
states that body 241 (shown in Figure 18) is provided with an
enl arged spherical portion 261 which serves as a convex | ens
whi ch provides magnification of the interior of the conica
chanber 246 so as to make it possible to readily envision when
aspirate is drawn through the tubul ar nenber 232 into the
coni cal chanmber 246. The specification provides no support
that the enlarged portion is transparent to allow nmagnified

view ng of the cell collection chanber by other neans.

For consistency with the above-noted di sclosure and the
argunent raised by the appellants in their brief and reply
brief that the claimed magni fied view ng caused by the
enl arged portion is not taught or suggested by the applied

prior art, we interpret the clainmed limtation that the body
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has "an enl arged portion adjacent the proximl extremty of
the tubul ar nmenber permtting magnified view ng of the cel
col l ection chanber” to nean that the body has an enl arged
portion adjacent the proximal extremty of the tubul ar nenber
provi ding magni fied viewing of the cell collection chanber.
Thus, the enlarged portion nust nmagnify the cell collection

chanber.

The test for obviousness is what the conbi ned teachings
of the references would have suggested to one of ordinary

skill in the art. See In re Young, 927 F.2d 588, 591, 18

USPQ2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d

413, 425, 208 USPQ 871, 881 (CCPA 1981). Furthernore, the
conclusion that the clainmed subject matter is obvious nust be
supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of
ordinary skill in the art that woul d have | ed that individua
to conmbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. G r. 1988). Rejections based

on 8 103 nust rest on a factual basis with these facts being
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interpreted without hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Wth this as background, we analyze the prior art applied

by the examner in the rejection of the clains on appeal.

Figures 4 and 5 of Sundberg are diagrammatic side views
of
a sanpling device illustrating the device during suction and
pressure strokes, respectively. The sanpling device is
i ntended to take out a sanple of a cell-containing amiotic
fluid froman amiotic cavity by penetrating the wall of the
amiotic cavity by neans of a holl ow needl e or cannula and
extracting a volunme of cell-containing amiotic fluid
t heret hrough. The sanpling device includes (1) a syringe

having a cylinder 10, a piston 11, a piston rod 12, a cone 14
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and a cylinder chanber 13 having a vol unme which may be changed
by displacing the piston 11, (2) a standard needl e 15, and (3)
a filtering unit 25 having a housing 26 with an outwardly

ext endi ng socket 27 for receiving the cone 14 of the syringe
cylinder 10 and an oppositely directed cone 28 for nounting
the needle 15 thereon. A plate or disc-like filtering nenber
17 is arranged within the housing 26 so as to be freely
novabl e between a first position in which the filtering nenber
is in abutting engagenent with an inner annul ar shoul der
formed in the housing 26 (Figure 5) and an open position in
which the filtering menber is in abutting engagenent with
spacer nenbers 29 projecting into the housing froman inner

wal | part adjacent to the socket 27 (Figure 4).

Suzuki discloses a needl e assenbly for evacuated bl ood
coll ection tubes or containers. As shown in Figure 15, the
needl e assenbly includes (1) a needle 15, (2) a translucent or
transparent resinous cover or support 16, and (3) a rubber cap
18. A hole 14 is nade at the mddle portion of the needle 15
and a mddle hollow portion 17 is provided in the support 16.

Suzuki teaches (colum 6, lines 16-19) that when the end tip
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of the needle 15 correctly enters the vein of a bl ood
exam nee, blood flows into the mddle hollow portion 17 of the
transparent support 16, so that the correct insertion of the

needl e can be confirmed with unai ded eyes.

Lut her discloses an assenbly of a needle and a device for
protecting the needle tip. As shown in Figure 1, the assenbly
10 includes a rectangul ar, elongate housing 11 of clear
plastic and a needle 22. Luther teaches (colum 1, lines 63-
66) that the clear plastic enables flashback to be readily
observed and that the housing includes a nmagnification
portion 13 to better enable

vi ew ng bl ood fl ashback.

Rej ecti on based on Sundberg and Suzuki
W will not sustain the examiner's rejection of clains 1
through 4 under 35 U . S.C. 8 103 as bei ng unpat entabl e over

Sundberg in view of Suzuki for the follow ng reason.

The conbi ned teachi ngs of Sundberg and Suzuki fail to

teach or suggest providing Sundberg's body (i.e., housing 26)
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with an enl arged portion providing nmagnified view ng of the
cell collection chanber (i.e., the interior of housing 26).

It is our opinion that the examner's view (answer, p. 4) that
Suzuki's teaching of a transparent cover or support 16 "would
result in a relative change in magnification" is pure
conjecture without any support. Thus, the conbi ned teachi ngs
of Sundberg and Suzuki woul d not have suggested the clai ned

i nvention. Accordingly, the decision of the exam ner to
reject clains 1 through 4 under

35 U.S.C. 8 103 as being unpatentabl e over Sundberg in view of

Suzuki is reversed.

Rej ecti on based on Sundberg, Suzuki and Lut her

W will not sustain the examner's rejection of clains 1
t hrough 4 under 35 U S.C. 8 103 as bei ng unpatentabl e over
Sundberg in view of Suzuki and Luther for the follow ng

reason.

The conbi ned teachi ngs of Sundberg, Suzuki and Lut her
fail to teach or suggest providing Sundberg's body (i.e.,

housi ng 26) with an enl arged portion providing magnified
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view ng of the cell collection chanber (i.e., the interior of
housing 26). It is our opinion that conbi ned teachi ngs woul d
have only suggested nodi fying the cylinder 10 of Sundberg's
syringe to include a magnification portion. W see no reason
in the applied prior art why one skilled in the art would
provi de Sundberg's housing 26 with a magnification portion.
Thus, the conbi ned teachings of Sundberg, Suzuki and Lut her
woul d not have suggested the clained invention. Accordingly,
the decision of the examner to reject clains 1 through 4
under 35 U.S.C. § 103 as bei ng unpatentabl e over Sundberg in

vi ew of Suzuki and Luther is reversed.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 through 4 under 35 U. S.C. 8 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

HARRI SON E. McCANDLI SH, Senior )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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