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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clainms 1, 3-7, 9, and 11
W reverse.

BACKGROUND

The disclosed invention is directed to nethod and
apparatus for weighing products having an outwardly extending
fl ange.

Claim1 is reproduced bel ow.

1. In a checkweigher for use in weighing products
having a footprint and an outwardly projecting flange of
either a circular or oval configuration above said
footprint, said checkwei gher having a wei gh pan
vertically deflectable to provide a signal indicative of
t he wei ght of said products and a product conveyor having
a pair of parallel, product supporting conveyor elenents
arranged to nove across and in surface engagenent with
said weigh pan for transporting said products one at a
time across said weigh pan to effect wei ghing thereof,

t he i nmprovenent conprising in conbination

sai d conveyor el enents being arranged to underengage
with said flange of said product only inmediately
adj acent the periphery of said flange of said product
whi |l e said product is noving across said weigh pan, and
said weigh pan having a length in a direction of novenent
of said conveyor elenments corresponding essentially to
the length of said products, as neasured in said
di rection of novenent.

The Examiner relies on the followng prior art
ref erences:
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Br ook 4,163, 488 August 7, 1979
Born et al. (Born) 4,802,571 February 7, 1989
Har wood et al. (Harwood) 2,160, 985 January 2,

1986
(UK Pat ent Application)

Claims 1, 3-7, 9, and 11 stand rejected under 35 U.S. C
8§ 112, second paragraph, as failing to particularly point out
and distinctly claimthe subject matter which applicant
regards as his invention.

Claims 1, 3-7, and 9 stand rejected under 35 U S. C
8 103(a) as being unpatentabl e over Born and Brook.

Claim 11 stands rejected under 35 U . S.C. §8 103 as being
unpat ent abl e over Born, Brook, and Harwood.

W refer to the Final Rejection (Paper No. 9) (pages
referred to as "FR__") and the Exam ner's Answer (Paper
No. 14) (pages referred to as "EA ") for a statenent of the
Exam ner's position and to the Appeal Brief (Paper No. 13)
(pages referred to as "Br__") for a statenment of Appellant's
argunent s thereagai nst.

OPI NI ON

35 US.C. § 112, second paragraph
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The Exami ner states (FR2): "The limtation that the
"wei gh pan' has a length that is essentially the length of the
products to be weighed is indefinite because the |ength of the
wei gh pan is based on an unspecified product with an
unspecified length. See MPEP § 2173.05(b) and

Ex parte Brummer, 12 USPQ2d 1652 (Bd. Pat. App. & Inter.

1989) . "

Appel | ant argues that apparatus clains 1, 3-6, and 11 are
definite because "checkwei ghers are designed for weighing a
particul ar product having given dinensions, including a
predetermned length in their direction of novenent across the
wei gh pan" (Br8) and "[a] checkwei gher manufacturer, seller,
or user can readily ascertain whether the limtation as to
wei gh pan length is net because the checkwei gher is configured
for a stream of |ike-sized products having known di nensi ons”
(Br8).

The Exam ner responds that it cannot be determ ned
whet her a checkwei gher will infringe because the product being
wei ghed is not part of the clainmed subject matter (EA4-5).

We understand the Exam ner's position, but we viewthe

cl ai m |l anguage in question as being very broad rather than
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indefinite. Although the actual dinensions of the |engths are
not specified, it is known when the weigh pan has a "length
correspondi ng essentially to the length of said

products” (claim1l). Thus, the limtations are definite.
This is different fromthe facts in Brumer where for given
spaci ng between front and rear wheels, it was inpossible to
determ ne "the height of the rider that the bicycle was
designed for." For exanple, for a 4' wheel spacing it could
not be determ ned whether the spacing was designed for a 5 4
rider (using the 75 percent value) or designed for a 6'8"
rider (using a 60 percent value). It is the |anguage "t hat
the bicycle was designed for" that rendered the claim
indefinite.

The apparatus clains at issue are very broad because the
product is not clainmed as part of the apparatus and the
rel ati onship between the | ength of the product to be neasured
and the length of the weigh pan is a nere statenent of
i ntended use; i.e., the checkweigher is intended for use with
a product having a | ength about the sane | ength as the wei gh
pan. Statenments of intended use do not serve to distinguish

structure over the prior art. See In re Pearson,
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494 F.2d 1399, 1403, 181 USPQ 641, 644 (CCPA 1974);

In re Yanush, 477 F.2d 958, 959, 177 USPQ 705, 706 (CCPA

1973); ln re Casey, 370 F.2d 576, 580, 152 USPQ 235, 238 (CCPA

1967). Appellant recogni zes that "products are not a
structural part of the clained apparatus” (Brl10). Al prior
art checkwei ghers should neet the claimlimtation of "said
wei gh pan having a length in a direction of novenent of said
conveyor elenents corresponding essentially to the | ength of
sai d products, as neasured in said direction of novenent”
(claim1l), and the simlar limtation of claim11l, because

not hing structurally prevents them from being be used with
products having a |l ength correspondi ng essentially to the

| ength of the weigh pan. For exanple, prior art checkwei ghers
where the conveyor elenents do not engage the periphery of the
product (as in the exanple in Chart |, specification, page 7)
can be used to weigh products having a | ength "correspondi ng
essentially to" the length of the weigh pan by using a sl ower
speed since the effective package length ("pl"™) is still less
than the overall package | ength. No distinguishing speed,

settling time, or pitch limtations are recited. The clains
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are broad, not indefinite. The rejection of apparatus
clainms 1, 3-6, and 11 is reversed.

Appel I ant argues that nethod clains 7 and 9 are
definite because "products are acted upon (weighed) in the
cl ai mred nmethod” (Br10). W agree that the nethod clainms are
definite because "providing said weigh pan with a length in
said direction of novenment not substantially greater than a
| ength of said products as neasured in said direction of
nmovement"” (claim7) states a definite relationship between the
| engt hs of the product and the weigh pan. Because the nethod
acts on the product, the length limtation is not just a
statenent of intended use and it is necessary to show the

clainmed rel ationship between the lengths. See Inre MIls,

916 F.2d 680, 682, 16 USPQRd 1430, 1432 (Fed. Gir. 1990)
("While Mathis' apparatus may be capable of being nodified to
run the way MIIs' apparatus is clained, there nust be a
suggestion or notivation in the reference to do so."). W
conclude that the method clains are definite. The rejection

of claime 7 and 9 is reversed.

35 U.S.C. 8§ 103(a)
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Born di scl oses supporting the product by its flange for
conveyi ng purposes but does not include any wei ghi ng neans.

Br ook di scl oses transporting poultry carcasses using a
speci al ly desi gned shackl e having a transversely extending pin
whi ch engages the wei gh pan. Appellant argues (Brl12):

The conbi nation of these references suggests the use of

an internedi ate support nmechanism i.e. specially

desi gned shackl es, connecting the products to an overhead

conveyor in a manner whereby a portion of the support

mechani sm engages an over head wei gh pan. Wile
supporting the product by its flange for conveying
purposes is taught, supporting the product by its flange
for wei ghing purposes is not proposed.

The Exam ner states that "[t]he nptivation for the
proposed conbi nati on seens adequately explained in the final
rejection and the applicant apparently has not explai ned why
the conbination is inproper"” (EA7).

We find no disclosure or suggestion in Brook that would
have notivated one of ordinary skill in the art to weigh the
products in Born by underengagi ng the flange of the product
with conveyor elenents while the product is noving across a
wei gh pan as clained. The reasons in the Final Rejection are
conclusory and fail to address the significant differences in
structure between the clainmed invention and Brook which

di scl oses using a specially designed shackle. Although the

- 8 -
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transversely extending pin 24 in Brook could be conpared to
the flange of a product, we think that conparison and, thus,

t he conbi nation, can only be derived using hindsight. Because
we find no notivation for the conbination, the rejection of
clainms 1, 3-7, and 9 is reversed. Nevertheless, we al so
address the argunents as to the length limtation.

Appel l ant further argues that the references fail to
teach or suggest the [imtation concerning weigh pan |length
(Br12):

Born et al |acks weighing neans, and thus is silent as to

wei gh pan length. 1In Brook, the weigh pan 18 is not

designed to correspond essentially to the I ength of the
products because the I ength of poultry carcasses, by
nature, varies fromcarcass to carcass. The |length of
wei gh pan 18, and its relationship to carcass length in
the direction of travel, is neither discussed nor shown
in the drawi ng figures.

The Examiner states that "the limtation in the clains of
the present application that the length of the weigh pan is
based on a | ength of an unspecified product with an
unspecified length, is so vague it is neaningless in the
pat ent abl e sense” (EA6). As discussed in connection with the

8 112, second paragraph, rejection, we consider the |ength

limtation broad, not indefinite. Thus, the Exam ner errs to
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the extent that no weight is given to the limtation in the
patentability anal ysis.

The Exami ner states that the length [imtation is a
statenent of intended use which does not differentiate the
cl ai med apparatus froma prior art apparatus satisfying the
structural limtations (EA6). W agree that the length
l[imtation is a statenment of intended use in the apparatus
clainms. However, since we find no notivation in Brook to
provi de a checkwei gher in Born, we do not reach the intended
use issue. As to nethod clains 7 and 9, the nethod operates
on the product and the Exam ner has not provided any reasoni ng
why the clainmed length limtation woul d have been obvious. W
think that one of ordinary skill in the checkweighing art had
sufficient know edge to appreciate that a weigh pan | ength
equal to the product length is the m ninmum possi bl e wei gh pan
| engt h because ot herwi se nore than one product at a tinme m ght
be on the weigh pan. W further believe that one of ordinary
skill in the checkwei ghing art woul d have known that a wei gh
pan | ength equal to the product |length could be used in prior
art checkwei ghers because the effective product length ("pl")

is less than the weigh pan length ("wpl"), if one was willing

- 10 -
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to accept the slower speed. Although not discussed, the
support plate 18 in Brook which fornms the wei gh pan appears to
be about the same |l ength as the distance between rods 11 and
12. However, none of these reasons have been advanced by the
Examiner. In any case, we find no notivation in the
references for the conbination.

We have consi dered Harwood with respect to claim 11l but
find that it does not cure the deficiencies in Born and Brook.
Accordingly, the rejection of claim1l is reversed.

CONCLUSI ON

The rejections of clainms 1, 3-7, 9, and 11 are reversed.

REVERSED
JAVES D. THOVAS )
Adm ni strative Pat ent Judge )
BOARD OF PATENT
LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOSEPH L. DI XON
Adm ni strative Patent Judge
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