TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Before JERRY SM TH, FLEM NG and RUGE ERO, Admi ni strative
Pat ent Judges.

FLEM NG Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of

clains 10-12, 18 and 19. dains 13-16 are withdrawn from

'Applicationfor patent filed June 6, 1995. This
application is a divisional of Application 08/ 189,530, filed
January 31, 1994. Application 08/ 189,530 resulted in Appeal
No. 96-1846, in which this panel affirnmed-in-part the
Examiner's rejection. W note that this appeal involves
different clains and thereby res judicata is not an issue.
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consideration. dains 1-9, 17 and 20-22 have been cancel ed.

The invention involves a nethod for joining a
sem conductor integrated circuit chip to a chip carrier
substrate and the resulting chip package.

| ndependent claim 10 is reproduced as foll ows:

10. A sem conductor chip package, conpri sing:

a sem conductor integrated circuit chip which includes at
| east one chip contact pad;

a chip carrier substrate which includes at |east one
carrier contact pad; and

a nmechani cal and el ectrical connection between said chip
contact pad and said carrier contact pad, said connection
including a region of solder, Characterized In That

said chip carrier substrate is an organic chip carrier
substrate and said sol der region includes material non-
uniformy dispersed within said solder region via solid state
di f f usi on.

The Exam ner relies on the follow ng references:

M netti 4,332, 341 June 1
1982
Nakao et al. (Nakao) 5, 090, 609 Feb. 25,
1992

Clainms 10-12, 18 and 19 stand rejected under 35 U.S.C. §

103 as bei ng unpatentable over Mnetti in view of Nakao.
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Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the briefs? and answer for the
respective details thereof.

OPI NI ON

W will not sustain the rejection of clains 10-12, 18 and
19 under 35 U. S.C. § 103.

The Exam ner has failed to set forth a prima facie case.
It is the burden of the Exami ner to establish why one having
ordinary skill in the art would have been led to the clai nmed
invention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. GCir. 1983). "Additionally, when determ ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable 'heart' of the

invention." Para-Odnance Mg. v. SGS Inporters Int'l, Inc.,

2 Appel l ants filed an appeal brief on June 30, 1997.
Appellants filed a reply brief on August 22, 1997. On
Septenber 17, 1997, the Exami ner nailed a comunication
stating that the reply brief has been considered and entered

but no further response by the Exam ner is deened necessary.
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73 F.3d 1085, 1087, 37 USPQd 1237, 1239 (Fed. G r. 1995),
cert. denied, 519 U S. 822 (1996), citing WL. CGore & Assocs.,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309
(Fed. GCir. 1983), cert. denied, 469 U S. 851 (1984).

On pages 4-6 of the brief and in the reply brief,
Appel l ants argue that M netti does not expressly or inplicitly
state or suggest that solid state diffusion may be used on an
organi c substrate. Appellants agreed that Mnetti does teach
I i qui d- phase diffusion bonding and solid state bonding.
However, Appellants pointed out that Mnetti discloses that
solid state diffusion is to be only used with ceramc
substances or netal tape carriers and not organic substrates.
Appel l ants further argue that Nakao does not teach explicitly
or inplicitly or even suggest that solid state diffusion may
be used on organic substrates. Appellants' position is that
Nakao only teaches bondi ng techniques for ceram c and organic
substances using refl ow sol dering techni ques and not solid
state diffusion.

On page 5 of the Exam ner's answer, the Exam ner agrees

that Mnetti does not teach using the clainmed solid state
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di ffusion technique on an organic chip carrier substrate. The
Exam ner argues that Nakao teaches that chip nount type
packages and Tape Autonated Bondi ng (TAB) packages are

equi val ent structures shown in the art wherein one of ordinary
skill in the art routinely designs for both. The Exam ner
argues because the two chip nounting arrangenents were art
recogni zed equi valents at the tinme the invention was nade, one
of ordinary skill in the art would have found it obvious to
substitute TAB nounting for the chip nounting type package
shown by Mnetti. The Exam ner further argues that the claim
is a product-by-process claimand that the process of making

t he product need not be given patentabl e weight.

As pointed out by our review ng court, we nust first
determ ne the scope of the claim "[T]he nane of the gane is
the claim"” In re Hniker Co., 150 F.3d 1362, 1369, 47 USPQd
1523, 1529 (Fed. Cir. 1998). In In re Thope, 777 F.2d 695,
597, 227 USPQ 964, 966 (Fed. G r. 1985), our review ng court
al so states "[i]f the product in a product-by-process claimis
the sane as or obvious froma product of the prior art, the

claimis unpatent-able even though the prior product was made
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by a different process."”

Upon our review of claim10, we find that Appellants have
set forth a product-by-process claim However, we note that
the product is not identical to the prior art product as
taught in Mnetti. |In particular, Appellants' claim10
recites that said chip carrier substrate is an organic chip
carrier substrate and said solder region includes materi al
non-uni formy dispersed within said solder region. W note
that Mnetti's disclosed chip carrier substrate is an organic
chip carrier substrate but the sol der region includes materi al
uniformy dispersed within the sol der regi on because of the
reflowi ng of the solder to formthe bond. Therefore, we find
that Mnetti's product is not identical to the Appellants
cl ai med product.

Upon our review of Nakao, we fail to find that Nakao
teaches that all the soldering techniques used with nount
nmetal type packages may al so be used with TAB packages. In
colum 5, line 44, through colum 7, line 18, Nakao teaches
that a refl ow sol der bondi ng techni que may be used on both

cerami c and TAB substrates. W fail to find any suggestion in
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Nakao to suggest to one of ordinary skill in the art to use
solid state diffusion bonding of a chip to an organic
substrate.

We are not inclined to dispense with proof by evidence
when the proposition at issue is not supported by a teaching
in a prior art reference or shown to be conmon know edge of
unquesti onabl e denonstration. Qur review ng court requires
this evidence in order to establish a prinma facie case. Inre
Pi asecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787-88 (Fed.
Cr. 1984); In re Knapp-Mnarch Co., 296 F.2d 230, 232, 132
USPQ 6, 8 (CCPA 1961); In re Cofer, 354 F.2d 664, 668, 148
USPQ 268, 271-72 (CCPA 1966). Qur reviewi ng court states in
In re Piasecki, 745 F.2d 1468, 223 USPQ 785, 788 (Fed. G r
1984) the foll ow ng:

The Suprene Court in Gahamv. John Deere Co., 383

US 1 (1966), focused on the procedural and

evidentiary processes in reaching a concl usion under

Section 103. As adapted to ex parte procedure,

Grahamis interpreted as continuing to place the

"burden of proof on the Patent O fice which requires
it to produce the factual basis for its rejection of

an application under section 102 and 103". Citing
In re Warner, 379 F.2d 1011, 1020, 154 USPQ 173, 177
(CCPA 1967).
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In view of the foregoing, we have not sustained the
rejection of clainms 10-12, 18 and 19 under 35 U.S.C. § 103.
Accordingly, the Exam ner's decision is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge
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JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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