THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JONATHAN A. COK

Appeal No. 97-4372
Control No. 90/003, 6831

ON BRI EF

Bef ore ABRAMS, FRANKFORT and STAAB, Adni ni strative Patent
Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

! Reexam nation proceeding for U S. Patent No. 5,275, 174,
i ssued January 4, 1994, based on Application 07/913,972, filed
July 16, 1992, which is a continuation of Application
07/731,990, filed July 18, 1991, now abandoned, which is a
conti nuation of Application 07/610,308, filed Novemnber 8,
1990, now abandoned, which is a continuation of Application
07/091, 070, filed August 12, 1987, now abandoned.
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This is a decision on an appeal fromthe exam ner’s fina
rejection of clainms 1-9, 11 and 14-16, all the clains in this
reexam nation of U S. Patent No. 5,275,174. The origina
patent included clains 1-16. Appellant has cancel ed cl ai ns
10, 12 and 13, and anended the renmining clainms during
prosecuti on.

The subject nmatter involved is a method of (clains 1-9)
and a systemfor (clains 11 and 14-16) assessnent of a
physi ol ogi cal state of a body joint of an animal. |Independent
claim16 is exenplary of the clainmed subject matter and reads
as foll ows:?

16. A system for assessnent of a physiol ogical state of
a body joint of an animal, wherein a first body portion is
connected to a second body portion and is novable relative to
the second body portion through nmuscul ar contracti on, which
conpri ses:

a stationary support to fix the first body portion;

a [sl eeve] novable restraining nenber to receive the

second body portion, said [sleeve] novable
restraining nenber capable of notion within a

pl ane defined by notion of the second body
portion about a pivot point of the joint and

2 Claim 16 has been reproduced in the nanner required by
37 CFR 8§ 1.530(d) and 37 CFR § 1.121(f), that is, with matter
del eted being pl aced between brackets and natter added bei ng
under | i ned.
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capabl e of providing a constant resistance to
rel ative
novenent within the pl ane;

nmeans for nmeasuring a | evel of electrical activity
generated by the nuscul ar contracti on producing
noti on of the second body portion about a pivot
of the joint;

nmeans for recording a background | evel of electrica
activity produced by a nuscle contraction that
is unrelated to novenent of the second body
portion about a pivot point of the joint; and

means for nmeasuring a rate of change of position of
the [sl eeve] novable restraining nenber within
t he pl ane, whereby the physiol ogical status of
the body joint may be assessed.

No references are relied upon by the exam ner in support
of the rejections.

The appeal ed clains stand rejected as foll ows:

(a) clainms 1-9, 11 and 14-16 under 35 U.S.C. § 112, first
par agraph, “for the reasons set forth in the objection to the

speci fication” (answer, page 3)3 and

® Wth respect to appellant’s specification, the exam ner
states on page 3 of the answer:

The specification has been objected to under 35
US C 8§ 112, first paragraph, as the specification,
as originally filed, fails to provide support for
the invention as is now clained. Al enbodinents as
originally disclosed fail to disclose the use of a
“noveabl e [sic, novable] restraining nenber” if one
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(b) clainms 1-9, 11 and 14-16 under 35 U S.C. 8§ 305 “as
bei ng broadened” (answer, page 3).

In addition to seeking review of the foregoing
rejections, appellant has raised as an issue in this appea
the propriety of the exam ner’s objection to the specification
under 35 U.S.C
8§ 112, first paragraph, because certain anendnents to the
specification allegedly introduce “new matter” into the
di scl osure. Wiile we appreciate that there may be sone
overl ap between the examner’s rejection of the appeal ed
cl ai ms under
35 U.S.C § 112, first paragraph, and the exam ner’s objection
to the specification under that same section of the statute
based on “new matter” allegedly introduced into the

speci fication by amendnment, our authority does not extend to

were to interpret this term nology to be equival ent
to the term*sleeve previously used. [enphasis
added]

Thus, the exam ner’s objection to the specification as failing
to provide “support” for the invention as now cl ai ned appears
to be based on an interpretation of the term “novable

restrai ning nenber” added to the specification and clains by
amendnent .

-4-



Appeal No. 97-4372
Control No. 90/003, 683

objections. See Ex parte C, 1492, 1494, n.3 (BPAI 1993).
Accordingly, we shall not review or further discuss the
exam ner’s action in this regard.
The 35 U.S.C. 8§ 112, first paragraph, rejection

New or anended clains in a reexam nation proceedi ng are
to be exanmined for conpliance with 35 U.S.C. § 112. 37 CFR §
1.552. However, consideration of 35 U S.C. § 112 issues in a
reexam nati on proceedi ng should be limted to the anendatory
(i.e., new |l anguage) matter. MP.E.P. 8 2258. 1In the present
case, it appears that the exam ner has rejected the clains
under 35 U.S.C. 8§ 112, first paragraph, based on a
specification that allegedly fails to provide “support” for
the term nol ogy “novabl e restraining nenber” added to the

i ndependent cl ai ns by anmendnent.

As correctly noted by appellant on page 15 of the brief,
the first paragraph of 35 U S.C. 8§ 112 includes three separate
requi renents, nanely, that subject matter defined in the
claims be described in the specification, that the

specification disclosure as a whole is such as to enabl e one



Appeal No. 97-4372
Control No. 90/003, 683

skilled in the art to make and use the cl ai ned i nventi on, and
that the best node contenpl ated by the inventor of carrying

out the invention be set forth. In re Moore, 439 F.2d 1232,

1236, 169 USPQ 236, 238-39 (CCPA 1971). Like appellant, in
the present instance we believe that the exam ner’s rejection
under 35 U . S.C. 8§ 112, first paragraph, is founded on the
description requirenent of that section of the statute.

Wth respect to the description requirenent found in the
first paragraph of 35 U. S.C. § 112,

[t]he test for determining conpliance . . . is

whet her the disclosure of the application as

originally filed reasonably conveys to the artisan

that the inventor had possession at that tinme of the

| at er cl ai med subject nmatter, rather than the

presence or absence of literal support in the

specification for the claimlanguage. The content

of the drawings nay al so be considered in

determi ning conpliance with the witten description

requirenent.

In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed.
Cr. 1983)(citations omtted). |In the present case, we

concl ude that one of ordinary skill would have understood that
appel l ant was in possession of a nethod and system for
assessnment of a physiol ogical state of a body joint, which

met hod and systemincludes a “novabl e restraining nmenber” for
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recei ving one of the body portions adjacent the joint being
assessed, as now clainmed. Support for the added claim
| anguage is found at, for exanple, colum 1, lines 62-67 (“.

the nmet hod being characterized in that a first body portion
is retained with respect to a first nenber, and a second body
portion is retained in respect to a second nenber, relative
novenent between the said two nmenbers being constrained with
selected levels of resistance . . . .”). The rejection under
8§ 112 will accordingly not be sustained.

The 35 U.S.C. 8§ 305 rejection
In considering this issue, we are guided by the follow ng

principles. No proposed anended or new claimenlarging the
scope of a claimof the patent will be permtted in a
reexam nation proceeding. 35 U.S.C. 8 305. Aclaimis
enlarged if it includes wthin its scope any subject matter
that would not have infringed the original patent. 1In re
Freeman, 30 F.3d 1459, 1464, 31 USPQ2d 1444, 1447 (Fed. Gr
1994), citing with approval Ex parte Neuwirth, 229 USPQ 71

(BPAI 1985) (addition of “substantially” to the word “rounded”

in a claimconstitutes a broadening of the claimin
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contravention of 35 U S.C. 8 305). During reexam nation of an
unexpired patent, clains are to be given their broadest
reasonabl e interpretation consistent with the specification,
and limtations in the specification are not to be read into
the clains. In re Yamanpoto, 740 F.2d 1569, 1571, 222 USPQ
934, 936 (Fed. Cir. 1984). Furthernore, words in a claimwl]l
be given their ordinary and accustonmed neaning, unless it
appears that the inventor used themdifferently. Envirotech
Corp. v. Al George, Inc., 730 F.2d 753, 759, 221 USPQ 473, 477
(Fed. Cir. 1984).

In rejecting the appeal ed clainms under 35 U S.C. 8§ 305,
t he exam ner has taken the follow ng position:

Applicant elected during prosecution of the

application [which matured into the patent] to limt

the clained structure to a sleeve and the

repl acenent of such a termwth the term “noveabl e

[sic, novable] restraining nenber”, which reads on

structure other than a sleeve, is considered to be

broadeni ng of the clains. [answer, pages 3-4]

The exam ner’s position is well taken. Appellant has not

established that the word “sl eeve” was ever intended to be

used other than in its ordinary and accustoned manner.*

4 W note appellant’s contention on page 13 of the brief
to the effect that during prosecution of the application that
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Furt her, appellant does not appear to assign any speci al
meaning to the words “novabl e restrai ning nenber” now
appearing in the clains in place of the word “sl eeve.”
Accordingly, giving the words “sl eeve” and “nenber” their

ordi nary and accustoned neaning to the extent that neaning is
consistent wwth the specification, wthout reading Iimtations
in the specification into the clainms, we hold that the clains
under reexam nation are broader that the original patent

cl ai rs because the presently claimed novabl e restraining
“menber” term nol ogy enconpasses within its netes and bounds
subject matter that is not enconpassed by the “sleeve”
term nol ogy of the original clainms. In support of this
position we observe that the word “nenber” may nean “a

di stinct part to a whole,” whereas the word “sl eeve” may nean

“an encasenent into which an object fits.”® G ven these

matured into the patent under reexam nation, appellant

i ntended the term “sleeve” to be generic to the novabl e
menbers of all the disclosed enbodi nents. Appellant has
pointed to no evidence in the record before us, and we are
aware of no such evidence, that supports this contention.

> Webster’s Il New Riverside University Dictionary,
Ri ver si de Publishing Conpany, copyright 1984 © by Houghton
Mfflin Conpany.
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definitions, it is our viewthat a “sleeve” to receive the
second body portion, as per the original patent clains,
necessarily encases or encloses the body portion to at | east
sonme degree, whereas a “novabl e restraining nenber” to receive
t he second body nenber, as now cl ai ned, does not necessarily
encase or enclose the body portion. The rejection under 8§ 305
w || therefore be sustained.

Summary

The rejection of the appealed clains under 35 U S.C. §
112, first paragraph, is reversed and the rejection of the
appeal ed clains under 35 U S.C. § 305 is affirned.

Since at | east one rejection of each of the appeal ed
clai ms has been affirned, the decision of the examner finally
rejecting the appealed clains is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED
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NEAL E. ABRANMS )
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge
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Houston, TX 77056

Ri chard E. Jenki ns

Suite 1600, University Tower
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Dur ham NC 27707
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