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The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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! Application for patent filed February 17, 1995.
According to appellant, this application is a continuation-in-
part of Application No. 08/ 210,035 filed March 17, 1994, now
abandoned.
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This is a decision on appeal fromthe final rejection of
claims 1 through 5 and 8 through 11, all of the clains
remai ning in the application.

The invention is directed to a disposable, sanitary cover
for tel ephone handsets.

Representati ve i ndependent claim11 is reproduced as
fol | ows:

1. A tel ephone handset protector for the normal user
contact areas of the handle, the nouth piece and ear piece of
t he tel ephone handset conpri sing:

a flat unitary sheet of sound perneable material wth:

a) a central portion extending laterally
sufficiently wide to substantially encircle the handle of a

t el ephone handset;

b) a nmout h piece portion sufficient in size to
cover the face of the nouthpiece of a tel ephone;

Cc) an earpiece portion sufficient in size to cover
the face of the earpiece of the tel ephone handset; and

d) sai d nout hpi ece and ear pi ece face covering
portions each connected to said central portion by respective
connecting portions of said sheet of sufficient length to
al | ow sai d nout hpi ece face covering and earpi ece face covering
portions to normally extend fromthe rear of a tel ephone
handset and to fall in place over the respective nouthpi ece
and earpi ece faces of the tel ephone handset;

e) sai d connecting portions to said nouthpi ece face
covering portion and said earpiece face covering portion each
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extending laterally substantially less than the |atera
di mensi on of said central portion;

said protector including an adhesive on each of said

central portion, said nouthpiece portion and said earpiece
portion of said protector.

The exam ner relies on the follow ng references:

O Connor 4,751,731 Jun. 14,
1988
Dal e et al. (Dale) 5,012,513 Apr. 30,
1991

Claims 1 through 5 and 8 through 11 stand rejected under
35 U.S.C. 8§ 103 as unpatentable over O Connor in view of Dale.
Ref erence is nade to the briefs and answers for the

respective positions of appellant and the exam ner.

OPI NI ON

W reverse.

The exam ner contends that O Connor discloses the clained
subject matter but for the nouthpiece and earpiece portions of
the protector extending fromthe rear of the handset and the
central portion of the protector encircling the handset handl e
and having an adhesive. The exam ner then relies on Dale for
provi di ng such features and concludes that it would have been
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obvi ous to conbine Dale with O Connor, nodifying O Connor’s
protector with a central portion and adhesive neans encircling
t he handset handl e and further nodifying O Connor’s protector
by extendi ng the nout hpi ece and earpi ece portions fromthe
rear of the handset.

In our view, the exam ner has failed to establish a prim
facie case of obviousness with regard to the instant clai ned
subj ect matter.

Wiile at first glance, the applied references appear to
be relevant to the instant clained subject matter, further
anal ysis reveals little in conmon between not only the applied
references thensel ves but al so between the applied references
and the instant clained subject matter.

Wiile the instant clainmed subject matter is directed to a
protector for a tel ephone handset wherein the user is
protected fromcontam nation from portions of the tel ephone in
normal user contact areas of the handle, O Connor is directed
to a disinfecting device for a tel ephone handset and Dale is
directed not to the protection of a tel ephone user but,
rather, to the protection of the tel ephone itself from danage.
Now, it may be convincingly argued that, as clained, e.qg.,
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claim1, there is nothing which requires protection from
contam nation. However, the clainmed structure is clearly not
shown by either of the references, we find no reason for the
skilled artisan to have conbi ned the references and, even if
conbined, it is our view that the instant claimed subject
matter woul d not be reached.

More particularly, the clains call for a flat, unitary

sheet of “sound perneable material” having, inter alia,

nout hpi ece and ear pi ece face covering portions connected to a
central portion such that the nouthpi ece face covering and
ear pi ece face covering portions to “normally extend fromthe
rear of a tel ephone handset and to fall in place over the
respecti ve nout hpi ece and earpi ece faces of the tel ephone
handset” [claim1l with simlar |anguage in independent claim
8] .

We find no such “sound perneable material” disclosed in
Dale. As for O Connor, the nmaterial enployed in the
di si nfecting device appears to be one of many, e.g., paper,
plastic, etc. However, the material appears inmmaterial in

O Connor for purposes of sound perneability since O Connor’s
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di si nfecting device does not appear to be enpl oyed when the
t el ephone is in use.

Clearly, O Connor, which doesn’'t even appear to disclose
a device which is to be used while the tel ephone is in use,
does not disclose such a unitary structure as clainmed. The
structure in O Connor’s Figure 2 is to be placed on the front
of the handset for disinfecting. It is not placed on the
handset fromthe rear wherei n nout hpi ece and earpi ece face
portions “fall in place” over the respective nouthpi ece and
ear pi ece faces of the tel ephone handset.

Turning to Dale to supply the deficiency of O Connor is
to no avail. Dale is not directed to disinfecting the
t el ephone handset as in O Connor, but, rather, to the
protection of the handset itself from damage by vandals, for
exanpl e. The handset covering in Dale has a strong shank 16
and the cover is made of inpact energy absorbing material.
Therefore, it is not clear why the skilled artisan having
O Connor before hinf her and seeking to perhaps extend the
protection afforded by O Connor’s device would even |look to
Dal e for guidance. Thus, we see nothing that would have | ed
the artisan to conbine the teachings of O Connor and Dal e.
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Moreover, even if such a combination were to be nmade, it
is our view that the instant clai ned subject natter would
still not be reached. Wiile the artisan would have had no
reason to place the sanitizing device 35 in O Connor on the
handset fromthe rear of the handset, even if, arguendo, the
teaching of Dale was incorporated into O Connor in the sense
of a covering placed on the handset fromthe rear as in
Figures 1 and 2 of Dale, there still would be no structure as
cl ai med, wherein the nout hpi ece and ear pi ece face covering
portions “fall in place over the respective nouthpi ece and
ear pi ece faces of the tel ephone handset.” |In fact, it does
not appear that O Connor’s nout hpi ece and ear pi ece face
covering portions are actually in place during tel ephone use
and Dale, contrary to the exam ner’s view, does not appear to
have any cover over either the nouthpiece or the earpiece. In
bot h enbodi nents of Dal e, endcover 12 appears to surround a
peri phery of the nout hpiece and earpi ece but the nouthpiece
and earpiece are not covered. Accordingly, we see no way in
whi ch any conbi nati on of O Connor and Dal e woul d neet, or nake

obvi ous, the clainmed subject matter.
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Wi | e i ndependent claim 10 uses slightly different
| anguage and does not refer to the nouthpi ece and earpi ece
portions extending fromthe “rear” and falling “in place,” the
claimstill calls for a “unitary flat sheet of sound perneable
ti ssue” and having a certain configuration whereby the centra
portion lies in the open palmand fingers of the user’s hand
so as to wap the sheet around the handset and so as to have
t he nout hpi ece and earpiece portions “foldable...” Thus, the
claimrequires “sound perneable tissue” and, as discussed
supra, Dale is devoid of any such teaching and, to the extent
O Connor teaches such, O Connor’s device is not used when the
tel ephone is in use or, as clainmed, “during ordinary use of
said tel ephone handset.” Mdreover, neither of the references
t eaches nor suggests nout hpi ece and earpi ece portions of the
flat unitary structure which are foldable with respect to the
rest of the sheet.

Further, the “adhesive neans,” as set forth in each of
t he i ndependent clains, is not taught or suggested by either
of the references. While O Connor teaches adhesive materi al
23, 42, 43 in securing the disinfectant device to the
t el ephone handset, it is not taught as an “adhesi ve coated
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strip positioned on an edge region” of the central portion of
the flat unitary structure or that there is any adhesive on
the central portion of the structure. Wile Dale discloses
glue strips along a central portion of the covering, these
epoxy glue strips are neant for nore pernmanent affixation. It
is true that the instant clainms do not specify the tenporary
nature of the adhesive and so the epoxy glue of Dale would
appear to neet the clainmed Iimtation of an “adhesi ve neans
for securing at |least a portion of said centra
portion...conprising an adhesive coated strip positioned on an
edge region of said central portion.” However, there would
have been no reason for the artisan to nodify O Connor, which
t eaches an adhesi ve around the nout hpi ece and ear pi ece of the
handset, to include an epoxy on edge regions of a centra
regi on which, in O Connor, would be along the edges of

i nt erconnecti ng nenber 40.

In any event, since we find no cogent reason for
conbi ni ng O Connor and Dale and we find that even if conbi ned,
the instant clainmed invention would not be had, we will not
sustain the examner’s rejection of clainms 1 through 5 and 8

t hrough 11 under 35 U S.C. § 103.
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The exam ner’s decision is reversed.

REVERSED

JOSEPH F. RUGE ERO
Adm ni strative Patent Judge

ERROL A. KRASS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
M CHAEL R. FLEM NG ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

bae
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John E. \Wagner

Wagner & M ddl ebr ook

3541 Ccean Vi ew Boul evard
G endale, CA 91208
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