The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of clains 1 through 9 which are all of the clains pending in

t he application.
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The subject natter on appeal relates to a pol ymer having
term nal end groups derived fromstable free radi cal conpounds
wherei n these end groups are coval ently bonded stable free
radi cal groups. This appeal ed subject natter is adequately
illustrated by independent claim 1l which reads as foll ows:

1. A polyner having groups |ocated at the ends of the
pol ymer chain which groups are derived fromstable free
radi cal conpounds, wherein the polyner is of the fornmula:

SFR - (R - SFR

wherein SFR represents a covalently bonded stable free radica
group and R represents a polyner chain including a
t her nopl asti c resin.

The references relied upon by the examner in the

rejections before us are:

Tong et al. (Tong) 5,034, 485 Jul . 23, 1991
Georges et al. (Georges) 5,322,912 Jun. 21
1994

Claims 1 through 9 are rejected under the first and
second paragraphs of 35 U S.C. §8 112 “as the clained invention
I's not described in such full, concise and exact terns as to
enabl e any person skilled in the art to make and use the sane,
and/or for failing to particularly point out and distinctly
claimthe subject matter which applicant regards as the

i nvention” (answer, page 4).
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Claims 1 through 4, 6, 8 and 9 are rejected under 35
US C 8§ 102(b) as being anticipated by or, in the
alternative, under

35 U.S.C. § 103 as being obvious over Tong.

Finally, clainms 1 through 9 are rejected under 35 U S. C

8§ 103 as bei ng unpatentabl e over Georges.
OPI NI ON

None of the rejections before us on this appeal can be
sust ai ned.

Wth regard to the exam ner’s section 112 rejection, we
do not perceive the appealed clains to be offensive to any of
the requirenents set forth in the first and second paragraphs
of this statute. Mre significantly, the exam ner’s comments
regarding this rejection plainly are inadequate to carry his

initial burden of establishing a prina facie case of

unpatentability. In re Oetiker, 977 F.2d 1443, 1445, 24
USPQR2d 1443, 1444 (Fed. Cir. 1992). Indeed, these comrents
are purely conclusionary and | ack any expl anati on of

reasonabl e specificity as to why the appealed clains are
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considered to not particularly point out and distinctly claim
the appellants’ invention as required by the

second paragraph of section 112 or to not be enabled by the
subj ect specification in accordance with the first paragraph
of section 112.

As a consequence of the foregoing, we cannot sustain the
exam ner’s rejection of clainms 1 through 9 under the first and
second paragraphs of 35 U S. C. § 112.

In the brief and reply brief, the appellants argue that
the applied prior art does not teach and woul d not have
suggested the here clai ned pol ymer having at the ends of the
pol ynmer chain coval ently bonded stable free radical groups
which are thermally labile and reversibly attachabl e, thereby
allow ng the insertion of additional nononer conponents into
and consequent extension of the polyneric chain (e.g., see the
par agraph bridgi ng pages 5 and 6 of the brief). The
i ndependent cl ai mon appeal does not expressly recite that the
stable free radical groups possess the aforenentioned
thermally | abile and reversibly attachabl e characteristic.
Nevertheless, it is reasonable and consistent with the subject

specification to interpret the independent claimas requiring
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that the stable free radical groups enconpassed thereby nust

possess this characteristic. |In re Sneed, 710 F.2d 1544,

1548, 218 USPQ 385, 388 (Fed. Gir. 1983).

Particularly as so interpreted, the appeal ed clains
cannot be regarded as antici pated by or obvious over the
applied prior art as correctly argued by the appellants. This
i s because neither Tong nor CGeorges contains any teaching or
suggestion that the groups located at the ends of the pol yner
chains disclosed in these references are thermally |abile,
reversi bly attachabl e, coval ently bonded stable free radica
groups of the type under consideration. Mbdreover, the
crosslinking schenme disclosed by Tong with respect to his
pol ymer chain mlitates against the exam ner’s position that
patentee’s end groups correspond to those required by the
appeal ed cl ai ns.

It appears to be the examner’s view (e.g., see the
suppl enental exam ner’s answer mailed June 28, 1996) that the
appel l ants should be required to submt evidence which shows
that the here claimed polyners are indeed different fromthose
of Tong or CGeorges as argued in their briefs. As previously

expl ai ned, however, it is the examner’s initial burden of
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presenting a prim facie case of unpatentability. In re

Cetiker, 977 F.2d at 1445, 24 USPQRd at 1444. Here, the
exam ner has presented no evidence or even rationale to
support the proposition that the prior art teaches or would
have suggested pol yners having end
groups which are thermally | abile, reversibly attachabl e,
coval ently bonded stable free radical groups as required by
the cl ains before us.

For the above stated reasons, we cannot sustain the
exam ner’s section 102 or section 103 rejection of clainms 1
through 4, 6, 8 and 9 over Tong or his section 103 rejection

of clainms 1 through 9 over GCeorges.
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The deci sion of the examner is reversed.

REVERSED

Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Terry J. Owens ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Thomas A. Waltz )
Adm ni strative Patent Judge )
BRG t dl



Appeal No. 1997-4345
Application No. 08/292,670

Ronal d Zi bel |'i

Xer ox Corporation
Xer ox Square 020
Rochester, NY 14644



