TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DONALD W SCHONHOFF,
GERALD P. POKRI EFKA, and JOHN A. DI GASBARRO

Appeal No. 97-4212
Appl i cation 08/630, 031!

Bef ore ABRAMS, STAAB, and NASE, Adninistrative Patent Judges.

ABRAMVS, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting claim6, which is the only claimremnaining

of record in the application.

! Application for patent filed April 9, 1996.
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The appellants’ invention is directed to a conposite
bunper structure for an autonotive vehicle. The claimhas

been reproduced in an appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the
final rejection are:
Killea, Jr. 3, 655, 231 Apr. 11, 1972

Enonpto et al. 5-310092? Nov. 22, 1993
(Enonot o) (JP)

THE REJECTI ON

Claim6 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Enonoto in view of Kill ea.
The rejection is explained in Paper No. 5 (the fina

rejection).

OPI NI ON
In reaching our decision on the issues raised in this
appeal, we have carefully assessed the claim the prior art

applied against the claim and the respective views of the

2 APTO transl ation of the reference i s encl osed.
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exam ner and the appellants as set forth in the Answer and the
Brief. As a result of our review, we have determ ned that the
rejection should not be sustained. Qur reasoning in support

of this conclusion follows.

The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skill
inthe art. See, for exanple, In re Keller, 642 F.2d 413,

425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina
faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbi ne
reference teachings to arrive at the clainmed invention. See
Ex parte dapp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nust stemfrom sone
teachi ng, suggestion or inference in the prior art as a whol e
or fromthe know edge generally avail able to one of ordinary
skill in the art and not fromthe appellant's disclosure.

See, for exanple, Uniroyal, Inc. v. Rudkin-Wley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1439 (Fed. Cr.), cert.

deni ed, 488 U.S. 825 (1988).
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The appellants’ invention is directed to a bunper for an
autonobile that is |ight weight, strong and el astic, and which
can absorb frontal inpact and then return to its origina
shape. As manifested in the claim the invention conprises an
el ongat ed tubul ar al um num bunper beamthat is curved in a
conti nuous arc between its ends, and an el ongated stee
reinforcing plate having a | ength of about one-third of the
beam and being centered and rigidly secured to the back of the
beam The steel plate is recited as being elastic and having
a relatively high elongation while the beam has a relatively
| ow el ongation. It is the examiner’'s view that all of the
cl ai med bunper structure is disclosed by Enonoto, except for
the reinforcing steel plate. It is the exam ner’s position,
however, that this is taught by Killea, and that it woul d have
been obvious to one of ordinary skill in the art to provide
t he Enonoto bunper beamw th an el ongated reinforcing plate
rigidly secured to its rear surface.

Enonot o di scl oses an al um num bunper that appears from
the drawi ngs to be curved over its entire length, although
that is not confirmed in the witten description. It is

stated in the specification that al um num has been adopted for
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aut onobi | e bunpers owing to its high inpact absorption
(transl ation, page 2). The Enonoto bunper is a beam of holl ow
box construction within which is installed a plurality of
|aterally oriented internal panel walls 2 that provide “high
i npact absorption” (translation, page 7). Enonoto does not
di scl ose or teach installing a reinforcing plate behind the
beam

The aut onobi |l e bunper assenbly disclosed in Killea
conpri ses a channel beam 11 that has an essentially straight
center section flanked by curved end sections. Beam 1l is
nounted to the vehicle by nmeans of a pair of braces 19 that
are fixedly attached to the end sections. A “stabilizer bar”
12 is nounted behind the beam and is attached to the vehicle
through a pair of inpact cylinders 16, which are bolted to bar
12. There is no disclosure that bar 12 is attached to the
beam the extent of the teaching is that it is “adjacent” to
the rear surface thereof (columm 1, line 36). The exam ner
opi nes, however, that these two el enents nust be attached
together, on the theory that not to do so would adversely

affect the operation and the safety of the inpact absorbing
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system However, there is no evidence to support this
concl usi on.

The maj or argunent advanced by the appellants is that
there is no suggestion to conbine the references in such a
manner as to render the subject matter of the clai mobvious.
W agree. The nere fact that the prior art structure could be
nodi fi ed does not make such a nodification obvious unless the
prior art suggests the desirability of doing so. See In re
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr
1984). In the present situation, the problem of absorbing
i npact al ready has been recogni zed and sol ved by Enonoto by
the use of an al um num box extrusion having laterally oriented
inner walls. W therefore fail to perceive any teaching,
suggestion or incentive which would have | ed one of ordinary
skill in the art to provide the Enonoto bunper beamw th an
addi tional neans for absorbing inpact, such as that disclosed
by Killea. Mbdreover, even considering, arguendo, that
suggestion exists to add the reinforcing plate behind the
bunper beam it is our opinion that it would not extend to

rigidly securing that plate to the bunper beam in view of the
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fact that such a teaching is lacking in both of the applied
ref erences.

For the reasons expressed above, we conclude that the
conbi ned teachings of Enonpto and Killea fail to establish a
prim facie case of obviousness with regard to the subject
matter recited in the claim and it is on this basis that we

wi Il not sustain the rejection.
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The deci sion of the examner is reversed.

REVERSED

Neal E. Abrans )
Adm ni strative Patent Judge )
)
)
)
Law ence J. Staab ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Jeffrey V. Nase )
Adm ni strative Patent Judge )
tdc
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