TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore COHEN, FRANKFORT and STAAB, Administrative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusa
to allowclains 1, 2, 5 and 6 as anended subsequent to the

final rejection in a paper filed April 21, 1997. daim3, the

ppplication for patent filed March 8, 1996. According to appellant,
this application is a continuation of application 08/287,962, filed August 9,
1994.
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only

other claimremining in the application, has been indicated
to contain allowable subject matter, but is objected to as
bei ng dependent froma rejected base claim Cains 4 and 7

have been cancel ed.

Appel lant’s invention relates to a storage receptacle
installation for a covered pick-up truck bed. |ndependent
claiml is representative of the subject matter on appeal and
a copy of that claimappears in the Appendix to appellant’s

brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Br ady 4,752,095 Jun. 21,
1988

Peters et al. (Peters) 4,824, 158 Apr. 25,
1989

MAN 2 EP 309, 692 Apr. 05, 1989

2 Wil e the exam ner and appellant have referred to this patent as “MAN'
it is clear fromthe enclosed translation that the inventors are actually
Schnmidt et al.. However, for consistency, we will continue to refer to this

2
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(Eur opean Patent)

Clains 1, 2 and 5 stand rejected under 35 U S.C. § 103 as

bei ng unpatentabl e over Peters in view of Brady.

Claim6 stands rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Peters in view of Brady as applied to clains

1 and 2 above, and further in view of MAN

Rat her than reiterate the examner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appell ant regardi ng those
rejections, we nake reference to the exam ner's answer (Paper
No. 18, nmmiled June 24, 1997) for the exam ner's reasoning in
support of the rejections, and to appellant’s brief (Paper No.
16, filed April 21, 1997) for appellant’s argunents

t her eagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given

docunent as “MAN.”
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careful consideration to appellant’s specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the exam ner. As a
consequence of our review, we have made the determ nations

whi ch foll ow

Turning first to the examner's rejection of clains 1, 2
and 5 under 35 U S.C. § 103, we note that Peters discloses a
conbi -nati on cargo box and bed liner for a truck bed wherein
the box/liner is substantially of the same size as the pick-up
truck bed, and the track system supporting the box is of a
| ength substantially equal to the length of the truck bed.

Recogni zi ng

the shortcom ngs of Peters, the exam ner (final rejection,
pages 3-4), takes the position that

[s]ize is not deenmed to be a patentable distinction,
but an obvi ous choi ce of the designer as evidenced
by the receptacle of Brady occupying only a limted
l ength. Wile not holding as nmuch, the receptacle's
smal l er size neans | ess cost for materials and

| abor, an engineering trade-off. Formng the tracks
to have a concomtant length is deened to be an

obvi ous expedient in order to save cost of

4
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manuf acture. Brady teaches a cover hinged to the
receptacle at a rear wall thereof that closes onto

| ocking nmeans as seen in the hasp in figure 4. The
means for renovably nounting of Peters et al. are a
substanti al equivalent to that disclosed by

appli cant and the receptacl e | ocking nmeans of Brady,
whil e not equivalent, are sinpler and hence |ess
costly than that disclosed by applicant. It would
have been obvious to provide in Peters et al. an
encl osed covered and | ockabl e receptacl e of smal

di mensi ons as taught by Brady in order to carry

smal ler itens and for the ease of manual novenent of
sane.

Contrary to the exam ner’s position, we do not believe
that the collective teachings of the applied references to
Peters and Brady woul d have in any way been suggestive of a
storage recep-tacle of the type set forth in appellant’s claim
1 on appeal nmounted to the bed of a covered pick-up truck in a
rear portion thereof inmediately adjacent the tailgate of the
truck and so that the receptacle occupies only said rear

portion of the truck bed at the rear thereof when in its

retracted (stowed) position.

G ven the clear disclosure in Brady of the disadvantages of

having a storage receptacle nounted i medi ately adj acent the
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rear tailgate area of a truck bed (e.g., col. 1, lines 9-47)
and the clear statenent that it is an objective of the
invention in Brady to “maintain the rearward portion of the
truck bed free fromobstructions while the storage box is in
the forwardnost stowed position” (col. 1, lines 61-65), we
find it to be al nost inconprehensible that one of ordinary
skill in the art would have contenpl ated sizing and
positioning the receptacle and nounting rails of the conbi ned
storage box and bed liner of Peters in the nanner urged by the
exam ner. |f anything, Brady clearly teaches away from a
storage receptacle positioned in the specific manner set forth

i n appellant’s clainms on appeal.

In our opinion, the examner’'s stated position is based
on i nperm ssi bl e hindsight gleaned from appellant’s own
di scl osure and not fromany fair teaching or suggestion found
in the applied Peters and Brady patents thenselves. Absent
the disclosure of the present application, it is our opinion
that one of ordinary skill in the art would not have been

notivated to nodify the
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storage box and bed liner of Peters in the manner urged by the
exam ner so as to arrive at the subject nmatter set forth in
appel l ants’ independent claim1 on appeal. If anything, it

is our opinion that the collective teachings of Peters and
Brady as applied by the exam ner woul d have been suggestive of
a storage receptacle essentially Iike that of Brady, wherein a
smal | er/ shorter storage receptacle would be nounted on rails
So as to be stowed at the forward end of the truck bed

i mredi ately adj acent the cab of the truck as seen in Figures 1
through 3 of Brady. Thus, based on the foregoing, the
examner's rejection of appellant’s claim1, and clains 2 and
5 whi ch depend therefrom under 35 U.S.C. § 103 based on

Peters and Brady will not be sustained.

We have al so reviewed the patent to MAN applied by the
exam ner in the 8 103 rejection of dependent claim6.
However, we find nothing in this reference which would supply
t hat which we have noted above to be lacking in the basic
conmbi nation of Peters and Brady. Accordingly, the exam ner's

rejection of claim6 on appeal under 35 U S.C. 8§ 103 w ||
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i kewi se not be sustai ned.

As shoul d be apparent fromthe foregoing, the decision of
the exam ner rejecting clains 1, 2, 5 and 6 of the present

application under 35 U.S.C. 8§ 103 is reversed.

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge
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LAWRENCE J. STAAB
Adm ni strative Patent Judge
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