TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES
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Appeal No. 97-4209
Application No. 08/532,507*

ON BRI EF

Bef ore MEI STER, McQUADE and CRAWORD, Administrative Patent
Judges.

CRAWFORD, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed Septenber 22, 1995.
According to appellant, this application is a division of
Application No. 08/251,024, filed May 31, 1994, now U. S
Pat ent No. 5,486, 133, issued January 23, 1996.
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This is a decision on an appeal fromthe exam ner's fina
rejection of clains 20, 21, 29, and 30 which are all the
clainms pending in the application. Cains 1 through 19 and 22
t hrough 28 have been cancel ed. Appellant's clained subject
matter is a grinding wheel. Caim20 is exenplary of the
subject matter on appeal and recites:

20. Ginding wheel construction for cutting teeth into a belt
bl ank to produce a timng belt, said wheel construction
conpri si ng:

a wheel (58) having an axis of rotation (F) and an
abr asi ve peripheral grinding surface (100) of predeterm ned
wi dt h;

and characterized by said grinding surface (100) having a
concave profile across said width and a plurality of radially
projecting grinding ribs (106) extending circunferentially
about the periphery of said grinding surface (106) and spaced

| aterally across the width of said grinding surface (100).

THE REFERENCES

The exam ner has relied on the follow ng references:
MIller 2,144,987 Jan. 24, 1939
Quintilio 5, 373, 666 Dec. 20, 1994
(filed Mar. 22, 1993)

THE REJECTI ONS

Clainms 20, 21, 29 and 30 stand rejected under 35 U.S. C

8 103 as being unpatentable over MIler in view Quintilio.
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Rat her than reiterate the entire argunents of the
appel l ant's and exam ner in support of their respective
positions, reference is nade to the appellant's Brief (Paper
No. 8), the Final Rejection (Paper No. 6) and the Examner's
Answer (Paper No. 9) for the full exposition thereof.

OPI NI ON

In reaching our conclusions on the issues raised in this
appeal, we have carefully considered appellant's specification
and clainms, the applied references, and the respective
vi ewpoi nts advanced by the appellant and the exam ner. As a
consequence of our review, we have nmade the determ nations
whi ch fol |l ow

The exam ner found that M1l er disclosed the subject
matter of independent clains 20, 29 and 30 except that Ml ler
di d not disclose a concave profile across the width of the
grindi ng wheel. The examner relies on Quintilio for teaching
a grinding wheel having a concave grinding profile across the
width. Qintilio discloses a grinding wheel for the nachine
wor ki ng of marble and granite. The profile of the grinding

wheel is concave. The exam ner concl uded:
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[T]o nodify the shape of the profile of the grinding
wheel of M Il er by having various shaped profiles
such as a concave grinding surface as taught by
Quintilio would have been obvious at the tine
applicant's invention was nmade to a person of
ordinary skill in the art in order to accommodate
and grind workpi eces having a rounded shape. [Fina
Rej ection (Paper No. 6) at page 3].

We do not agree. In order for the examner to set forth

a prima facie case of obviousness, she nmust establish why one

having ordinary skill in the art would have been led to the
cl ained invention by the reasonabl e teachings or suggestions
found in the prior art or by reasonable inferences to the

artisan contai ned in such teachings or suggestions. See ln re

Ser naker, 702 F.2d 989, 994, 217 USPQ 1, 5 (Fed. Cir. 1983).

We find no suggestion or notivation for the conbination
advanced by the examiner. MIller discloses a grinding whee
for grinding serrated blades for use in cutter heads. The
cutter blades that are produced by the MIIler method have
serrations that are perfectly true and accurate, are free from
di stortion and scaling, and fit perfectly the serrations of
the body with which they interfit as is depicted in Figures 4
and 7 (colum 1, lines 6-8; colum 2, lines 3-8). Quintilio,

on the other hand, discloses a grinding wheel for machining
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mar bl e and granite. Aside fromsharing the disclosure of a
gri ndi ng wheel, the grinding wheels and materials that are
ground by the grinding wheels of MIler and Quintilio have
little in conmon. In our view, the only suggestion for
conbi ni ng such disparate structures in the manner proposed by
the exam ner stens from hindsi ght know edge derived from
appel lant's own disclosure. Therefore, we will not sustain

the exam ner's rejection of clains 20, 21, 29
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and 30 under 35 U. S.C. § 103 as being unpatentable over MIler
in view Qintilio.
The deci sion of the exami ner is reversed.

REVERSED

JAMES M MEI STER
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge

MURRI EL E. CRAWFORD
Adm ni strative Patent Judge
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