THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 21

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HARVEY M MAIN

Appeal No. 97-4208
Appl i cation 08/682, 393!

ON BRI EF

Bef ore CALVERT, COHEN and NASE, Adninistrative Patent Judges.

CALVERT, Adninistrative Patent Judge.

! Application for patent filed July 17, 1996. According to
appel lant, the application is a continuation of Application
08/ 274,895, filed July 14, 1994, abandoned.

1



Appeal No. 97-4208
Appl i cation 08/ 682, 393

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
to 5 9 to 13, 15, 17 to 25 and 27 to 44, all the clains
remai ning in the application.

The subject matter involved in this appeal is a ratchet
wrench. The appeal ed clains are reproduced in Appendi x A of
appel lant’ s brief.

The references applied in the final rejection are:

Fl ynn 3,733,936 May 22, 1973
Main et al. (Main '025) 4,128, 025 Dec. 5, 1978
Mai n ' 940 4,218, 940 Aug. 26, 1980
Gunmow 4, 406, 186 Sept. 27, 1983

The appealed clains stand finally rejected as foll ows:

(1) dainms 1 to 5, 9to 13, 15, 17 to 25 and 27 to 44,
unpatentable for failure to conply with 35 U S.C. § 112, first
par agr aph;

(2) dainms 1 to 3, 5, 9to 13, 20 to 25, 28 to 36 and
40 to 43, unpatentable over Main '025 or '940 in view of Flynn,
under 35 U. S.C. § 103;

(3) AAainms 4 and 27, unpatentable over Main '025 or
940 in view of Flynn and Gummow under 35 U.S.C. § 103.
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Rej ection (1)

In the final rejection, the examner indicated that the
specification did not neet the enabl enent requirenent of § 112,
first paragraph, with regard to the subject matter recited in the
clainms, in that (final rejection, page 2)

[t] he specification and draw ngs show t hat
t he annul ar nmenber (20) is adapted to engage
a standard socket (12) which will in turn be
applied to a “first workpiece”, e.g. a
nut (14). The clains state that the annul ar
menber (20), however is “operative to mate-
ably [sic] engage the first workpiece”
(claim1l) or a standard socket or the first
wor kpi ece (claim24). Thus the scope of the
clainms is broader than the specification in
that the drive stub 110 cannot directly
engage the workpiece as is broadly clained.

Al so, there is no disclosed “resilient
urging” of the shaft as clained in clains 21
and 41.
In response to appellant’s argunent on pages 18 to 20 of the
brief that it would require no undue effort for one of ordinary

skill to construct the driver nenber integrally with the socket,

so that the driver nenber would directly engage the first work-
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pi ece, the exam ner seens to state on page 3 of the answer that
the rejection is for lack of witten description, i.e.:
Clains 1-5, 9-13, 15, 17-25 and 27-44
stand finally rejected under 35 U S. C 112,

first paragraph, as containing subject matter
whi ch was not described in the specification

in such a way as to reasonably convey to one

skilled in the art that the inventor(s), at

the tinme the application was filed, had

possession of the clained invention.
However, he then repeats the above-quoted | anguage fromthe fi nal
rejection, and on pages 9 and 10 of the answer argues that the
di scl osure is not enabling because appellant’s disclosed ejection
mechani sm 118 woul d be rendered inoperative if the socket were
integral with driver nmenber 20.

Since the exam ner has referred to both witten
description and enabl enment, we note initially that these are

separate and distinct requirements of the first paragraph of

8 112. Vas-Cath Inc. v. Mihurkar, 935 F.2d 1555, 1563, 19 USPQ2d

1111, 1117 (Fed. Cr. 1991). In the present case, regardl ess of
the precise interpretation which may be placed on the recitation
inclaiml that the annular driver nmenber is “operative to

mat abl y engage the first workpiece,” there is a witten descri p-

tion of this recitation in the application as filed, not only
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because claim1 is an original claim |ln re Arnbruster, 512 F.2d

676, 678, 185 USPQ 152, 154 (CCPA 1975), but al so because appel -

| ant enpl oys the | anguage of this recitation on page 7, lines 9
and 10 of the specification, and discloses on page 17, lines 13
to 18, that

the features and advantages of the ratchet

wrench of the present invention can be

applied to either a ratchet wench adapted to

directly engage the first workpiece or a

ratchet wench adapted for use with a con-

ventional socket that engages the first work-

pi ece.

Wth regard to the question of enablenent, it is
unnecessary to determ ne whether the appellant’s and exam ner’s
argunents concerning the construction of the driver nenber
integrally with the socket are correct, because the |anguage of
claim 1l does not require such construction. The term*“first
wor kpi ece” in claiml is broad enough to include socket 12,
whi ch, as disclosed, is engaged by driver nenber 20 and itself
“can be rotatably advanced about a second workpi ece,” nanely, can
be rotated about bolt 16. Alternatively, since claim21 does not
require that the “annular driver menber” be an integral nenber,

this expression can be read on the disclosed conbi nati on of
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driver nenber 20 and rel easably attached socket 12, the latter of
whi ch matably engages a “first workpi ece” consisting of nut 14.
There is no question that both of these interpretations of the
cl ai m |l anguage are enabl ed by appellant’s discl osure.

The ot her i ndependent clains, 24 and 44, both recite
“an annul ar driver nenber operative to matably engage the con-

ventional socket sized and adapted to matably engage the first

wor kpi ece.” The exam ner seens to interpret the antecedent of
the expression “sized and adapted” as the “annul ar driver
menber,” but it is evident, particularly when read in |ight of
the disclosure at page 18, lines 13 to 15, that it is the
“conventional socket” which is “sized and adapted to matably
engage the first workpiece.” Such engagenent is clearly enabled
by appel l ant’ s di scl osure.

The appel |l ant has not responded to the exam ner’s
rejection of clainms 21 and 41 concerni ng non-enabl enent of the
“resiliently urging” limtation. Rejection (1) will therefore be
sustained as to those cl ains.

Accordingly, rejection (1) wll be sustained as to
claims 21 and 41, but not as to clains 1 to 5, 9 to 13, 15, 17 to
20, 22 to 25, 27 to 40 and 42 to 44.
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Rej ection (2)

Considering this rejection as to claim1, the appellant
does not contend that the conbination of Main '025 or '940 and
FIl ynn woul d not have been obvi ous, but rather contends that the

conbi nati on would not neet all the limtations of claiml1l. The

i ssue cones down to whether Main '025 discloses? the follow ng
clainmed limtations (enphasis added):

(a) an annular driver nenber . . . having
a plurality of end teeth di sposed
circunferentially about and extending from an
annul ar flat surface of said annular driver
menber parallel to an axis of rotation of
sai d annul ar driver nenber; [and]

(b) a pawm elenment having . . . a pair of
nibs, . . . said nibs projecting froma flat
surface of said pawl el enent and extendi ng
parallel to a pivotal axis of said paw
el enent .

Appel lant first argues that the “flat surface” limta-
tions of parts (a) and (b) are not net because Main '025

di scl oses concave, not flat, surfaces on annular driver 18 and

2 Since the relevant portions of the ratchet wench
disclosed in Main '940 are essentially the sane as in Miin '025,
we w il confine our discussion to the latter reference.
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paw elenment 30 fromwhich teeth 26 and 36, respectively,
project. However, as the exam ner points out, Miin '025
di scl oses at colum 5, lines 18 to 20, that the wench nay use
strai ght gears as opposed to bevel gears. |If the straight gears
suggested by Main '025 were used, then the surfaces of driver
menber 18 and pawl elenent 30 from which the gear teeth 26, 36
extend woul d be
flat, and would correspond to the flat surfaces called for by
parts (a) and (b) of claiml.

Appel l ant’ s other argunment with regard to claim1l is
that Main '025 does not disclose the “nibs” recited in part (b).
The exam ner takes the position that these are readable on the
teeth 36 of Main’s pawl 32.

It is fundanental that, during prosecution before the
PTO, the pending clains nust be interpreted as broadly as their

terms reasonably allow, In re Zletz, 893 F. 2d 319, 321, 13 USPQRd

1320, 1322 (Fed. Cr. 1989), and that

as an initial matter, the PTO applies to the
ver bi age of the proposed cl ains the broadest
reasonabl e nmeaning of the words in their

ordi nary usage as they woul d be understood by
one of ordinary skill in the art, taking into
account whatever enlightennment by way of
definitions or otherw se that may be afforded
by the witten description contained in the
applicant’s specification.
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In re Morris, 127 F.3d 1048, 1054, 44 USPQR2d 1023, 1027 (Fed.

Cr. 1977).
Appel lant, citing a definition of “nib” fromthe

Anerican Heritage Dictionary of the Enaglish Language, ® cont ends

that Main's gear teeth are not “ni bs” because they are not sharp.

The exam ner on the other hand notes that Webster’'s Seventh New

Collegiate Dictionary defines “nib” as “a small pointed or pro-

jecting part” (enphasis added), and asserts that gear teeth 36 of
Main '025 are projecting parts, and therefore are nibs, as
cl ai med.

We agree with the exam ner. Looking to appellant’s

di scl osure for any enlightennent on this question, In re Mrris,
supra, we note, as did the exam ner, that the nibs 42, 44 shown
in appellant’s drawi ngs (Figs. 12 and 13) have blunt, rather than
poi nted, ends. Accordingly therefore, the term®“nib” as used in
the clains cannot be accorded the definition cited by appell ant,
but must be used in the broader sense of “a small projecting
part,” which definition also reads on a gear tooth such as those

di scl osed on the pawl 30 of Main '025.

3 “any small, sharp projecting part”
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Appel I ant further argues that his structure is sinpli-
fied over that of Miin, because he enploys only a pair of nibs
rather than Main’s nunmerous gear teeth. However, the clains do
not exclude the presence of other gear teeth (“nibs”) in addition
to the pair of nibs recited.

Accordingly, we will sustain the rejection of claiml
under 35 U.S.C. 8 103, and likewi se the rejection of clains 2, 5,
9, 10, 12, 13 and 20 to 23, which, appellant states on page 9 of
the brief, fall wth claiml.

Clainms 3 and 24 each include the limtation that the
peri pheral |ength of each peripheral tooth on the driver nmenber
is equal to the length of the shoulders on the pawl el enent.
These lengths are identified in the specification as “h,” and
“hg,” respectively, and it is disclosed that making these di nen-
sions equal increases the nechanical strength of the wench (page
22, lines 4 to 12).

The exam ner asserts that this feature is suggested by
Fl ynn, but does not identify, and we do not find, any witten
di scl osure thereof in the reference. Presumably the examner is
referring to Flynn’s draw ngs, which showin Figs. 1 and 5 a
driver menber 25 or 125 whose peripheral teeth 26 or 126 are of
the sane thickness (length) as those of paw 27 or 127. However,
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we do not consider that this show ng, w thout nore, would have
suggested to one of ordinary skill in the art that the driver
menber and/or pawl elenent of Main '025 or '940 be nodified to
make their teeth of equal peripheral length. This is not nerely
a matter of design choice, but solves appellant’s stated problem

of increasing the strength of the wench. Cf. In re Kuhle, 526

F.2d 553, 555, 188 USPQ 7, 9 (CCPA 1975).

W will therefore not sustain the rejection of clains 3
and 24, nor the rejection of clains 25 and 28 to 43, dependent on
claim?24.4

Clainms 11 (and 33) recite that

said second end portion of said drive shaft

i ncludes a disk el enent di sposed between said
first and second gears and wherein said paw
el ement includes a pair of |ocating pins
spaced apart from one anot her and extendi ng
parallel to said pair of nibs, said |ocating
pi ns operative to contact said disk el enent
to restrict linear novenent of said drive
shaft when said first end portion of said
drive shaft is noved fromthe first |inear
position to the second |inear position.

Mai n ' 025 does not disclose any pins operative to contact the

di sk el ement 58 on drive shaft 52, but the exam ner contends

4 Appel |l ant states on page 9 of the brief that claim 33
“stand[s] alone,” but since it is dependent on claim?24, it
necessarily is patentable over the applied prior art if claim?24
i S.

11
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(answer, page 8) that the pins are the “full structural and
functional equivalent” of the wall 44 on pawl 30 of Miin '025.

W w il not sustain this rejection. It is questionable
to us whether a wall is the structural equival ent of pins, but

even if it is, the nere exi stence of structural and functional

equi val ence does not establish obviousness. 1n re Flint, 330

F.2d 363, 367, 141 USPQ 299, 302 (CCPA 1964). The exam ner has
presented no evidence and/or reasons as to why it woul d have been
obvious to one of ordinary skill in the art to enploy |ocating
pins, as clainmed, in the wench of Main '025.

The rejection of claim11l will accordingly not be
sust ai ned.

Rej ection (3)

The exam ner takes the position that the apparatus
recited in claims 4 and 27 woul d have been obvi ous over Main '025
or '940 in view of Flynn, further in view of Gunmow. Since
(1) we have held above that claim24 is not unpatentable over
Main '025 or '940 in view of Flynn, (ii) claim?27 is dependent on
claim24, and (iii) Gummow does not supply the deficiency noted

12
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with regard to the other references, the rejection of claim27
wi |l not be sustained. Qur discussion of rejection (3) wll
therefore be limted to claim4.

The examner’s position is sumarized in the foll ow ng
guotation from page 7 of the answer (original enphasis):

Bot h Main devices show the use of a spring

bi ased pin [46 of Main '025] instead of a
ball, however it is well known in the ratchet
wrench art, as clearly evidenced by Gunmow,
that a spring biased ball can also be used in

exactly the sane manner for exactly the sane
pur pose. Thus one skilled in the art would
find it obvious to use either a pin or ball,
as desired, to function as a detent nechani sm
for a ratchet pawl. The second point is that
t he placenent of the spring and ball is on
the pawl and not on the body of the tool,
however this is nerely an obvious reversal of
position of the elenents w thout any change
in the structure or function of these

el ements and one skilled in the art would
find it obvious to nmake such a reversal of
position without effecting [sic: affecting]
the overall function of the wench.

We do not consider this position to be well taken.
Gumow di scl oses a sinple ball-type detent 152 which nerely
serves to retain the pawl 146 in whatever position it is turned
to by selector 118 (col. 5, lines 42 to 65). The spring nenber

46 of Main '025, on the other hand, acts as an over-center switch

13
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to urge the pawl in one direction or the other (col. 3, lines 54
to 59). Thus, contrary to the examner’s statenent, the bal
detent of Gummow, whether |ocated on the pawl or on the wall of

t he housing, could not be used in exactly the sanme manner for
exactly the sane purpose as Main’s spring | oaded pin 46, and we
perceive no basis for concluding that one of ordinary skill would
have been notivated to substitute the former for the latter.

The rejection of claim4 wll not be sustained.

Concl usi on

The exam ner’s decision to reject the appeal ed clains
under 35 U.S.C. 8§ 112, first paragraph, is affirmed as to clains
21 and 41, and reversed as to clains 1 to 5 9 to 13, 15, 17 to
20, 22 to 25, 27 to 40 and 42 to 44. His decision to reject the
appeal ed clains under 35 U S.C. § 103 is affirned as to clains 1,
2, 5,9, 10, 12, 13 and 20 to 23, and is reversed as to clains 3,

4, 11, 24, 25 and 27 to 43.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR 8§ 1.136(a).

AFFI RVED- | N- PART

| AN A. CALVERT
Adm ni strative Patent Judge
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)
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) BOARD OF PATENT
| RWN CHARLES COHEN ) APPEALS AND
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)
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JEFFREY V. NASE
Adm ni strative Patent Judge
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