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DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s final rejection of clains 1 through 8 and
15.* dainms 9 through 14, which are the only other clains

remai ning in the application, stand withdrawn from further

L Al t hough appeal ed claim 15 was omtted fromthe statenent of rejection
inthe final Ofice action (Paper 14), the appellants and the exam ner agree
that the claimshould be treated as finally rejected. (Appeal Brief, page 2;
Exami ner’s Answer, page 2.)
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consideration pursuant to a restriction requirenent. 37 CFR §

1.142(b) (1959).

Claim1l is illustrative of the clains on appeal and is
repr oduced bel ow.

1. A method for meking high frequency cabl e of
at |east two electrical conductors with each
conductor insulated by thernoplastic material which
concentrically surrounds each respective conduct or

conpri si ng:

(a) providing a first uninsul ated el ectri cal
conduct or;

(b) providing a second uninsul ated el ectrical
conduct or;

(c) moving both conductors into an extruder
means whi ch coats each conductor separately and
i ndependently with a heated thernoplastic electrical
insulation material, the extruder neans naintains
the concentricity of each conductor with respect to
t he surrounding thernoplastic insulation and in a
spaced relationship fromthe adjacent insulated
conduct or;

(d) noving the conductors which have been coated
wi th heated thernoplastic material fromthe extruder
means and in a spaced relationship so a[s] to permt
the thernoplastic material on each conductor to set
i ndependent and separate of the other conductor; and

(e) bringing the conductors into touching
contact after the thernoplastic material has set
whil e using only residual heat fromthe extruding
means, whereby the coated conductors are fused and
j oi ned together by the heated thernoplastic
materi al s surroundi ng each conductor, the set is
achi eved whenever the thernoplastic retains its
concentricity upon contact with adjacent
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t hernopl astic of the adjacent conductor while
retaini ng tack.

The subject matter on appeal relates to a nmethod for
maki ng hi gh frequency cable conprising the recited steps.
According to the appellants, the clained nethod includes
concentrically form ng insulation on two separate el ectrical
wi res (conductors) and joining the insul ated conductors
together in a manner which nmaintains the concentricity of each
el ectrical conductor with respect to the insulation. (Appeal
brief, page 2.)

The exam ner relies upon the following prior art

references as evidence of unpatentability:

Wer m ne 2,204,782 Jun. 18,
1940

Bul | ock et al. (Bull ock) 5,334, 271 Aug.
02, 1994

(filed Cct. 5, 1992)
Clainms 1 through 8 and 15 are rejected under 35 U.S.C. §
103 as unpatentabl e over Bullock in view of Wrm ne.
(Exam ner’s answer, pages 4-5.)
We have reviewed the entire record, including all of the
argunents and evi dence presented by both the exam ner and the

appel lants in support of their respective positions. This
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review | eads us to conclude that the examner’s rejection is
not well founded. Accordingly, we reverse. The reasons for
our determ nation follow

In any rejection, whether it be based on prior art
grounds or any other ground, the initial burden of presenting

a prinma facie case of unpatentability rests on the exam ner.

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992). In this case, the exam ner has failed to neet the
initial burden of proof.
The exam ner states:

Bul l ock, the primary reference, is directed to a
met hod of making a high frequency communi cation
cable. Bullock

passes two prefabricated extrusion coated wires
through a hot air oven to make the dielectric
coating tacky. Bullock then touches the two coated
wires to forma bonded pair. Wile Bullock is
silent on carefully controlling the shape or
concentricity of the coatings, it is well known in
the art of high frequency conmunication cabl es that
the concentricity of the coatings is critical to the
performance of the cable. Bullock fails to show
bondi ng the coated w res by touching themtogether
while they are still tacky fromthe extrusion
coating process.” [Exam ner’s answer,

p. 3.]
According to the examner, “Wermne is used to show that it is

known to bond cabl es together by touching themwhile they are
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still tacky fromthe extrusion coating process.” (Exam ner’s
answer, page 4.) The exam ner then concl udes:

It woul d have been obvious to one of ordinary skil

inthe art at the time of the invention to provide

t he heat necessary for bonding the wi res together by

using the latent heat of extrusion, as does Werm ne,

because it elimnates the need for Bullock’s hot air

oven. [Exam ner’s answer, pp. 4-5.]

We disagree with the exam ner’s analysis. Appealed claim
1, step (c), recites: “noving both conductors into an extruder

means whi ch coats each conductor separately and independently

with a heated thernoplastic electrical insulation material...”
(Enmphasi s added.) There is no teaching, suggestion, or
notivation in either of the applied prior art references to
nodi fy Bullock’s process to include step (c) as recited in
appeal ed claim 1. Although Bullock teaches that the
thernoplastic insulation material 2 can be extruded onto the
conductor 1 (colum 4, lines 9-11), the reference is silent as

to the specific method by which the insulation material is
coated onto the conductor.

To account for the differences between Bullock’s process
and the invention as recited in the appeal ed cl ains, the

exam ner relies upon Werm ne. But Wermine, |ike Bullock, does
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not describe step (c) as recited in appeal ed claiml.

According to Wermi ne, “the conductors 10 and 11 are first
enbedded in a single mass of insulating material 17 in the
space between the exit end of the guide 21 and the inlet of
the die 19...” (Underscoring added; page 2, |left col um,

lines 27-30; Fig. 1.) Thus, contrary to the exam ner’s
all egation (exam ner’s answer, page 6), Werm ne does not teach
“movi ng both conductors into an extruder nmeans which coats

each conductor separately and independently with a heated

thernopl astic electrical insulation material... (Enphasi s
added.) W therefore determ ne that the conbination of
Bul | ock and Werm ne woul d not have resulted in the appellants’
invention as recited in appealed claim1.

For these reasons, we hold that the exam ner has not made

out a prima facie case of obviousness agai nst the subject

matt er of appeal ed i ndependent claim1l within the nmeani ng of
35 U.S.C. §8 103. Since appealed clains 2 through 8 and 15 al
depend, either directly or indirectly, fromclaim1, it
follows that the subject matter of these dependent cl ains

woul d al so not have been obvi ous over the applied prior art
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references. In re Fine, 837 F.2d 1071, 1076, 5 USPQ2d 1596,

1600 (Fed. Cir. 1988).
The decision of the exam ner i s reversed.

REVERSED

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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