TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe final rejection of clains 27 and 28. The appel | ant
filed an anmendnent after final rejection on July 22, 1996, it

was ent er ed. W reverse.
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BACKGROUND

Bar code progranm ng (BCP) of a videocassette recorder
(VCR) typically requires the use of a television (TV) program
gui de and a bar code sheet. The guide lists channel, date,
time, and length (CDTL) data for TV prograns. The sheet
contains separate groups of codes for TV channels, dates,
times, and program |l engths. A user first consults the guide
to identify the CDTL data for a TV programto be recorded. He
then enters the data by using a bar code reader (BCR) to scan
appropriate codes on the sheet. Using both the guide and
sheet, however, is cunbersone. Furthernore, the hand-to-eye
transl ation and coordination required in such use is tedious

and error-prone.

The invention at issue in this appeal allows a user to
program a VCR quickly, easily, and accurately. He sinply
scans bar codes without reading tine and channel data. More
specifically, the user enploys a TV cal endar that includes bar
codes concerning TV prograns. The calendar is formatted as a
rectangular grid of cells arranged in rows and columms. Bar

codes for channels are arranged al ong one side of the grid,
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bar codes for tines, along another side. Each cell lies at
the intersection of a channel bar code and a tinme bar code and

contains a TV program descri ptor.

To programa VCR using the TV cal endar, a user first
finds the descriptor of a TV programto be recorded. He then
noves a BCR vertically to the colum heading to scan the tine
bar code for the program The user |ast noves the BCR
horizontally to the row heading to scan the bar code for the
program The scanned bar codes are converted to data, which
are applied to the VCRto instruct it to record the desired

progr am

Claim27, which is representative for our purposes,

foll ows:

27. A nmethod of controlling a VCR wth
a television cal endar having a rectangular grid of
cells arranged in horizontal rows and vertica
colums, a television programdescriptor |ocated in
each cell, a first set of bar codes arranged al ong
one side of the grid, a second set of bar codes
arranged al ong anot her side of the grid
perpendi cular to the first set so each cell lies at
the intersection of a bar code in the one set that
represents tine and a bar code in the other set that
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represents channel, the nethod conprising the steps
of :

selecting a descriptor of a television program
to be recorded on the VCR,

readi ng the bar code in one of the sets that
corresponds to the cell in which the sel ected
descriptor is located to identify the tine of the
sel ect ed descriptor;

reading the bar code in the other set that
corresponds to the cell in which the selected
descriptor is located to identify the channel of the
sel ected descriptor;

converting the read bar codes to tinme and
channel signals; and

applying the time and channel signals to the VCR
to record the programrepresented by the sel ected
descri ptor.

The references relied on in rejecting the clains follow

Kajitani et al. (Kajitani) 4,841, 132 Jun. 20, 1989
Shi buya et al. (Shibuya) 5, 056, 070 Cct. 8, 1991
Yuen et al. (Yuen) 5, 335, 079 Aug. 2, 1994

(filed Mar. 27,
1991).

Clainms 27 and 28 stand rejected under 35 U.S.C. § 103 as
obvi ous over Kajitani in view of Yuen and Shibuya. Rather

than repeat the argunents of the appellant or exam ner in
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toto, we refer the reader to the briefs and answers for the

respective details thereof.

OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejection advanced by
the examiner. Furthernore, we duly considered the argunents
and evidence of the appellant and exam ner. After considering
the totality of the record, we are persuaded that the exam ner

erred inrejecting clains 27 and 28. Accordingly, we reverse.

We begin by noting the following principles fromln re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@d 1955, 1956 (Fed. Cr
1993) .

In rejecting clains under 35 U S.C. Section 103, the
exam ner bears the initial burden of presenting a
prima facie case of obviousness. |n re Qetiker, 977
F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr
1992). Only if that burden is met, does the burden
of coming forward with evidence or argunent shift
to the applicant. 1d. "A prima facie case of

obvi ousness i s established when the teachings from
the prior art itself would appear to have suggested
the clained subject matter to a person of ordinary
skill inthe art.” 1nre Bell, 991 F.2d 781, 782,
26 USPRd 1529, 1531 (Fed. Gr. 1993) (quoting In re
Rinehart, 531 F.2d 1048, 1051, 189 USPQ 143, 147
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(CCPA 1976)). If the examner fails to establish a
prima facie case, the rejection is inproper and wl|l
be overturned. In re Fine, 837 F.2d 1071, 1074, 5
UsP@d 1596, 1598 (Fed. Cir. 1988).

Wth these in mnd, we analyze the exam ner’s rejection.

The exam ner summari zes his rejection as foll ows.

Since both Kajitani and Yuen et al disclose and
teach the use of recording calendars to performa
nmet hod of control [sic] a VCRto record a sel ected
tel evision program of a channel at predeterm ned
time , it would have been obvious to one of ordinary
skill in the art to conbine Kajitani's calendar with
Yuen et al's [sic] cal endar by rearrangi ng and
printing the first set of bar codes and second set
of bar codes and descriptors so that the
descriptors at |ocations associated with the bar
codes to produce a cal endar of grid of the clained
invention. (Examner’s Answer at 7-8 (extra spaces
in original).)

The appel | ant argues, “A Yuen/Kajitani conbination woul d not
produce a conprehensive, integrated grid of program

descriptors directly referencing associ ated bar codes ....

(Appeal Br. at 5.)

Clainms 27 and 28 each specify in pertinent part the
following limtations:

a television cal endar having a rectangular grid of
cells arranged in horizontal rows and vertica
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colums, a television programdescriptor |ocated in

each cell, a first set of bar codes arranged al ong

one side of the grid, a second set of bar codes

arranged al ong anot her side of the grid

perpendi cular to the first set so each cell lies at

the intersection of a bar code in the one set that

represents tine and a bar code in the other set that

represents channel
In summary, the clainmed limtations recite a TV cal endar
formatted as a rectangular grid of cells arranged in rows and
colums, with channel bar codes al ong one side of the grid,
time bar codes al ong another side, and a TV program descri ptor

in each cell.

The exam ner fails to show a teaching or suggestion of
the clained limtations. “Cbviousness may not be established
usi ng hindsight or in view of the teachings or suggestions of

the inventor.” Para-Ordnance Mg. v. SGS Inporters Int'l, 73

F.3d 1085, 1087, 37 USPQ2d 1237, 1239 (Fed. Cir. 1995)(citing

WL. Gore & Assocs.., Inc. v. Garlock, Inc., 721 F.2d 1540,

1551, 1553, 220 USPQ 303, 311, 312-13 (Fed. Gr. 1983)). *“The
mere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not make the nodification

obvi ous unless the prior art suggested the desirability of the
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nodi fication.” In re Fritch, 972 F.2d 1260, 1266, 23 USPQd

1780, 1784 (Fed. Cir. 1992) (citing In re Gordon, 733 F.2d

900, 902, 221 USPQ 1125, 1127 (Fed. Gr. 1984)). “It is
inperm ssible to use the clainmed invention as an instruction
manual or ‘tenplate’ to piece together the teachings of the
prior art so that the clainmed invention is rendered obvious.”
Fritch, 972 F.2 at 1266, 23 USPQ2d at 1784, (citing ln re
Gorman, 933 F.2d 982, 987, 18 USPQ2d 1885, 1888 (Fed. Gr

1991)).

Here, the examiner admts that Kajitani fails to “teach
the second set of bar codes is arranged in a horizontal row
which is perpendicular to the first set of bar codes and ...
the incorporating of program descriptors at |ocations of the
intersections of the first set of bar codes and second set of
bar codes.” (Examner’s Answer at 4-5.) This is an
understatenent. The reference nerely “shows a ... practica
program sheet 1 made by printing channels, dates, start tines
and end tines on a synthetic resin plate or sheet material.”
Col. 4, Il. 3-6. The sheet contains no TV program

descriptors. It is nerely a bar code sheet. Fig. 4. 1In
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addition, the sheet is not formatted as a rectangular grid
that lists channels along one side and tines al ong anot her
side. Instead, it is formatted as a collection of col umms
that |ist channels and tines in separate colums. |1d.
Furthernore, the sheet does not arrange bar codes al ong either
of its sides. |Instead, it includes bar codes inside its

col unms. | d.

The examiner fails to show that Yuen renedies the defects

of Kajitani. Yuen nerely teaches a “television calendar 200

.” Col. 14, |. 65. The calendar has “nultiple tine of day
sections 206, channel identifiers 208, and descriptive program
identifiers 210, including the nane of the program....”
Col. 14, I. 66 - col. 15, |I. 2. Figure 8 of the reference
shows that the calendar is not fornatted as a rectangular grid
of cells arranged in rows and colums. |Instead, it is
“arranged in a manner that is conmon in television guide
publications.” Col. 15, II. 2-3. Although the calendar lists
times along one side, it does not |ist channels al ong anot her

si de. Instead, it lists the channel identifiers in the sanme
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section as the tines and in a section imrediately to the right

thereof. Fig. 8.

The exam ner nerely relies on Shibuya to “teach[] the use
of recording code [sic] representing of [sic] time for the day
of month for programmng a VCR” (Examner’s Answer at 6.)

He does not allege, |et alone show, that the Shibuya renedies

the defects of Kajitani and Yuen.

For the foregoing reasons, we are not persuaded that
teachings fromthe prior art would appear to have suggested
the clainmed limtation of a TV calendar formatted as a
rectangul ar grid of cells arranged in rows and col unms, with
channel bar codes al ong one side of the grid, tinme bar codes
al ong anot her side, and a TV program descriptor in each cell
The exam ner inpermssibly relies on the appellant’s teachings

or suggestions; he has not established a prinma facie case of

obvi ousness. Therefore, we reverse the rejection of clains 27
and 28 under

35 U S.C. § 103.
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We end by noting that our reversal is based only on the
references applied in the rejection. The appellant submtted
Eur opean Patent Application 0 254 518 (‘518 Application) and
Japanese Patent Abstract JP1241923 (Tadao) in an Information
Di scl osure Statenent. (Paper No. 6 at 1.) The ‘518
Application teaches a program sheet 30 formatted as a
rectangul ar grid of cells arranged in rows and col umms, with
broadcasting stations 31 and channel nunbers 32 al ong one side
of the grid, hours along another side, and titles of prograns
33 and bar codes 34 in each cell. Col. 4, |II. 29-35
(referencing Fig. 6). Tadao teaches bar codes 2 and 3-3 in a

"program col uim of a newspaper or a nmgazine ....~

Constitution, |. 2. Scanning the bar codes “sets the
broadcast station ... and broadcast start tine of the reserved
broadcast program....” I1d. at Il. 8-9. Nevertheless,

neither the ‘518 Application nor Tadao is applied or is at

issue in the rejection before us.
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CONCLUSI ON

To summarize, the rejection of clainms 27 and 28 under

35 US.C. 8 103 is reversed.

REVERSED

LANCE LEONARD BARRY
Adm ni strative Patent Judge

JERRY SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES
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