THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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DECI S| ON ON APPEAL

! Application for patent filed January 6, 1995. According
to appellants, this application is a continuation-in-part of
Application 07/596,937, filed October 15, 1990, now abandoned;
which is a continuation-in-part of Application 07/222,776,
filed July 22, 1988, now abandoned; which is a continuation-
in-part of Application 08/249,116, filed May 25, 1994, now
U.S. Patent No. 5,514,091 issued May 7, 1996.
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This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1, 7, 14, 15, 17, 40, 52 and 53.
Clainms 19-24 have been allowed, clains 3, 8-12, 16, 18, 41, 43,
44, 46, 47, 54 and 55 have been indicated as containing
al l owabl e subject matter, clainms 4-6, 13, 42, 45, 48-51, 56 and
57 have been withdrawn from consideration as being directed to
a non-elected invention, and clainms 2 and 25-39 have been
cancel ed.

The appellants’ invention is directed to a nethod of
creating a space endoscopically at an obstructed site in
anatom cal tissue. The clains on appeal have been reproduced

in an appendix to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Si nnrei ch 3,882,852 May
13, 1975

Tovey 5, 405, 360 Apr. 11
1995

(filed Jul. 22, 1993)

THE REJECTI ONS
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Clains 1, 7, 14, 15, 17 and 40 stand rejected under 35
U S.C. 8 102(b) as being anticipated by Sinnreich.
Clains 52 and 53 stand rejected under 35 U S.C. § 102(e)

as being anticipated by Tovey.
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CPI NI ON

Anticipation is established only when a single prior art
reference discloses, either expressly or under the principles
of inherency, each and every elenent of the clainmed invention.
See In re Paul sen, 30 F.3d 1475, 1480-1481, 31 USPQRd 1671,
1675 (Fed. Cir. 1994) and In re Spada, 911 F.2d 705, 708, 15
USP2d 1655, 1657 (Fed. Cir. 1990). Anticipation by a prior
art reference does not require either the inventive concept of
the clai ned subject matter or recognition of inherent
properties that may be possessed by the reference. See
Verdegaal Brothers Inc. V. Union G| Co. O California, 814
F.2d 628, 633, 2 USPQ2d 1051, 1054 (Fed. Cir. 1987). Nor is it
required that the reference teach what the applicant is
claimng, but only that the claimon appeal "read on" sonething
disclosed in the reference, i.e., all limtations of the claim
are found in the reference. See Kalman v. Kinberly-d ark
Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Gir. 1983),
cert. denied, 465 U S. 1026 (1984).

Claiml is directed to a nethod of creating a space

endoscopically “at an obstructed site in anatom cal tissue,”
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and the steps recited in the body of the clains call for
penetrating the tissue, introducing an expandabl e nmenber “in
the anatom cal tissue . . . at the obstructed site” and
expandi ng the expandabl e nenber to displace the tissue to
create a space “at the obstructed site.” The exam ner is of
the view that the |anguage of this claimis broad enough to
read on Sinnreich, which discloses a device for penetrating the
abdonmen and expandi ng a nenbrane therein, while the appellants
argue that it is not. W find ourselves in agreenent with the
exam ner, and we therefore will sustain the rejection of claim
1. Qur reasons for arriving at this conclusion follow

From our perspective, the essence of the appellants’
argunents appears to be that the clained nethod is limted to
creating a space in solid tissue or the Iike where no space, or
a very small space, previously existed. However, that is not
what is recited in claim1, considered literally or when read
in the light of the specification. The nethod recited in the
cl ai m oper ates upon “anatom cal tissue” which, according to the
specification, “include[s] portions or the entireties of al
anatom cal parts” (page 3). The Sinnreich device shown in

Figure 5 does just that, in that it penetrates the tissue of
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t he abdonen, which certainly is anatom cal tissue. Once inside
t he abdonen, Sinnreich inflates an expandabl e menber which
creates a space that did not previously exist, in that it
insuflates the cavity to open it so that procedures can be
conducted and visualized by neans of an endoscope (colum 3).

The question then beconmes whet her the abdonmen is an
“obstructed site.” The definition of “obstructed site” set
forth on page 3 of the appellants’ specification is

anatom cal spaces or cavities of such a small size

t hat procedures cannot be visualized and/or perforned

as mell as anatom cal |ocations where no space or

cavity exists.
In our opinion, the fact that Sinnreich teaches that the
abdonmen needs to be insuflated by his device prior to inserting
an endoscope to performand visualize procedures, in and of
itself, establishes that this anatomi cal tissue falls within
the appellants’ definition of “obstructed site.” NMbreover,
considering that a cavity of such small size that procedures
cannot be visualized and/or perforned is an “obstructed site,”
according to the appellants’ specification, the abdonen of a

small adult, a child or an infant, with which the Sinnreich

device can be utilized, would qualify.
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Anot her facet of the appellants’ argunents essentially

urges that “in” in the context of the anatom cal tissue should
be interpreted as neaning “within,” that is, in the sense that
it is wthin the confines of a solid piece of tissue. On this
basi s, the appellants conclude that the | anguage of claim1l
does not read on the Sinnreich system However, the claim
recites nerely that the obstructed site is “in” anatom cal
material, and therefore in our view is broad enough to include
being sinply inside or within the abdom nal cavity, in

accordance with the common definition of “in.”? The disclosure

of the invention does not establish a nore limted definition

of “in.” Thus, the insertion of the Sinnreich device through
the abdom nal wall so that it is positioned inside the abdonen
neets the terns of the claim

Since the appellants have chosen to group dependent clains
7, 14, 15, 17 and 40 with claim1, the rejection of these
clains al so is sustained.

We reach the opposite concl usion, however, with regard to

clainms 52 and 53, which have been rejected as being anticipated

2 See, for exanple, Merriam Wbster’s Coll egiate
Dictionary, Tenth Edition, 1996, page 585.
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by Tovey. This reference discloses a device for deploying a
mesh i nplant adjacent to body tissue to which it is to be
fastened, in procedures such as the repair of a hernia. The
mechani sm t hat depl oys the net includes nenbers that are
mechanically biased to the open position. However, even if it
is conceded that the device is inserted into an “obstructed
site,” it is our viewthat the reference does not support the
conclusion that the net and its positioning arns “displaces the
anatom cal tissue to create a space” at the obstructed site
when noved into its expanded position, as is required by claim
52. In this regard, the expanding nenbers are wires and the
net is a planar sheet, and the reference does not explicitly
state that these elenents nove tissue aside to create a space
nor, in our opinion, can it be assumed that such is the

i nherent result.

The rejection of clains 52 and 53 is not sustai ned.

Wil e we have carefully considered all of the argunments
presented by the appellants, they have not convinced us that
the rejection of clains 1, 7, 14, 15, 17 and 40 shoul d not be
sustained. Qur position with regard to these argunents shoul d

be apparent fromthe foregoing recitations.
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SUMVARY
The rejection of clains 1, 7, 14, 15, 17 and 40 is
sust ai ned.
The rejection of clains 52 and 53 is not sustained.

The decision of the examner is affirned-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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