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This is a decision on appeal fromthe examner's fina
rejection of claims 9 through 11 and 13 through 17, which are
all of the clains remaining in the application. Cains 1

through 8 and 12 have been cancel ed.

Appel l ants’ invention relates to a tube or pipe for
feeding petrol (gasoline), in particular to notor vehicle
engi nes. On page 1 of the specification, appellants observe
that, at present, polyam de pipes are commonly enpl oyed for
transporting petrol in notor vehicles. However, the industry
has now determ ned that such pol yam de pi pes no | onger neet
necessary perneability requirenments, especially with the
I ncreasi ng presence of nethanol in petrol. Wen used to
transport these newer petrol fornulations containing nethanol,
t he pol yam de pipes are said to swell, resulting in a decrease
i n the nechanical properties and undesirabl e di nmensi ona
changes. In an effort to overcone these di sadvant ages
appel | ants have provided a five-layer polyam de-based petro
supply pipe as reflected in claim9 on appeal having an
internedi ate | ayer of fluoropolyner. As indicated on page 4

of the specification, it has been found that
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such a pipe, consisting of a mddle |ayer of
PVDF bonded by an adhesive bondi ng agent to two
outer and inner |ayer of polyam de nmakes it
possible to reduce the perneability by a factor
of at |least 10 when conpared with that of an
equi val ent pol yam de pi pe, while maintaining the
ot her properties, such as the cold inpact
strength, within the specification limts of the
not or vehi cl e manuf acturers.
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In addition, it is noted on page 7 of the specification that
the pi pe according to the invention is obtained in a known
manner

by coextrusion of the five conponents under

known extrusion conditions which are

appropriate to each of the thernoplastic

materials. Coextrusion of the five

conmponents facilitates the extrusion of the

m ddl e fl uoropol ynmer |ayer, especially of

PVDF, which is relatively difficult when

this layer is not "sandw ched."
Appel l ants’ invention also relates to a nmethod of naking the
above described petrol supply pipe and to a nethod of using

such a petrol supply pipe for feeding petrol to an engi ne.

A copy of independent clains 9, 16 and 17, as found in
the Appendi x to appellants’ brief, is attached to this

deci si on.

The prior art references relied upon by the exam ner in

rejecting the appeal ed clains are:

Hart et al. (Hart) 4,249, 875 Feb.
1981
Br unnhof er 5, 076, 329 Dec.
1991
Ker schbauner 5,219, 003 Jun.
1993
Nawr ot et al. (Naw ot) 5,419, 374 May
1995

10,
31,
15,

30,
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(filed Feb. 25, 1993)
Clainms 9, 10 and 15 through 17 stand rejected under
35 U.S.C. 8§ 103 as being unpatentabl e over Brunnhofer in view

of Nawr ot .
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Claim 1l stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Brunnhofer in view of Nawot as applied to

claim9 above, and further in view of Kerschbauner.

Clains 13 and 14 stand rejected under 35 U S.C. §8 103 as

bei ng unpat ent abl e over Brunnhofer in view of Naw ot "as
applied to clains 9 and 11 above,"” and further in view of

Hart . ?

Rat her than attenpt to reiterate the exam ner's ful
comentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appel |l ants
regarding the rejections, we nake reference to the examner's
answer (Paper No. 16, nmmiled May 21, 1997) for the reasoning
in support of the rejections, and to appellants’ brief (Paper
No. 15, filed April 21, 1997) and reply brief (Paper No. 18,

filed July 18, 1997) for the argunents thereagainst.

2 To the extent that clainms 13 and 14 are dependent from
claim1l, we understand this rejection to actually involve the
conbi nati on of Brunnhofer in view of Naw ot and Kerschbauner
as applied to claim11l, taken further in view of Hart.

6



Appeal No. 1997-4118
Application No. 08/381, 814



Appeal No. 1997-4118
Application No. 08/381, 814

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellants’ specification and clai ns,
to the applied prior art references, and to the respective
positions articul ated by appellants and the examner. As a
consequence of our review, we have nmade the determ nations

whi ch foll ow.

In rejecting clains 9, 10 and 15 through 17 under 35
U S.C § 103 based on Brunnhofer and Naw ot, the exam ner
recogni zes that the pol yam de-based, five |ayer, vehicle fue
| ine hose seen in Brunnhofer differs fromthe petrol supply
tube defined in appellants’ independent claim9 on appeal in
t hat Brunnhofer does not disclose the internediate |ayer (2)
therein being a fluoropol yner and does not discl ose adhesive
bondi ng |l ayers (e.g., 3, 5) as being adhesive bondi ng agent
pol ynmers or copolyners that contain carbonyl groups in their
pol ymer chains. To account for such differences, the exam ner
| ooks to the patent to Naw ot for a pol yam de-based gasoline
transport tube conprising an outer |ayer of polyam de and an

i nner |ayer of fluoropolyner, wherein the inner |ayer and
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outer | ayer are bonded together by an adhesi ve bondi ng agent

pol ymer that contains
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carbonyl groups in its polyner chain. Fromthese teachings
t he exam ner concludes that it would have been obvi ous to one
of ordinary skill in the art at the tinme the invention was
made to

substitute for the internediate | ayer and

adhesi ves of Brunnhofer a | ayer of

pol yvi nyl i dene fluoride adhered to the

pol yam des by a pol yner havi ng carbonyl groups

on its polyneric chain as suggested by Naw ot in

order to provide a polyam de based hose having a

barrier layer that exhibits characteristics of

i ncreased resistance to perneability and an

adhesive to ensure a strong bond between the

fl uoropol yner and pol yam des, while preserving

t he nechani cal effects of the polyam de.

After our review of the conbi ned teachi ngs of Brunnhofer

and Nawot, we nust agree with appellants (brief, pages 9-15,
and reply brief, pages 3-11) that, at best, Nawot’s teachings
woul d have suggested repl aci ng the innernost polyam de | ayer
(4) in the fuel line hose of Brunnhofer with a |ayer of
pol yvi nyl i dene fluoride and the bonding layer (3) in
Brunnhofer with an adhesi ve bondi ng agent | ayer of polyners or
copol yners that contain carbonyl groups in their polyner
chains. Like appellants, we are of the view that Naw ot

"teaches away"” froma fuel |ine hose like that clained by

appel l ants and which would result fromthe conbi nati on of

10
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Brunnhof er and Nawr ot as urged by the exam ner. The five-

| ayered hose resulting fromthe exam ner’s conbi nation

of the applied references would have a | ayer of polyam de as
its

i nnernost | ayer and thus such |ayer would be in contact with

t he

11
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gasol i ne-nmet hanol formulation transported by the hose, a
situation which Nawot clearly and unanbi guously teaches is

undesi r abl e.

VWhile in retrospect, it may appear that one skilled in
the art could have used a | ayer of polyvinylidene fluoride and
bondi ng |l ayers in the hose of Brunnhofer as urged by the
exam ner to increase the hose’s resistance to perneability
(answer, page
7), we observe that, |ike appellants, we find no fair teaching
or suggestion in the references applied by the exam ner for
such a conmbination. 1In this regard, |ike appellants, we note
that the nere fact that the prior art could be nodified in the
manner urged by the exam ner would not have nade such

nodi fi cati on obvious unless the prior art suggested the

desirability of the nodification. See In re Gordon, 733 F.2d
900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984) and In re
Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783 (Fed. Gr
1992). As we noted above, in our opinion the patents to
Brunnhof er and Nawrot not only fail to suggest any notivation

for, or the desirability of, the particular nodifications

12
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espoused by the exam ner, but actually teach away from such nodifications

13
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From our perspective, the exam ner has relied upon
i mper m ssi bl e hindsi ght and used appellants’ clained invention
as an instruction manual or "tenplate" in an attenpt to piece
toget her the teachings of the prior art so that the clained
i nvention is rendered obvious. This approach to a

determ nation of obviousness is inproper and cannot be

sanctioned by this Board. See In re Gorman, 933 F.2d 982,

987, 18 USPd 1885, 1888 (Fed Cir. 1991) and lnterconnect

Pl anning Corp. v. Feil, 774 F.2d

1132, 1138, 227 USPQ 543, 547 (Fed. G r. 1985). Since the

t eachi ngs and suggestions found in Brunnhofer and Naw ot woul d
not have nade the subject nmatter as a whol e of independent
clains 9, 16 and 17 on appeal obvious to one of ordinary skill
in the art at the tine of appellants’ invention, we nust
refuse to sustain the examner’s rejection of these clains,

and of dependent clainms 10 and 15, under 35 U. S.C. § 103.

We have al so reviewed the teachings of the patents to
Ker schbauner and Hart relied upon be the exam ner in
rejections of dependent clainms 11, 13 and 14 under 35 U.S.C. §
103, however, we find nothing in these references which
supplies that which we have indicated above to be | acking in

14
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t he basic conbi nati on of Brunnhofer and Nawot. Accordingly,
the examner’s rejections of clainms 11, 13 and 14 under 35

US.C. § 103 are |ikewi se not sustained.

In view of the foregoing, the exam ner's decision
rejecting clainms 9 through 11 and 13 through 17 of the present

application under 35 U S.C. 8 103 is reversed.

REVERSED
HARRI SON E. MCCANDLI SH )
Seni or Adm ni strative Patent Judge

)

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN P. MCQUADE
Adm ni strative Patent Judge

N N N N N N N N N N N

CEF/ sl d
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Penni e and Ednonds
1155 Avenue of the Anmericas
New Yor k, NY 10036-2711
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C ai ns

9. A petrol supply tube conprising five concentric |ayers
wherein the innernost |ayer conprises polyam de, the outernost
| ayer conprises polyamde, the m ddle |ayer conprises
fluoropolyner, and two | ayers of adhesive bondi ng agent
pol ymers or copol yners that contain carbonyl groups in their
pol ymer chains are situated respectively between said mddle
| ayer and said innernost and outernost |ayers.

16. A nethod of feeding petrol to an engi ne that
conprises causing said petrol to flow froma source of petro
through a petrol feed pipe in accordance with any one of
claims 9 to 11 and into said engine.

17. A nethod of meking a petrol supply tube in
accordance with any one of clains 9 to 11 which conprises
coextruding said inner, outer, mddle, and two adhesive
| ayers.
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