The opinion in support of the decision being entered today was not witten for
publication in a law journal and is not binding precedent of the Board.
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ON BRI EF

Before, KIMIN OWNENS, and KRATZ, Adm nistrative Patent Judges.
KRATZ, Adnmi nistrative Patent Judge.

DECI SI ON ON_APPEAL

This is a decision on appeal fromthe exam ner’s refusal
to allow clainms 1-20, 30 and 31, which are all of the clains
pending in this application.

BACKGROUND

Appel lants’ invention relates to a nethod of

encapsul ating a device, such as an array of solar cells, to

protect the device from adverse environnental conditions. An



Appeal No. 1997- 3868 Page 2
Application No. 08/538, 838

under st andi ng of the invention can be derived from a readi ng
of exenplary claim11l, which is reproduced bel ow.

1. A process for encapsulating a
devi ce wi thout adversely affecting the
operation and efficiency of the device
while protecting it from adverse
envi ronnental conditions, conprising:

form ng a pair of fluoropolyner
| am nates consisting of three | ayers by
positioning only a |layer of fluoropolymner
material on a |layer of adhesive materi al
having a release liner on an opposite side
t her eof ;

positioning the thus fornmed pair of
| am nates in a | anm nator apparatus;

renoving the release liner of each of
the pair of fluoropolyner |am nates; and

passi ng the device to be encapsul at ed
t hrough the | am nator apparatus such that
t he adhesive material and the fluoropol ymer
material of each of the pair |am nates are
secured on opposite sides of the device.

In addition to admtted prior art!, the prior art
references of record relied upon by the exam ner in rejecting

t he appeal ed clains are:

Bennet t 2,191,704 Feb. 27,
1940
Tur ner 3,970, 502 Jul . 20,
1976
Anagnostou et al. (Anagnostou) 4,083, 097 Apr. 11,
1978

! Appel l ants’ specification at page 9, lines 14-16 and 19-

22.
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St aat s

1977

Kasper et al. (Kasper)
1988

Nath et al. (Nath)

1993

Wat ki n

(Published British patent

4,056, 422
4,759, 816
5, 238, 519

2,042, 802
appl i cation)

Nov.
Jul .

Aug.

Sep. 24,

Page 3

01,
26,
24,

1980
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Claims 1, 3, 4, 7-14 and 16-20 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Watkin in view of
Bennett, Kasper or the prior art adm ssion. Clains 5 and 6
stand rejected under 35 U.S.C. §8 103 as being unpatentable
over Watkin in view of Bennett, Kasper or the prior art
adm ssion, and further in view of Nath. Claim 15 stands
rej ected under
35 U.S.C. 8 103 as being unpatentable over Watkin in view of
Bennett, Kasper or the prior art adm ssion, and further in
vi ew of Anagnostou. Claims 2 and 13 stand rejected under 35
Uu.S. C
8§ 103 as being unpatentable over Watkin? in view of Bennett,
Kasper or the prior art adm ssion, and further in view of
either Turner or Staats. Clains 30 and 31 stand rejected
under
35 U.S.C. 8 103 as being unpatentable over Watkin in view of
ei ther Bennett or the prior art adm ssion.

OPI NI ON

2 W regard the exam ner’s inadvertent om ssion of the Watkin
reference fromthe statenent of rejection at page 4 of the answer as
harm ess error. See, e.g., page 3 of the final rejection, item No.
6, pages 2 and 3 of the answer and item No. 9, page 7 of the brief.
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Upon careful review of the entire record including the
respective positions advanced by appellants and the exam ner,
we find ourselves in agreenent with appellants that the
exam ner has failed to carry the burden of establishing a

prima facie case of obviousness with respect to the grounds of

rejection set forth in the answer. See In re OCetiker, 977

F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992); In re
Pi asecki, 745 F.2d 1468, 1471-1472, 223 USPQ 785, 787-788
(Fed. Cir. 1984). Accordingly, we will not sustain any of the
exam ner’s stated rejections.

Al'l of the clains on appeal are directed to a |l am nation
process which includes the steps of: (1) form ng fl uoropol ymer
| am nates that are each conposed of a fluoropolymer materi al
an adhesive material and a release material and (2) |am nating
a device, such as an array of electrically connected sol ar
cells, to a pair of such fluoropolyner amnates to secure a
fluoropol ymer | am nate on opposite sides of the device after
renmoving the release material (liner) fromeach fluoropol yner
| am nate on that side.

As expl ained by the exam ner (answer, page 5), Watkin

di scl oses a process for the lam nation of a plastic materi al,
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whi ch may be a fluoropolynmer material, to a solar cell array.
Wwat kin (page 2, lines 87-103) teaches that the plastic

mat eri al (fluoropolymer) can include a heat-activated adhesive
whi ch may be considered a part of the plastic web rather than
requiring a renovable release |iner on an adhesive side of a
fluoropol ymer | am nate, which liner is renoved so that the

| am nate may be joined with the device (solar cell array) to
be adhered thereto, as clainmed herein. Wile Watkin (page 2,
lines 103-107) does refer to a release liner for the bottom

pl astic web material, that release liner is for a second
adhesi ve | ayer on the side of the plastic web that is renpte
fromthe array that is to be joined to the plastic material in
the | am nation step. Apparently recognizing this difference
in appellants’ process over the process disclosed by WatKkin,
the exam ner refers to several secondary references® to

al l egedly show "this additional limtation as conventional”
(answer, page 7, middle paragraph). However, the exam ner has

not offered a convincing explanation detailing why one of

3 Bennett, Kasper or an alleged prior art adm ssion in the
rejection of claims 1, 3, 4, 7-14 and 16-20 and Bennett or the
prior art adm ssion in the rejection of clainms 30 and 31.
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ordinary skill in the art would have been led to nodify the
particul ar process of Watkin based on the disparate teachings
of those secondary references.

Concerni ng those secondary references, we note that
Bennett refers to "ever-tacky gummed sheets or strips" (columm
1, line 9) that nmay be used with such itens as a sign for a
show wi ndow (colum 2 , |ines 30-42). Kasper is concerned
wi t h adhesive coated nenbers including a base paper (see, e.g.
colum 1, lines 6-10 and colum 2, |ines 52-62) that may be
subsequently assenbled with a base nenber, such as "signs,
| abel s, tags, credit, business or nenmbership cards, etc."
(colum 2, lines 6-10). The admtted prior art
(specification, page 9, lines 14-16 and 19-22) concerns a
commercially avail abl e pressure sensitive sandw ched adhesi ve.
Here, the exam ner has not established that one of ordinary
skill in the art would have been notivated from those
di sparate references in combination with Watkin to somehow

nodi fy the process of Watkin to arrive at the cl ai ned subject

matter as set forth in either of the separately rejected
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claims 1 or 114 the only independent clains on appeal. 1In
this regard, unlike the secondary references, the process of
Wat ki n enpl oys conti nuous webs of plastic material that are
coated with a heat-activated adhesive for use in a particular
| am nati on process without the use of a release liner for that
adhesi ve. The exam ner dism sses the clained process

di fferences over the process of Watkin as “being held/ seen to

be ANCI LLARY AT BEST (and trivial at worst)” (answer, page 7).

However, such a statenent sinply does not furnish a
viable rationale for a nodification of the process of Watkin
that one of ordinary skill in the art would have been led to

make fromthe prior art teachings being relied upon. 1In order

4 We note that an anmendnent (Paper No. 13, page 2)
directed that the words "pair of" be entered before the term
"fluoropolynmer” in line 3 of claim1ll. However, the term
“fluoropolymer" appears twice in that |line and the anmendnent
did not direct at which occurrence of that termthe added
words were to be entered. Notw thstandi ng that inpreciseness
in the amendnent directions, the words "pair of" were
clerically entered after the second occurrence of
"fluoropolynmer." A reading of the claimand the copy of claim
11 in the appendix to the brief would appear to suggest that
appel l ants desired that anmendnent to be entered prior to the
first occurrence of "fluoropolyner." W leave it to
appel l ants and the exam ner to straighten out this matter
prior to final disposition of this application.
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for a prima facie case of obviousness of appellants’ clained

invention to be established, the prior art nust be such that
it would have provided one of ordinary skill in the art with
both a suggestion to carry out appellants’ clainmed process and

a reasonabl e expectation of success in doing so. See In re

Dow Chem cal Co., 837 F.2d 469, 473, 5 USPQd 1529, 1531 (Fed.

Cir. 1988). "Both the suggestion and the expectation of
success nust be founded in the prior art, not in the
applicant’s disclosure.”™ 1d. The nere possibility that the
prior art could be nodified such that appellants’ process is

carried out is not a sufficient basis for a prim facie case

of obvi ousness. See |n re Brouwer, 77 F.3d 422, 425, 37

USPQ2d 1663, 1666 (Fed. Cir. 1996); In re Ochiai, 71 F.3d

1565, 1570, 37 USPQR2d 1127, 1131 (Fed. Cir. 1995).
Mor eover, the exam ner has not proven that the
addi tional references that are variously applied in rejecting
sone of the dependent clainms in each of the several separately
stated rejections cure the above-noted deficiencies.
Thus, the present record indicates that the exam ner used

i nperm ssi bl e hindsight when rejecting the clains. See WL.
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Gore & Associates v. Garlock, Inc., 721 F.2d 1540, 1553, 220

USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S. 851

(1984); In re Rothernel, 276 F.2d 393, 396, 125 USPQ 328, 331

(CCPA 1960). Accordingly, we will not sustain the exam ner’s
8 103 rejections of the appeal ed cl ai ns.

CONCLUSI ON

The decision of the examner to reject claims 1, 3, 4, 7-
14 and 16-20 under 35 U . S.C. § 103 as bei ng unpatentable over
Watkin in view of Bennett, Kasper or the prior art adm ssion;
claims 5 and 6 under 35 U.S.C. 8§ 103 as being unpatentable
over Watkin in view of Bennett, Kasper or the prior art
adm ssion, and further in view of Nath; claim15 under 35
U.S.C. 8 103 as being unpatentable over Watkin in view of
Bennett, Kasper or the prior art adm ssion, and further in
vi ew of Anagnostou; clainms 2 and 13 under 35 U.S.C. 8§ 103 as
bei ng unpatentabl e over Watkin in view of Bennett, Kasper or
the prior art adm ssion, and further in view of either Turner
or Staats; and clainms 30 and 31 under
35 U.S.C. 8 103 as being unpatentable over Watkin in view of

ei ther Bennett or the prior art adnmi ssion is reversed.
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REVERSED
EDWARD C. KI MLIN )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
TERRY J. OVENS ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PETER F. KRATZ )
Adm ni strative Patent Judge )
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