THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore FRANKFORT, M QUADE, and NASE, Adninistrative Patent

Judges.
NASE, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 to 8 which are all of the clains

pending in this application.?

' Cdaim1l was anended subsequent to the final rejection.

Wil e the exam ner has approved entry of the anendnent after
final rejection (filed January 7, 1997), we note that this
anendnent has not been clerically entered.
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We REVERSE.
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BACKGROUND

The appellant's invention relates to a "push-up" type
package for a frozen confection which includes a plunger
menber which can be used as a novelty ink stanp after
consunption of the confection (specification, p. 1). A
substantially correct copy of the clains under appeal is set

forth in the appendix to the appellant's brief.?

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Chanber | ai n 204, 421 June 4,
1878

Whel ess 377,974 Feb. 14,
1888

Zabri ski e 1, 607, 660 Nov.
23, 1926

Col li er 3, 085, 883 Apr. 16,
1963

St unp 3, 595, 449 July 27,
1971

Hodska 3,968, 262 July 6,
1976

Muel | er 5,111,973 May 12,
1992

2 Caiml as set forth in the appendix to the brief does
not reflect the amendnents nmade to Caim1 subsequent to the
final rejection.
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Per ez? 1,047, 276 Dec. 14,
1953

(France)
D Avignonet et al.* 2,397,793 Feb.
16, 1979
(D Avi gnonet) (France)
Caggi ano® 0 488 447 June 3,
1992

(Eur opean Pat ent Application)

In addition, the exam ner also relied upon the appellant's
adm ssion of prior art found on page 1 of the specification.

Clains 1, 2 and 4 to 8 stand rejected under 35 U S.C. §
103 as bei ng unpat ent abl e over appellant's adm ssion of prior
art as further evidenced by Stunp in view of Collier further
in view of Perez, D Avignonet, Hodska and Caggi ano, further in

vi ew of Zabriskie, further in view of Chamberl ain and Whel ess.

3 In determning the teachings of Perez, we will rely on
the translation provided by the PTO A copy of the
translation is attached for the appellant's conveni ence.

* The exam ner has referred to this reference as
"Reference L." In determ ning the teachings of D Avignonet,
we wll rely on the translation provided by the PTO A copy
of the translation is attached for the appellant's
conveni ence.

5 The exam ner has referred to this reference as
“Uni |l ever."
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Claim3 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over the references as applied to claim1l above,

and further in view of Mieller.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 11
mai l ed April 15, 1997) for the exam ner's conplete reasoning
in support of the rejections, and to the brief (Paper No. 10,
filed January 7, 1997) for the appellant’'s argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the examner is

insufficient to establish a prina facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
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not sustain the examner's rejection of clains 1 to 8 under 35

US C 8§ 103. Qur reasoning for this determ nation foll ows.

In rejecting clains under 35 U S.C. 8§ 103, the exan ner

bears the initial burden of presenting a prinma facie case of

obviousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The appel |l ant argues (brief, pp. 4-8) that the applied
prior art does not suggest the claimed subject matter. W

agr ee.

All the clains under appeal require a "push-up" type
package for a frozen confection having a plunger nenber with a

rai sed printing surface which can be used as a novelty ink



Appeal No. 1997-3814 Page 7

Appl i cation No. 08/601, 461

stanp after consunption of the confection. However, these
[imtations are not suggested by the applied prior art. In
that regard, while sone of the applied prior art (i.e.,
Collier, Perez, D Avignonet, Hodska and Caggi ano) do teach a
frozen confection having a toy and sone of the applied prior
art (Zabriskie, Chanberlain and Wel ess) do teach a hand stanp
conbi ned with another conventional elenment, the applied prior
art woul d not have suggested providing the plunger nenber of a
"push-up" type package for a frozen confection with a raised
printing surface which can be used as a novelty ink stanp
after consunption of the confection. In our view, the only
suggestion for nodifying the appellant's adm ssion of prior
art as evidenced by Stunp to neet the above-noted limtations
stens from hi ndsi ght know edge derived fromthe appellant's
own di sclosure. The use of such hindsi ght know edge to
support an obvi ousness rejection under 35 U S.C. § 103 is, of

course, inpermssible. See, for exanple, W L. Gore and

Associates, Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220

USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469 U S. 851

(1984). It follows that we cannot sustain the exam ner's

rejections of clains 1 to 8.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1 to 8 under 35 U.S.C. §8 103 is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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