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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allow clains 15-17 and 19-29, as anended after final
rejection. Caim30, the only other claimpending in this
application, has been indicated as all owable by the exam ner.?

BACKGROUND

! See page 2 of the supplenental exam ner’s answer.
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Appel lant's invention relates to an el ectrophot ographic
i magi ng nmenber conprising a substrate, a charge generating
| ayer,
a charge transport |layer and a particularly specified overcoat
| ayer, and a nethod of preparing such a nenber. An
under standi ng of the invention can be derived froma reading
of exenplary claim15, which is reproduced bel ow
15. An el ectrophot ographi c i magi ng nenber
conprising a substrate, a charge generating |layer, a
charge transport |ayer, and an overcoat | ayer
conprising a hydroxy triphenyl methane having at
| east one hydroxy functional group and a pol yam de
filmform ng binder capable of form ng hydrogen
bonds wth said hydroxy functional group of said
hydroxy triphenyl nethane nol ecul e, said charge
transport | ayer being substantially free of
tri phenyl nethane nol ecul es.
The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Yanus et al. (Yanus) 4, 806, 443 Feb

21, 1989
Li ndbl ad et al. (Lindblad) EP 473 292 Mar. 04,
1992

(publ i shed European Patent Application)
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Kanbo et al. (Kanbo)? JP 55-98754 Jul . 28,
1980

(publ i shed Japanese Kokai Patent Application)

Takei et al. (Takei)?® JP 63-14153 Jan. 21
1988

(publ i shed Japanese Kokai Patent Application)

Clains 15, 16, 19-24 and 26-29 stand rejected under 35
U S.C. 8 103 as being unpatentable over Lindblad (EP *292) in
vi ew of Takei (JP '153). Caim 17 stands rejected under 35
U S.C. 8 103 as being unpatentable over Lindblad (EP *292) in
vi ew of Takei (JP ’'153) and Kanbo (JP *754). daim25 stands
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
Li ndblad (EP "292) in view of Takei (JP ’153) and Yanus.

OPI NI ON

Upon careful review of the entire record including the

respective positions advanced by appellants and the exani ner

Wi th respect to the rejections that remain before us for

2 Al references to Kanbo in this decision are to the English | anguage
transl ation thereof of record. A copy of the translation acconpanies this
deci si on.

3 Al references to Takei in this decision are to the English | anguage
translation thereof of record. A copy of the translation acconpanies this
deci si on.
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review, we find ourselves in agreenment with appellants that
the exam ner has failed to carry the burden of establishing a

prima facie case of obviousness. See In re Cetiker, 977 F.2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cir. 1992); In re

Pi asecki, 745 F.2d 1468, 1471-1472, 223 USPQ 785, 787-788
(Fed. Gr. 1984). Accordingly, we will not sustain the
exam ner's rejections.

Li ndbl ad (page 4, lines 41-43) teaches that an
el ect rophot ographi ¢ i magi ng nenber may be nmade of a substrate
| ayer, a charge generating |layer, a charge transport |ayer and
an overcoat layer. Lindblad (page 4, lines 39 and 40)
di scl oses that the overcoat |ayer may include a charge
transport conpound and a bi nder, which are bonded through
hydrogen bonds. Lindblad notes that one of the preferred
bi nders which may be used in the overcoat |ayer is a
particul ar polyam de (page 7, lines 29-36). Lindbl ad is
concerned with the surface roughness of the overcoat |ayer and

the wear rate thereof and suggests a nunber of materials that

4 We agree with the exam ner that the only issues before us relate to
the § 103 rejections as carried forward in the answer. See item No. 6 of the
answer as nodified by the supplenental answer in light of the anendnent after
final filed Decenmber 23, 1996
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may be useful as a charge transport conpound therein including
aromati c am ne conpounds of the fornulas as set forth at pages
6 and 7 of the published European Patent Application.

Li ndbl ad points out that the charge transport conpound may

i ncl ude hydroxy groups for reacting with the binder. See,
e.g., page 6, lines 15 and 16 and page 7, lines 4-17 of

Li ndbl ad. However, as acknow edged by the exam ner (answer,
page 7), Lindblad “does not exenplify the use of hydroxy-
cont ai ning charge transporting nol ecules in said overcoat

| ayer as described in the instant clains;” that is, a hydroxy
tri phenyl nethane type conpound. Also, Lindblad does not
explicitly describe the herein

claimed requirenent that the charge transport |ayer be
substantially free of triphenyl nethane nol ecules while a

hydr oxy

tri phenyl nethane type conpound is used in the overcoat | ayer.

Takei describes a positively charging el ectrophot ographic
phot osensitive material that is made by “sequentially
| am nating a charge transport |ayer, a charge generating |ayer

and a protective layer if desirable on a conductive support”
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wherein the “charge generating |ayer contains a charge
transporting substance and an aryl al kane conpound...” of a
specified fornmula. See the carryover sentence at pages 8 and 9
of Takei and the general formula of the aryl al kane conpound
that is set forth on page 9 of Takei.® While the aryl al kane
conmpound may be used in the protective |ayer of Takei, the
aryl al kane conpound is a distinct conpound fromthe charge
transporting material (CTM of Takei. See pages 26 through 34a
of Takei for a listing of charge transporting materials and
pages 9-13 for a description of the aryl al kane conpound
additive. According to Takei (page 10, lines 12-26), the
aryl al kane conpound is used for protecting the CIM conpound
from ozone attack

The exami ner’s position appears to be that it would have
been obvious to one of ordinary skill in the art to have
sel ected an hydroxy substituted triphenyl nethane type
conpound from anong the plethora of conpounds discl osed as an
aryl al kane additive conmpound in Takei for use as a charge

transporting conpound in the overcoat |ayer of Lindblad based

5 As set forth in footnote 3 above, our references to Takei are to the
English | anguage transl ation thereof, of record.
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on Lindblad s teaching of using a hydroxy containing charge
transport nolecule in the overcoat |ayer. See pages 8 and 11
of the answer. W disagree. The exam ner has not
adequat el y expl ai ned how Li ndbl ad taken with Takei suggests
such a nodification. Wile Lindblad does suggest that the
charge transport nol ecul es nay contain hydroxy groups, the
exam ner has, in essence, acknow edged that Lindblad does not
teach the use of the herein clained hydroxy triphenyl nethane
as a charge transport material (CTM for use in the overcoat

| ayer of Lindblad. See answer, page 7. The nere fact that
the general formula for the aryl al kane conpound additive of
Takei may be inclusive of a hydroxy triphenyl nethane does not
expl ain why one of ordinary skill in the art would be led to
sel ect such a hydroxy triphenyl nethane for use as a CTMin

t he

overcoat | ayer of Lindblad. This is especially so given that
t he exam ner has not expl ained why one of ordinary skill in
the art would have sel ected one of the many types of
aryl al kane conpounds di sclosed in Takei as an alternative CIM
for use in Lindblad since Takei teaches that a CIM shoul d be

sel ected from anong
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the separate list of charge transport naterials (CTMS) set
forth
at pages 26-34a thereof. The exam ner has not adequately
expl ai ned, nor do we find, that either of the applied
references, alone or in conbination, teaches or suggests that
the properties of only sel ect hydroxy containing aryl al kane
conpounds of Takei are such that they would serve as a ready
substitute for the CTM materials taught by Lindblad for use in
t he overcoat | ayer

In order for a prima facie case of obviousness of the
clainmed invention to be established, the prior art as applied
must be such that it would have provi ded one of ordinary skil
in the art with both a suggestion to carry out appellants
clainmed invention and a reasonabl e expectation of success in
doing so. See In re Dow Chem cal Co., 837 F.2d 469, 473, 5
UsP@d 1529,
1531 (Fed. Cir. 1988). "Both the suggestion and the
expectation of success nust be founded in the prior art, not

in the applicant's disclosure.” Id.
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For the foregoing reasons, we find that the exam ner has
not established a prima facie case of obviousness. Because we
reverse the stated rejection of clainms 15, 16, 19-24 and 26-29
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Lindblad (EP
'292) in view of Takei (JP ’153) on this basis, we need not
reach
the issue of the sufficiency of the asserted show ng of
unexpected results. See In re Geiger, 815 F.2d 686, 688, 2
USPQ2d 1276, 1278 (Fed. Cir. 1987).

Si nce the exam ner has not shown how the other references
that are additionally applied against each of clains 17 and 25
make up for the above-noted deficiencies, we shall also
reverse the 8 103 rejections of those clains.

CONCLUSI ON
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The decision of the exam ner i s reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

PETER F. KRATZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

CATHERI NE TI MM
Adm ni strative Patent Judge
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