THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore ONENS, KRATZ, and TIMM Adninistrative Patent Judges.
KRATZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 2-4, 16 and 17, which are all of the
clainms pending in this application.

BACKGROUND

Appel lants' invention relates to a catalytic method of
hydrotreating hydrocarbons to renove nitrogen and sul fur

therefrom Appellants indicate (brief, page 4) that dependent
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claims 2-4 and 16 stand or fall with claim17, the sole
i ndependent cl ai mon appeal. See page 4 of the brief. daim
17 is reproduced bel ow.

17. A process for treating a charge
hydr ocarbon characterized by an initial boiling
poi nt of from about 70EF to 700EF, and
cont ai ni ng undesired nitrogen and sul fur which
conprises nmaintaining a bed of sulfided carbon-
supported catal yst contai ning:

(1) at | east one netal selected from
10-40 wt % tungsten or 5-18wt % nol ybdenum and

(1i1) 3-12 % of a non-noble Goup VIII
nmetal ; and

(1i1)1-10 wt % chrom um

(1v) wherein the netals are | oaded onto the
carbon support from aqueous sol utions of salts
of the elenents, and

(v) wherein the carbon support has a B.E. T.
surface area in the range of 600 n¥/g to 2000
nt/ g, a total pore volunme for nitrogen of at
| east 0.4 cc/g, and an average pore dianeter by
ni trogen absorption, defined as Average Pore
D ameter (Angstrons):

= 40,000 X Pore Volune for Nitrogen in
cclg.

Ni t rogen BET Surface Area in n¥g.

of between 16 and 50 Angstrons,

passi ng said charge hydrocarbon in the
presence of hydrogen, at a hydrogen feed rate of
200-5000 SCFB into contact with said sulfided
catal yst defined above at hydrotreating
conditions, including a tenperature of 570EF-
720EF and a pressure of 400-1500 psig, thereby
ef fecting hydrodenitrogenation and
hydr odesul furi zati on of said charge hydrocarbon
cont ai ni ng undesired nitrogen and sul fur and
form ng a product stream of hydrocarbon
containing a |l esser quantity of undesired
nitrogen and sul fur, and recovering said product
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stream of hydrocarbon containing a | esser
quality of undesired nitrogen and sul fur.
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The sole prior art reference of record relied upon by the
examner in rejecting the appealed clains is:
Wennerberg et al. (Wennerberq) 3,812,028 May 21,
1974

Clainms 2-4, 16 and 17 stand rejected under 35 U.S.C. §
103 as bei ng unpat ent abl e over Wnner berg.

OPI NI ON

We have carefully reviewed the respective positions
presented by appellants and the examner. In so doing, we
find our- selves in agreenent with appellants that the applied

prior art fails to establish a prima facie case of obviousness

of the clainmed subject matter. Accordingly, we wll not
sustain the examner's rejection for essentially those reasons
advanced by appellants, and we add the followng primarily for
enphasi s.

The exam ner asserts, in effect, that it would have been
obvious to select a catalyst as clained in light of the nore
general teachings of Wennerberg and optim ze the process of
the patent to arrive at the pressure conditions and anmounts of
nmetal s used in appellants’ catalyst. This is so in the

examner’s view "since it is well known in the art to adjust
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tenperatures and pressures in hydrotreating processes to
af fect the conversions of hydrocarbons and to affect the
degree of contam nant renoval " (answer, page 6). Wile the
exam ner correctly recognizes that the catalyst utilized in
the herein clainmed process is not disclosed in Wnnerberg, the
exam ner expresses the opinion that "one of ordinary skill in
the art would be directed by Wennerberg to use a chrom um
containing catalyst . . ." (answer, page 7) that would
correspond to appellant’s catal yst and enpl oy G oup VI and
VIIl netals and a carbon support with characteristics as
cl ai med herein.

Qur review of the reference relied upon by the exam ner
| eads us to the determnation that the exanminer’s rejection is
founded on an i nadequate evidentiary basis to establish the
obvi ousness of the clained process within the nmeani ng of
35 U S.C 8 103. For exanple, notw thstanding the exam ner’s
opi ni on, Wennerberg does not suggest using a pressure wthin
the herein clainmd range of 400-1500 p.s.i.g. and a particul ar
catal yst as defined in the appealed clains in practicing their
process of catalytically treating pol ynuclear aromatic

containing feeds with hydrogen to obtain | ower boiling
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products. Rather, Wnnerberg teaches the use of pressures
above 2200 p.s.i.g. (2200-4000 p.s.i.g. of hydrogen parti al
pressure) are necessary to avoid rapid catal yst deactivation

(colum 1, lines 48-67).
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Wi | e Wennerberg does di scl ose the use of various
catal ysts including Goup VI and/or Goup VIII netal(s) with
activated carbon; there is no specific suggestion in the
patent to pick out: one metal fromtungsten or nol ybdenum a
non-noble Goup VIII nmetal and chromumin anounts within the
cl ai med ranges for these catal yst conponents together with a
carbon support with the properties recited in the appeal ed
claims fromthe general teachings of Wnnerberg regarding
catal yst preparation and use so as to | ead one of ordinary
skill in the art to the herein clained process catalyst.
Hence, on this record, we do not agree with the exam ner’s
position regardi ng the obvi ousness of the proposed
nodi fi cati ons of Wenner berg.

W note that the nere fact that the prior art could be
nodi fi ed as proposed by the exam ner is not sufficient to

establish a prima facie case. See In re Fritsch, 972 F.2d

1260, 1266, 23 USPQ2d 1780, 1783 (Fed. Cir. 1992). The
determ nati on of obvi ousness must be based on facts, and not

on unsupported generalities. See In re Freed, 425 F. 2d 785,

787, 165 USPQ 570, 571 (CCPA 1970). Moreover, there nust be
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sonme basis in the references for concluding that the clainmed

subj ect matter woul d have been obvi ous.

In our view, the notivation for the exam ner's stated
rejection appears to conme solely fromthe description of
appel lants’ invention in their specification. Thus, the
record
i ndi cates that the exam ner used inperm ssible hindsight when

rejecting the clains. See WL. Gore & Associates v. Garl ock,

Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Grr

1983), cert. denied, 469 U S. 851 (1984); In re Rothernel, 276

F.2d 393, 396, 125 USPQ 328, 331 (CCPA 1960). Accordingly, we
will not sustain the examiner’s rejection for the reasons set
forth above and as devel oped in appellants’ brief.

CONCLUSI ON

The decision of the examner to reject clains 2-4, 16 and
17 under 35 U. S.C. § 103 as bei ng unpatentabl e over Wennerberg

is reversed.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED
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