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The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection

of clainms 1-11, all of the clainms pending in the present
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application. An anendnent after final rejection filed
Septenber 9, 1996 was denied entry by the Exam ner.

The clained invention relates to a cartridge for a disk-
shaped storage nmedium the cartridge having partition walls
formed by ribs which extend fromthe interior surface of each
half of the cartridge shell. Mre particularly, when the
cartridge half shells are assenbled together, a protrusion in
one rib mates with a conplenentary shaped groove in the other
rib. The ribs, which do not neet but rather define a snal
gap between them are aligned to forma rib wall creating a
conpartnent which separates the disk-shaped storage nedi um
fromthe rest of the cartridge interior. Appellants assert at
page 4 of the specification that this rib wall serves to
prevent debris fromentering the nedia storage conpartnment.

Claimlis illustrative of the invention and read as
fol | ows:

1. Acartridge for a disk-shaped storage nedi um
conpri si ng:

a first cartridge shell having a first rib on an interior
surface thereof, the first rib having a top having a
groove therein extending along the length of the

first rib; and

a second cartridge shell having a second rib on an
interior surface thereof, the second rib having a
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top having a protrusion therefrom extending al ong the
| ength of the second ri b;
wherein the first and second cartridge shells are assenbl ed
together wth their interior surfaces facing each other,
wherein the two ribs are aligned with each other so that the
protrusion fromthe second rib is aligned with and extends
into the groove in the first rib, and wherein the tops of the
first and second ribs define a gap between them so that the
two ribs are not secured to each other.
The Examiner relies on the followng prior art:
Weavers et al. (Wavers) 4,564, 878 Jan
14,
1986
Claims 1-5 and 7-9 stand finally rejected under 35 U. S. C
§ 102(b) as being anticipated by Wavers. Cdains 6, 10, and
11 stand finally rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Wavers.
Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs! and Answers for the

respective details thereof.

CPI NI ON

! The Appeal Brief was filed Decenber 13, 1996. In
response to the Exami ner’s Answer dated January 27, 1997, a
Reply Brief was filed February 25, 1997. The Exam ner entered
the Reply Brief and submtted a suppl enmental Exam ner’s Answer
dated April 11, 1997.
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We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, the argunents
in support of the rejections and the evidence of anticipation
and obvi ousness relied upon by the Exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, Appellants’ argunents
set forth in the Briefs along with the Exam ner’s rationale in
support of the rejections and argunents in rebuttal set forth
in the Exam ner’s Answers.

It is our view, after consideration of the record before
us, that the disclosure of Weavers fully neets the invention
as recited in clainms 1-5 and 8. W reach the opposite
concl usi on, however, with respect to clains 7 and 9. W are
al so of the view that the evidence relied upon and the |evel
of skill in the particular art would not have suggested to one
of ordinary skill in the art the obviousness of the invention
set forth in clainms 6, 10, and 11. Accordingly, we affirmin-
part.

We consider first the rejection of clains 1-5 and 7-
9 under 35 U.S.C. § 102(b) as anticipated by Wavers.

Anticipation is established only when a single prior art
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reference discloses, expressly or under the principles of

i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 1554,

220 USPQ 303, 313 (Fed. Cir. 1983), cert. denied, 469 U S. 851
(1984).
Wth respect to independent clainms 1 and 8, the Exam ner

has indicated how the various limtations are read on the

di scl osure of Weavers (Answer, page 4). |In particular, the
Exam ner points to Weavers’ Figure 5 illustration and
acconpanyi ng description at colum 2, line 61 to colum 3,
line 4. In the Examner’s interpretation of Wavers, the

openi ng 56 extending along the length of rib extension 54 in

first cartridge shell 52 corresponds to the clained “groove,”
and the elenment 62 extending from second shell 58 inclusive of
a protrusion 60 extending along its length corresponds to the

“second rib having a top having a protrusion...” as clained.
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In response, Appellants attack (Brief, page 8) the
Exam ner’s characterization of Wavers’ opening 56 and mating
extension 60 as a “groove” and “rib,” respectively. After
careful review of the Weavers’ reference in light of the
argunents of record, we are in agreenent with the Exam ner’s
position as stated in the Answer. In our view, the Exam ner’s
interpretation of “groove” and “rib,” buttressed by the
dictionary definitions supplied by the Exam ner, is in
accordance wth the accepted nmeaning of those terns. As
poi nted out by the Exam ner (Supplenental Answer, page 4),
Appel I ants have provided no definition in the specification
for the terms in question that would lead to an interpretation
other than their plain accepted neaning. Wen not defined in
the specification, the words of a claimnust be given their
plain nmeaning, i.e., they nust be read as they would be
interpreted by those of ordinary skill inthe art. Inre
Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cr.
1983) .

We also find Appellants’ argunents directed to the
alleged frictional fit of Wavers’ rib tab 60 into rib chanber

56 to be unpersuasive. W agree with the Exam ner that, in
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the conpl eted structure of Wavers’ cassette, the tab 60 and
chanber 56 are mated in a “near” friction fit resulting in the
creation of a gap and, thereby, in the words of claim1l, *“not
secured to each other.”

For the above reasons, the Examner’s 35 U . S.C. § 102(b)
rejection of independent clains 1 and 8 is sustai ned.
Dependent clainms 2-5 have not been separately argued by
Appel I ants and, accordingly, these clains will be treated as

falling with their parent clains. See In re Young, 927 F. 2d

588, 590, 18 USPQ@d 1089, 1091 (Fed. Gr. 1991); In re
Ni el son, 816 F.2d 1567, 1572, 2 USPQ2d 1525, 1528 (Fed. Grr

1987); and In re Wod, 582 F.2d

638, 642, 199 USPQ 137, 140 (CCPA 1978). Thus, it follows
that the examner's rejection of clains 2-5 under 35 U.S.C. §
102(b) is al so sustained.

We next consider the Exam ner’s rejection of dependent
clains 7 and 9 as anticipated by Wavers. Unlike independent
claims 1 and 8 discussed supra, clains 7 and 9 include a
positive recitation of a disk-shaped storage nmedi um i ncl uded
in a cartridge shell. dains 7 and 9 further recite:

wherein the two ribs forma rib wall defining
a conpartment which separates the di sk-shaped

7
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storage nedium from ot her portions of the
cartridge interior,

I n concluding that Weavers discloses these limtations,
the Exam ner refers to a passage at colum 1, lines 49-52 of
Weavers which states:

[t]he invention also can be used for the breakout
tab of any recordi ng cassette, cartridge or
magazi ne, all of which are below called “cassette”.

We agree with Appellants, however (Brief, page 10), that
this mniml disclosure of Weavers does not contenpl ate the
“di sk-shaped storage nediuni of clains 7 and 9 and nost
certainly not the explicitly stated conpartnental rib wall
separating structure limtations. Accordingly, the Exam ner’s
35 U S.C
8§ 102(b) rejection of dependent clains 7 and 9 is not
sust ai ned.

Turning to the obviousness rejection of clainms 6, 10, and
11, we note that in rejecting clainms under 35 U S.C. 8§ 103, it
is i ncunbent upon the Exam ner to establish a factual basis
to
support the | egal conclusion of obviousness. See In re Fine,

837

F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cr. 1988). 1In so
8
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doi ng, the Exami ner is expected to nmake the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), _cert.

deni ed, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.
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Cir. 1984). These show ngs by the Exam ner are an essenti al

part

of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

At the outset, we note that each of the dependent clains
6, 10, and 11 recites that the gap between the first and
second ribs has a specific dinension, i.e., about 0.2 mm or
0.1 mm As the basis for the obviousness rejection, the
Exam ner asserts (Answer, page 8) the obviousness to the
skilled artisan to provide a gap wdth, in Wavers, of the
presently cl ai ned di nensions “through routine optimzation and
experinmentation.”

After reviewing the argunents in response, we are in
agreenent with Appellants that the Exam ner has not

established a prima facie case of obviousness. Appellants’

specification at page 6 describes the inportance of the

10
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particular clainmed rib gap di nensions, i.e., prevention of
dust and debris fromentering the interior of the cartridge
and harm ng the storage disk. W find no explicit disclosure
or any inference taken fromthe disclosure of Wavers that any
such problemexisted in the system of Wavers. Further, the
Exam ner has not provi ded any evidence or specific findings
that the Wavers reference as applied suggests nodi fying the
rib gap dinmensions to obtain Appellants’ invention. The nere
fact that the prior art may be nodified in the manner
suggested by the Exam ner does not make the nodification

obvi ous unless the prior art suggested the desirability of the

nmodi fi cati on. In re Fritch, 972 F. 2d 1260, 1266 n. 14, 23

UsP2d 1780, 1783-84 n. 14 (Fed. Gr. 1992). Thus, the
Examner’'s 35 U.S.C. 8 103 rejection of clains 6, 10, and 11
IS not sustained.

I n conclusion, we have not sustained the rejection of
clains 7 and 9 under 35 U.S.C. §8 102(b) nor the rejection of
clainms 6, 10, and 11 under 35 U.S.C. § 103, but we have
sustained the rejection of clains 1-5 and 8 under 35 U S.C. §
102(b). Accordingly, the decision of the Exam ner rejecting

claims 1-11 is affirmed-in-part.

11
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

Errol A Krass
Adm ni strative Patent Judge

Jerry Smth BOARD OF
PATENT
APPEALS AND

| NTERFERENCES

Adm ni strative Patent Judge

Joseph F. Ruggiero
Adm ni strative Patent Judge

JFR t dl
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Eric D. Levinson

3M Ofice of Intell ectual
Property Counsel

P. 0. Box 33427

St. Paul, M 55133-3427
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