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The opinion in support of the decision being entered
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This is a decision on appeal under 35 U S.C. 8§ 134 from
the examiner's final rejection of clains 1, 6, 11, and 15-30.
Clainms 2-5, 7-10, and 12-14 have been cancel ed.

W reverse.

BACKGROUND

The invention is in a rotary actuator for positioning a
dual gap (wite gap and read gap) transducing head relative to
a track on a rotating recordi ng nedium and a net hod for
reducing track msregistration. Track msregistration is
where the read gap tries to read along a portion of the track
where there is no information witten or to read undesired
i nformati on froman adjacent data track. The wite gap, which
Is located in front of the read gap in the direction of
rel ati ve novenent of the head over the track, defines a shadow
or "tunnel margin" of the track. The invention is that the
read gap has a size and position to read information only from
the shadow or the tunnel margin of the wite gap at al
positions of the head between the inner and outer radia
positions over the rotating recording nedium The position
errors of the read gap may be defined in terns of mathematica

rel ationships as in clains 17 and 18.
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Caiml is reproduced bel ow

1. In a rotary actuator for positioning a dual gap
transduci ng head relative to a track on a rotating
recordi ng medium the nediumrotating about a first axis
and the rotary actuator noving the head adjacent the
medi um about a second axis parallel to the first axis
between an inner radial position adjacent an inner-nost
track and an outer radial position adjacent an outer-npst
track on the nedium the head conpri sing:

means for witing information on a recordi ng nedi um
the neans for witing information defining a
shadow over the track, the shadow having a wi dth
conprising the radial width of infornmation
witten on the track; and

nmeans for reading information fromthe recording
medi um
wherein the reading neans is spaced fromthe
writing neans and | ocated conpletely within the
shadow of the witing nmeans at all positions
bet ween the inner and outer radial positions
over the rotating recording medi um
The exam ner relies on the followng prior art:
Mowr y 5, 208, 715 May 4, 1993
The specification stands objected to and clains 17-24 and
27-30 stand rejected under 35 U.S.C. § 112, first paragraph,
as failing to provide an enabling disclosure.
Clains 1, 6, 11, and 15-30 stand rejected under 35 U S. C

8§ 102(e) as being anticipated by, or in the alternative, under

8§ 103 as bei ng unpatentable over Mowy.
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W refer to the Final Rejection (Paper No. 12), the
Exam ner's Answer (Paper No. 19) (pages referred to as
"EA "), the [First] Supplenental Exam ner's Answer (Paper
No. 21) (pages referred to as "SEA "), the [ Second]

Suppl enental Exam ner's Answer (Paper No. 23) (pages referred
to as "2dSEA_ "), and the [Third] Suppl enental Exam ner's
Answer (Paper No. 25) (pages referred to as "3dSEA ") for a
statenment of the exam ner's position. W refer to the Brief
(Paper No. 16%), the Reply Brief (Paper No. 20) (pages
referred to as "RBr__"), the [First] Supplenental Reply Brief
(Paper No. 22) (pages referred to as "SRBr__ "), and the
[ Second] Supplenental Reply Brief (Paper No. 24) (pages
referred to as "2dSRBr __ ") for a statenent of the appellants’
position.

OPI NI ON
X,_and X,

It is noted that the relationships for X and X, on page 5
of the specification are inconsistent with X and X, as shown
in figures 3 and 4. X and X, according to the relationships
on page 5, are the perpendicul ar di stances fromthe edge of

the wite gap path to the edge of the read gap path, not the
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di stances along the direction of the axis of the read gap to
the edge of the track, as may be seen fromthe sketch in the
attached Appendi x. Appellants seemto recognize this in their
argunments (e.g., Br7). One reason for providing the sketch is
to show that the relationships are inherent in any head where
the read gap is |located conpletely within the shadow of the

wite gap. <. Inre Rjckaert, 9 F.3d 1531, 1533 n. 3,

28 USPQd 1955, 1957 n. 3 (Fed. Cir. 1993) (the Board's
statenment that the rel ationship between variables in a video
tape recorder apparatus is "probably satisfied" by the prior

art was specul ative).

35 U.S. C. § 112, first paragraph, | ack of enabl enent

The objection to the specification based on 35 U. S.C.
8§ 112, first paragraph, lack of enablenent is an "objection”
under 35 U . S.C. 8§ 132, which the Board has no jurisdiction to
review. Such matters are reviewable by petition to the
Commi ssioner. The Board's jurisdictionis limted to those

matters involving the rejection of clains. |n re Hengehold,

440 F.2d 1395, 1404, 169 USPQ 473, 480 (CCPA 1971). However,
our decision regarding the 8 112 rejection governs the nmerits

of the objection.
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The exam ner states (EA3):

Applicant's equations recited within the disclosure,
see page 5, lines 5-10, are not seen to define any
specific ranges or values and it is not clear how these
val ues would correlate to the head, slider configuration
and their positioning on the nmedium Furthernore, the
particul ar exanpl e added to the specification at page 5,
between lines 22 and 23, sinply set [sic] forth one prior
art exanple of a head slider. 1t has not been shown that
the particular equations may be used for other ranges of
skew angl es, or for other types of heads.

Appel | ants argue that one of ordinary skill in the art
woul d have known how to apply the rel ationshi ps on page 5,
especially in view of the exanple added to page 5, between
lines 22 and 23, by the anendnent received Septenber 14, 1995,
(Paper No. 16) (entered as noted in Paper No. 18).

We agree with appellants. The wite gap width W, the gap
separation d, the positioning errors X and X, and the m ninmm
and maxi mum skew angles " are known fromthe geonetry and
tol erances of the head and the rotary actuator. It is a
sinple matter to solve for the read gap wdth W given the
offset Cor to solve for the offset C given the read gap
width W. It would have taken no experinentation to use the
rel ati onships to design a rotary actuator for positioning a

dual gap head relative to the track on a rotating recording

medi um so that the read gap is |ocated conpletely within the

- 6 -
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wite gap shadow. Therefore, the rejection under § 112, first

par agraph, is reversed.

35 U.S.C. 88 102(b) or 103

Mowy is directed to a magnetic shield for a
magnet oresi stive head. The shield s geonetry is designed to
stabilize the head's magnetic domain pattern, particularly
around the magnetoresistive sensor, to make it insensitive to
external magnetic fields that occur during and after
manuf acture. Mwy shows the head construction in figures 3
and 4. A wite gap 44 is defined by a gap insulator |ayer 46
between the term nating ends of a top magnetic pole 48 and a
m ddl e magnetic pole 50 (col. 4, lines 56-59). A sense (read)
gap 52 is defined by gap insulator |layers 54 and 56 and net al
contact |ayer 58 between term nating ends of m ddle magnetic
pol e 50 and bottom magnetic pole or magnetic substrate 60
(col. 4, lines 59-63). A magnetoresistive sensor elenment 72
is disposed in the sense gap and has a wi dth defined by the
magnet oresi stive |l ayer 70 between netal contacts 58 (col. 5,
lines 15-21).

The exam ner states (EA4):
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Mowy di scl oses a dual -gap MR head which faces a
medi um 12, as shown in Figs. 3-4, the dual-gap head
having: a wite gap 44, 48, 50 (nmeans for witing) which
defines a shadow over a track of a recording nedium The
nmeans for witing would include at | east the width of the
top pole 48 to at nost the width of m ddle nagnetic
pol e 50 and insul ative |ayer 44 (please see columm 4,
lines 50-59). Fromthis, the witing neans defines a
shadow over the track of at |east the width of pole 48
and as large as the wwdth of mddle pole 50 (as shown in
FIG 4). Mwy further shows a read gap 52 (nmeans for
readi ng) which is spaced fromthe wite gap and is
considered to be the mddle active portion 72 of the MR
el enent positioned between the contacts 58 (pl ease see
colum 4, lines 59-63 along with colum 5, |ines 18-21).
From t he description above and FIG 4, it is considered
that the read gap is conpletely within the "shadow' of
the wite gap 44. Furthernore, since the wite gap
shadow is | arger than the read gap shadow, Mowry shows an
I nsi de buffer area and an outside buffer area.

The exam ner's finding that the shadow of the wite gap could
be "as large as the width of m ddle pole 50" (EA4) was not
presented in the Exam ner's Answer. Appellants reply as
follows (RBrl-2):

The Exami ner's contention that the wite gap of
Mowy wites a pattern as wide as mddle pole 50 is not
supported by Mowy. Mwy does not state nor suggest
that the flux path between top pole 48 and m ddl e pole 50
extends the full width of mddle pole 50. 1In fact, Mwy
never di scusses the width of the information actually
witten to the track. . . . The Examner is nerely
guessing that the information witten to the track would
be as wide as mddle pole 50 instead of relying on a
teaching found in Mowy. Therefore, the statenent that
the witing nmeans defines a shadow over the track "as
| arge as the width of mddle pole 50" is unsupported by
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Mowy and should be ignored in determning the
patentability of the invention.

The exam ner responds that appellants' argunents are

"irrel evant because the read gap 72 defined by contacts 58 is
clearly "within the shadow of pole tip 48, which defines the
smallest wdth of the witing neans and is considered to read
on the appended cl ai m| anguage"” (SEA2).

We agree with appellants that Mowy does not support a
finding that the wite gap is wider than the wwdth of the top
magnetic pole tip 48 and the exam ner al so appears to concede
this point. Mwy shows the wwdth of the wite gap defined by
the width of the top nagnetic pole tip 50 as very slightly
greater than the width of the read gap defined by the distance
bet ween contacts 58. It is difficult to support findings

based on the drawings. See In re Wight, 569 F.2d 1124, 1127,

193 USPQ 332, 335 (CCPA 1977) ("Absent any witten description
in the specification of quantitative val ues, argunents based
on neasurenent of a drawing are of little value.");

In re Wlson, 312 F.2d 449, 454, 136 USPQ 188, 192 (CCPA 1962)

("Patent drawi ngs are not working drawi ngs."). Because there
I's no discussion of the relative wwdths of the wite gap and
read gap, no finding can be nmade that the elenents in figure 4

-9 -
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are drawn to scale and that the wite gap is wider than the
read gap.

Assum ng, arguendo, that the wite gap is wider than the
read gap, there is no evidence in Mowy to support a finding
that the read gap will be positioned within the shadow of the
wite gap over all positions of the head between the inner and
outer radial positions over the rotating recordi ng nedi um
The exam ner admits that Mowy does not expressly "teach
having the read gap within the shadow of the wite gap at al
radi al positions” (EA7), but naintains that "these paraneters
woul d be inherent characteristics of, or in the alternative,
obvi ous [over Mowry]" (EA7). Inherency requires a certainty
that a property or characteristic exists. "lnherency,
however, nay not be established by probabilities or

possibilities.” Continental Can Co. v. Mnsanto Co.,

948 F.2d 1264, 1269, 20 USPQRd 1746, 1749 (Fed. Cr. 1991)

(quoting In re Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326

(CCPA 1981)). It is nmere speculation to find that the read
gap wll inherently be in the shadow of the wite gap at al
radi al positions. Absent any teaching or suggestion that the

read gap should be positioned in the shadow of the wite gap,

- 10 -
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there is no factual basis for an anticipation or obviousness
rejection.
The exam ner states (EA7):
Since prior art discs are nunmerous and have vari ous
si zes, skew angle ranges nmay be small or |large. From
this and the fact that Mowy shows the read gap within
t he shadow of the wite neans (FIG 4), it is considered
that at |east a snmall skew angle range woul d keep the
readi ng means of Mowy within the shadow of the witing
neans, i.e., "at all positions between the inner and
outer radial positions over the rotating recording
medi unt, as set forth in the clains.
Appel l ants argue that the examner is nmerely guessing that one
of the | arge nunber of avail able disc drives "nust have a skew
angl e range that keeps the reading nmeans within the shadow of
the witing nmeans at all positions”™ (RBr2). W agree with
appel l ants that the exam ner's position is just specul ation,
whi ch cannot take the place of evidence.
The exam ner states that the clains read on a
hypot heti cal nedi um having only one track and Mowy is
consi dered to include such a nmedium (SEA2). Appellants have
responded (SRBr1l-2), the exam ner has answered (2dSEAl-2),
appel | ants have countered (2dSRBr1-3), and the exam ner has

responded (3dSEA1-2). W have considered the exam ner's

argunents, but find themunpersuasive. Cains 1, 6, and 11

- 11 -
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all require a rotating recording nmedi um having at | east an

i nner track and an outer track. The rejection is over Mowy
and Mowy has a nunber of tracks between the inner track and
the outer track. To the extent the exam ner focusses on just
one track, this interpretati on does not neet the | anguage of
the clains. The exam ner has not shown how the clai ned
subject matter is anticipated by or obvious over Mwy.

The exam ner states that "having the read gap within the
"shadow of the wite gap has been determned to be a well
known design goal in order to prevent crosstal k between the
tracks" (EA8; see also EA6). This fact has not been
establi shed by the exam ner to be well known and is not
di scussed in Mowy; however, it mght be inferred to be true
from appel l ants' disclosure and the fact that appellants have
not challenged this statenent. Assum ng, arguendo, that
having the read gap in the wite gap shadow was a wel | - known
goal, the exam ner has not established that decreasing the
read gap width was a known or obvious way to acconplish the
goal. W recogni ze that independent clains 1, 6, and 11
nerely recite the result of having the read gap (neans for

reading) within the shadow of the wite gap (neans for

- 12 -
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witing), and do not recite a read gap width I ess than the
wite gap width as the structure to acconplish the result.
Caim1l requires this structure because of the "nmeans for
readi ng i nformati on" | anguage. However, absent prior art
show ng sone other structure for keeping the read gap within
the shadow of the wite gap at all radial positions,
appel l ants are entitled to claimbroadly. The specification
di scusses an actuator controller to conpensate for skew angl e
(specification, page 2, lines 13-14); presunmably this
controll er does not cause the read gap to stay within the
shadow of the wite gap

For the reasons stated above, the 88 102(e) and 103
rejections of clains 1, 6, 11, and 15-30 are reversed.

CONCLUSI ON

The rejection of clains 17-24 and 27-30 under 35 U.S.C.
8§ 112, first paragraph, is reversed.

The rejections of clainms 1, 6, 11, and 15-30 under
35 U S.C. §8 102(e) and/or § 103 are reversed.

REVERSED



Appeal No. 97-3469
Application 08/188, 427

LEE E. BARRETT

Adm ni strative Pat ent Judge
)
)
)
)

JAMESON LEE )

Adm ni strative Patent Judge )
)
)
)
)

JAMES T. CARM CHAEL
Adm ni strative Patent Judge

N

Robert M Angus

KINNEY & LANGE, P. A

The Kinney & Lange Buil di ng
312 South Third Street

M nneapolis, MN 55415-1002

BOARD OF PATENT
APPEALS
AND
| NTERFERENCES



APPENDI X

~ /,XO.=XO coz o

X

X0~

BUIgoMm
Kssqg Agb T
MT\S
asb
MI\3 —~——K69q
=

\
XI

d £IU & —]

)

\ X

!

C
t

MEXTES Agb ~—

] —~MT\3
]'\ _J' ap’g’qOM

w W
X "da "%—&C&—"dh "&[C&
' 2 2
w W
X '?‘%C&7&d'ﬂ "r&dlm "%[C%

X "X e ""{da "&[C&

X "Xe ""{&d@ "

g

L9 rov «

<‘|\

-MT\ S

—

3

\@ ashb

W &

W & W
% [C %

2

q

W
-} e

W&W]

W&W]

W &W

"tde "&[C& 5 -1e

W &

_ W
e ""&dd "%[Ch— 6

2



