THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 23

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KADABA R LAKSHM KUMAR

Appeal No. 1997-3437
Appl i cation 08/ 315, 740

ON BRI EF

Before FLEM NG LALL and BARRY, Adninistrative Patent Judges.

LALL, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe final rejection® of clainms 24 to 25, 28 to 29, 32 and

34.

! Three anmendnents after the final rejection were filed
[ paper nos. 7, 10 and 13]. AlIl have been entered in the
record for the purposes of this appeal.
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In a tel ecommuni cati on system a voltage |ine driver
typically produces voltage signal pulses for transm ssion over
a tel ecommunication line having a transm ssion end and a
receiving end with respect to the line driver. Under normnal
term nation where a load is present at the receiving end of
the tel econmunication line, the line driver typically operates
satisfactorily. However, when the load is renoved or not
present at the receiving end of the tel econmunication |ine,
the voltage signal line driver circuitry may be adversely
affected. The invention is concerned with ensuring
sati sfactory operation of the voltage |line driver even when
the receiving end of the tel ecormunication |ine is not
properly term nated due to inproper load. The invention is
directed to a nethod and apparatus for stabilizing a line
driver having an anplifier by reducing the open-loop gain of
the anplifier when the current fromthe anplifier to the |oad
is less than a predeterm ned anount. The invention is further
illustrated by the following claim Representative claim?24
is reproduced as follows:

24. In an integrated circuit, a line driver having an
out put, conpri sing:
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an anplifier, having an open-|loop frequency response and
an output coupled to the output of the line driver;

a current detector neasuring output current of the

anplifier; and

means for changi ng the open-1oop frequency response of
the anplifier when the output current of the anplifier is |ess
than a predeterm ned val ue.

The Exam ner relies on the follow ng reference

Yamanaka 62- 86908 Apr. 21, 1987
(Japanese Patent Application)

Claim?29 stands rejected under 35 U. S.C. 8§ 112, second
paragraph. Further, clains 24 to 25, 28, 32 and 34 stand
rejected under 35 U.S.C. § 102 over Yamanaka. C aim 29 stands
rejected under 35 U.S.C. § 103 over Yamanaka.

Rat her than repeat the positions and the argunents of
Appel I ant or the Exam ner, we nake reference to the briefs?
and the answer for their respective positions.

OPI NI ON

We have considered the rejection advanced by the

2 The rejection based on G st has been w t hdrawn [answer,
page 8]. Therefore, we do not discuss G st here.

S Areply brief was filed [paper no. 18] and was entered
in the record without any rebuttal fromthe Exam ner [paper
no. 19].
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Exam ner. W have, |ikew se, reviewed Appellant's argunments
agai nst the rejection as set forth in the brief.

It is our view, after consideration of the record before
us, that the rejections under 35 U.S.C. § 112, second
par agr aph, under 35 U.S.C. 8 102 and under 35 U.S.C. § 103 are
not proper. Accordingly, we reverse.

Next, we treat the various rejections individually.

Rej ection under 35 U . S.C. 8§ 112, Second Par agraph

The second paragraph of 35 U S.C. §8 112 requires cl ains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clainms nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent
art. 1d.

The Exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the

-4-



Appeal No. 1997-3437
Appl i cation 08/ 315, 740

threshol d requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |If the scope of the
i nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U . S.C. 8§ 112, second
par agraph, is appropriate.

Thus, for exanple, the failure to provide explicit
ant ecedent basis for terns does not always render a claim
indefinite. As stated above, if the scope of a claimwould be
reasonably ascertainable by those skilled in the art, then the

claimis not indefinite. See Ex parte Porter, 25 USPQRd 1144,

1146 (Bd. Pat. App. & Int. 1992).

Furt hernore, Appellant may use functional |anguage,
alternative expressions, negative |limtations, or any style of
expression or format of claimwhich nakes cl ear the boundaries
of the subject matter for which protection is sought. As

noted by the court in In re Swinehart, 439 F.2d 210, 160 USPQ

226 (CCPA 1971), a claimmay not be rejected solely because of
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the type of |anguage used to define the subject matter for
whi ch patent protection is sought.

Wth this as background, we anal yze the specific
rejection under 35 U.S.C. § 112, second paragraph, nmade by the
exam ner of the clainms on appeal. The Exam ner contends
[answer, page 3] that the phrase “[a] bal ance line driver
having two hal ves, each half having therein the line driver”
inclaim29 is vague and indefinite, and raises questions
regardi ng the nature and definition of a balanced |ine driver.
Appel I ant argues [brief, page 23] that the “bal anced and
unbal anced line drivers are well known to one of ordinary
skill in the art.” To support this argunment Appellant submts
a copy of the U S. Patent No. 5,304,856 with the brief.

First of all, we note that the Exam ner has m squoted
above the phrase fromclaim?29. The correct phrase is “a
bal anced |ine driver having two hal ves, each of the two hal ves
conprising the line driver” which does describe the feature
di scl osed and clained. W have also | ooked at Fig. 1 of the
specification and the above cited U S. Patent, see for exanple
its “Abstract.” W are of the view that the term “bal anced

line drivers” was indeed known in the art. Furt her nor e,
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Appel | ant has adequately defined the phrase “a bal anced |ine
driver having two halves”. W further find that the above

expl anation al so answers the other questions raised by the
Exam ner. Therefore, we do not sustain the rejection of claim
29 under 35 U. S.C. 8§ 112, second paragraph.

Rej ection under 35 U S.C. § 102

The Exam ner has rejected clains 24 to 25, 28, 32 and 34
as being anticipated by Yamanaka.

We note that a prior art reference anticipates the
subj ect of a claimwhen the reference discloses every feature

of the

clainmed invention, either explicitly or inherently (see Hazan

V. Int'l Trade Conmmin, 126 F.3d 1473, 1477, 44 USPQRd 1358,

1361 (Fed. Gr. 1997) and RCA Corp. v. Applied Digital Data

Systenms, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cr. 1984)).
W first take the independent claim24. W have reviewed
the positions of the Exam ner [answer, pages 3 to 4 and 5to
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7] and Appellant [brief, pages 7 to 11 and reply brief, pages
1 to 5]. The Exam ner considers the two voltage outputs of
differential anplifier 3 of Yamanaka being inputted to

anplifier A of differential anplifier 1 as equivalent to the

claimed current detector neasuring output current. W do not
agree. The differential anplifier 1 nmerely conpares the two
out put voltage signals. Further, the Exam ner asserts, in
neeting the limtation of “neans for changi ng the open-I| oop
frequency response” (claim24), that the differenti al
anplifier 3 of Yamanaka i nherently possesses such a
characteristic. W do not agree. The differential anplifier
3 of Yamanaka is designed to equivalize its two output

vol tages and circuits 1 and 2 provide a feedback to the
differential anplifier 3 to achieve that goal.

There is no showi ng by the Exam ner that the differenti al

anplifier 3 of Yamanaka nust necessarily have an open | oop
frequency response to a current output conparison as is

requi red under the inherency principle. Therefore, we do not
sustain the anticipation rejection of claim?24 over Yamanaka.
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Wth respect to the other independent claim32, it is a
met hod cl aim corresponding to the apparatus claim 24.
Therefore, we do not sustain the anticipation rejection of
claim 32 over Yanmanaka for the same reasons. Consequently, we
do not sustain the anticipation rejection of dependent clains
25, 28, 29 and 34 over Yamanaka.

Rej ection under 35 U S.C. § 103

Claim29 is rejected as bei ng obvi ous over Yananaka.
As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8§ 103, an exam ner is under a burden

to make out a prinm facie case of obvi ousness. | f that burden

is nmet, the burden of going forward then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis

of the evidence as a whol e and

the rel ative persuasiveness of the argunents. See In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. GCr
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1992); In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686

(Fed. Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d

1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

The Exam ner contends [answer, page 4] that “[i]t is well
known ... that multiple output circuits, which require the
sane input signals, can be driven by either one circuit or a
circuit for each respective output circuit.” The Exam ner
offers little explanation on the details of such nodification.
Besi des, we noted above that Yamanaka does not discl ose al
the el enments of claim?24. Since Yamanaka fails to neet the
limtations of claim 24, Yanmanaka cannot be nodified to reject
t he dependent claim 29 w thout sonme additional evidence to
cure the deficiency noted in nmeeting claim?24. The Exam ner
has not provided any additional evidence. Therefore, we do
not sustain the obviousness rejection of claim?29 over
Yamanaka.

In conclusion, we reverse the Examiner’s final rejection
of claim29 under 35 U. S.C. §8 112, second paragraph. W also

reverse the final rejection of clains 24 to 25, 28, 32 and 34
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under 35 U. S.C. 8 102 over Yamanaka. Further, we reverse the
obvi ousness rejection under 35 U.S.C. 8§ 103 of claim 29 over
Yamanaka.

REVERSED

M CHAEL R. FLEM NG
Adm ni strative Patent Judge

PARSHOTAM S. LALL BOARD OF PATENT

N N N N N N N N N N

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
LANCE LEONARD BARRY )

Adm ni strative Patent Judge

N—r
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S. H Dworetsky

Docket Adm ni strator

Lucent Technol ogies, Inc

600 Mountain Avenue Rm 3C-512
P. O. Box 636

Murray H I, NJ 07974-0636

psl / Ki
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