The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe exanminer’s final rejection of
clainms 1-15 and 17-30, which are all of the clainms renaining
in the application.
THE | NVENTI ON
The appel lants claima process for naking toner particles

havi ng specified norphol ogi es, and toners produced by this
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process. Cains 1 and 25 are illustrative:

1. A process for producing toner particles, conprising:

(a) providing a mxture of partially polynerized nononer
or conononers until a degree of conversion is within about 1%
to about 5% of the onset of gel-effect;

(b) form ng a suspension of the partially polynerized
nonomer or CONDNOMEr S;

(c) suspension polynerizing the partially polynerized
nmononer or conononers while commencing starved feed addition
of a second nononer or conobnoners;

(d) selecting a starting tine of said starved feed
addition into said suspension undergoi ng pol ynerization to
formsaid toner particles;

wherein said toner particles have a particle norphol ogy
selected fromthe group consisting of core-shell, pseudo core-
shel | having a conposition gradient between a shell and a
core, and a pol yblend of a | ow nol ecul ar wei ght di spersed
phase in a high nol ecul ar wei ght conti nuous phase.

25. Toner particles having a pseudo core-shel
m crocapsul e nor phol ogy produced by the process of claiml1,
said particles consisting of a shell and a core having a
conposition gradi ent between said shell and said core.

THE REFERENCES

Sacripante et al. (Sacripante) 5,213,934 May 25,
1993
Cunni ngham et al . (Cunni ngham 5, 306, 593 Apr. 26,
1994
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THE REJECTI ONS

The clains stand rejected as follows: clainms 1-15 and 17-
30 under 35 U.S.C. 8§ 112, second paragraph, as being
indefinite for failing to particularly point out and
distinctly claimthe subject matter which the appellants
regard as the invention, and under 35 U S. C. § 112, first
par agr aph, enabl ement and witten description requirenents,
claim25 under 35 U. S.C. 8 102(b) as being anticipated by
Sacripante, and clainms 1-4, 7-15, 17-22, 29 and 30 under 35
U S.C. §8 103 as bei ng unpatentabl e over Cunni ngham

OPI NI ON
W reverse the aforenentioned rejections.
Rej ection under 35 U.S.C. §8 112, second paragraph

The relevant inquiry under 35 U S.C. 8§ 112, second
par agr aph, is whether the claimlanguage, as it would have
been interpreted by one of ordinary skill in the art in |ight
of the appellants’ specification and the prior art, sets out
and circunscribes a particular area with a reasonabl e degree
of precision and particularity. See In re More, 439 F.2d

1232, 1235, 169 USPQ 236, 238 (CCPA 1971).
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The exam ner argues that in claiml, step (a), it is not
cl ear what is being converted because, in the exam ner’s view,
in claim5, which depends fromclaim1, there is no conversion
of nonomer or conononers to a pol yner product, and it is not
clear what is converted in claim1 such that claim5 is within
the scope of claim1l (answer, pages 10, 11, 25 and 28-29).

The exam ner applies the sanme reasoning to the rejection of
claim 23 (answer, page 11). Caim5 recites that in claim1,
step (a), a mxture is fornmed by dissolving a polyner in a
nmonomer or conmononers, and claiml1l, step (a), recites that a
m xture of partially polynerized nononmer or conmponomers is
provided until a degree of conversion is within about 1%to
about 5% of the onset of gel effect. Thus, it is clear that
claiml1l is open to all of the conversion being provided by
conversion of the nononmer or conononmers, whereas claimb5
requires that at |east sone of the conversion is provided by a
di ssol ved pol yner.

The exam ner argues that it is not clear in clains 1, 20
and 25 how a pseudo core-shell has a core and a shell since
“pseudo” usually nmeans fal se or pretended (answer, pages 10-
12). A pseudo core-shell, the exam ner argues, does not have
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a true core and a true shell. See id. The exam ner gives
only her interpretation of “pseudo core-shell”, but does not
set forth what she considers to have been the interpretation
of this termby one of ordinary skill in the art in view of
the specification and the prior art. The specification
i ndi cates that a pseudo core-shell polyner has a gradual
gradi ent of conposition (page 4) and has a | ess distinct
boundary regi on between the core and shell than does a core-
shel | polyner (page 16). This less distinct boundary, i.e.,
gradient, is shown in the appellants’ figure 2. Thus, it
woul d have been reasonably clear to one of ordinary skill in
the art, in view of the appellants’ specification, that a
pseudo core-shell polyner is one having a core and a shel
with a concentration gradi ent between them and, accordingly,
having a core-shell boundary which is |ess distinct than that
of a core-shell polyner.

The exam ner argues that it is not clear in clains 4 and
22 fromwhat the tenperature is reduced (answer, pages 10-11).
The tenperature reduction, the exam ner argues, does not

necessarily correspond to the point of obtaining the desired
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degree of conversion recited in clains 2 and 20, from which
claims 4 and 22, respectively, depend (answer, pages 27-28).
Clainms 2 and 20 require polynerizing until a particul ar degree
of conversion is reached, and stopping the pol ynerization by
reducing a tenperature of the partially polynerized nononer.
Thus, it would have been clear to one of ordinary skill in the
art that the tenperature which is reduced is that of the

pol ymeri zation and that the tenperature is reduced fromthe
pol ynmeri zation tenperature to a tenperature at which the

pol ymeri zation is stopped.

The exam ner argues that clains 14 and 15 are indefinite
because they are inconplete in that they do not recite the
essential cooperative relationship between the starting of the
starved feed addition and the toner norphol ogy (answer, pages
11 and 30). The relevant issue is whether the clai mlanguage,
as it would have been interpreted by one of ordinary skill in
the art in light of the appellants’ specification and the
prior art, sets out and circunscribes a particular area with a
reasonabl e degree of precision and particularity. *“The

function of clainms is (a) to point out what the invention is
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in such a way as to distinguish it fromwhat was previously
known, i.e., fromthe prior art; and (b) to define the scope
of protection afforded by the patent. |In both of those
aspects, clains are not technical descriptions of the
di scl osed inventions but are | egal docunents |ike the
descriptions of |ands by netes and bounds in a deed which
define the area conveyed but do not describe the land.” 1In re
Vanto Mach. & Tool, Inc., 752 F.2d 1564, 1577 n.5, 224 USPQ
617, 625 n.5 (Fed. Cir. 1985). dains 14 and 15 require
controlling the starved feed addition such that, respectively,
core-shell and pseudo core-shell norphol ogi es are produced.
The area circunscri bed by the clains, therefore, would have
been reasonably clear to one of ordinary skill in the art.

The exam ner argues that claim 28 is indefinite because
it nerely recites that the conponent used to control the
nol ecul ar weight is selected during the starved feed addition,
and does not recite that an addition of that conponent
actually takes place (answer, page 12). The specification
teaches that the nolecular weight is controlled by varying the

anount of the conponents recited in claim28 which are present
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in the reaction nedi umwhen the starved feed polyner is added
(page 11). Thus, although “selecting” is not the best choice
of ternms, it would have been reasonably clear to one of
ordinary skill in the art, in view of the specification, that
“sel ecting an anmount of at |east one conponent” requires that
the at | east one conponent is actually present during the
starved feed addition.

For the above reasons, we reverse the rejections under 35
U S C 8§ 112, second paragraph.

Rej ection under 35 U.S.C. § 112,
first paragraph, enabl enment requirenent

Regar di ng enabl enment, a predecessor of our appellate

reviewi ng court stated in In re Marzocchi, 439 F.2d 220, 223-

24, 169 USPQ 367, 369-70 (CCPA 1971):

[ A] specification disclosure which contains a
teachi ng of the manner and process of nmeking and
using the invention in ternms which correspond in
scope to those used in describing and defining the
subject matter sought to be patented nmust be taken
as in conpliance with the enabling requirenent of
the first paragraph of 8 112 unless there is reason
to doubt the objective truth of the statenents
contai ned therein which nust be relied on for
enabl i ng support.



Appeal No. 1997-3392
Appl i cation 08/297, 946

it 1s incunmbent upon the Patent Ofi ce,

whenever a rejection on this basis is made, to

explain why it doubts the truth or accuracy of any

statenment in a supporting disclosure and to back up

assertions of its own wth acceptabl e evidence or
reasoni ng which is inconsistent with the contested
statement. O herw se, there would be no need for

the applicant to go to the trouble and expense of

supporting his presunptively accurate disclosure.

The exam ner argues that 1) the steps in the appellants’
claims do not necessarily make polynmers having the recited
nor phol ogies, i.e., the clains do not recite steps, such as
the timng of the starved feed addition, which are required to
make the recited norphol ogies, and 2) the clains do not recite
any steps which are different than those of Cunni ngham who
does not disclose nmaking the appellants’ recited norphol ogi es
(answer, pages 6-7 and 12-16).

As di scussed above, the clains nust define the scope of
protection of the invention, but need not provide a technical
description of the clained invention. Such a description is
to be provided in the specification. The appellants’
specification describes how the desired pol ymer norphology is
obt ai ned (pages 8-11). The exam ner has not provided evidence
whi ch shows that this description is incorrect or inaccurate.

Consequently, the exam ner has not carried the burden of

9
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establishing a prima facie case of nonenabl enent. W
therefore reverse the examner’s rejection under 35 U S. C
8 112, enabl ement requirenent.

Rej ection under 35 U S.C. § 112,
first paragraph, witten description requirenent

In order for the appellants’ specification to provide
witten descriptive support for the invention presently
clainmed, all that is required is that it reasonably convey to
one of ordinary skill in the art that as of the filing date of
the application, the appellants were in possession of the
presently-clainmed invention; how the specification
acconplishes this is not material. See In re Kaslow, 707 F.2d
1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr. 1983); In re
Edwar ds, 568 F.2d 1349, 1351-2, 196 USPQ 465, 467 (CCPA 1978);
In re Wertheim 541 F.2d 257, 262, 191 USPQ 90, 96 (CCPA
1976). It is not necessary that the application describe the
presentl|y-clained invention exactly, but only sufficiently
clearly that one of ordinary skill in the art would recognize
fromthe disclosure that the appellants invented it. See
Edwar ds, 568 F.2d at 1351-2, 196 USPQ at 467; Wertheim 541
F.2d at 262, 191 USPQ at 96. “[T]he PTO has the initia

10
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burden of presenting evidence or reasons why persons skilled
in the art would not recognize in the disclosure a description
of the invention defined by the clains.” Wrtheim 541 F. 2d
at 263, 191 USPQ at 97

The exam ner argues that the specification does not
di scl ose a process whi ch nakes a pseudo core-shell polyner
having a gradi ent between its core and shell as recited in the
appel lants’ clains (answer, pages 7-8 and 16-17).

The specification discloses that the pseudo core-shel
pol ymer has a gradual gradient of conposition (page 4) and has
a less distinct boundary region between the core and shel
t han does a core-shell polynmer (page 16). This |less distinct
boundary, i.e., gradient, is shown in the appellants’ figure
2. Thus, the specification reasonably conveys to one of
ordinary skill in the art that as of the filing date of the
application, the appellants were in possession of process
whi ch nakes a pol ymer having a norphology in which there is a
conposition gradient between a core and a shell as recited in
the appellants’ clainms. Accordingly, we reverse the rejection

under 35 U. S.C. 8§ 112, first paragraph, witten description

11
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requi renent.
Rej ection under 35 U . S.C. § 102(b)

In order for a clained invention to be anticipated under
35 U.S.C. §8 102(b), all of the elenents of the claimnust be
found in one reference. See Scripps Cinic & Research Found.
v. Genentech Inc., 927 F.2d 1565, 1576, 18 USPQd 1001, 1010
(Fed. Cir. 1991).

Sacripante discloses a core-shell toner composition in
whi ch a pol yfunctional reagent |links the core binder and the
shell, or alternatively, functionalities on the shell nononer
react with the core binder nononer to graft some of the core
bi nder nol ecul es onto the shell structure (col. 2, line 56 -
col. 3, line 4; col. 3, line 59 - col. 4, line 6).

The exam ner argues that the appellants’ claim25 does
not recite to what the conposition gradient refers and that,
therefore, Sacripante appears to disclose a polynmer having the

conpositional and structural requirenents of the appellants’

claim?25 (answer, page 8). |In the examner’s view, the
chem cal bondi ng between the core and shell, which Sacripante
calls a “sealant layer” (col. 2, line 50), is a conposition

12
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gradi ent between a core and a shell, since part of the core

bi nder is chemcally grafted to the shell polynmer and there is
| ess core binder grafted to the shell polyner closer to the
outer surface of the shell (answer, pages 17-18). The

exam ner has not established, however, that one of ordinary
skill in the art would have interpreted “conposition gradient
bet ween said shell and said core” in the appellants’ claim25
as including a grafting of the core binder to the shell.

When we give “conposition gradient” its broadest
reasonable interpretation in view of the appellants’
specification, see Inre Zletz, 893 F.2d 319, 321, 13 USPQRd
1320, 1322 (Fed. Cir. 1989); In re Sneed, 710 F.2d 1544, 1548,
218 USPQ 385, 388 (Fed. G r. 1983), we observe that the
specification refers to a gradual gradient (page 4) and
crudely shows such a gradient in figure 2. Thus, it
reasonably appears that one of ordinary skill in the art would
have interpreted the appellants’ term “conposition gradient”
as requiring a region of gradual change in conposition between
the core and shell, and excluding a grafting at the core/shel

boundary.

13
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Accordingly, we find that the exam ner has not carried
t he burden of establishing that all of the I[imtations of the
appel lants’ claim25 are found in the applied reference.

Hence, we reverse the rejection under 35 U.S.C. § 102(b).
Rej ection under 35 U . S.C. § 103

Cunni ngham di scl oses a process for maeking a toner having
a high nol ecul ar wei ght polynmer contained in a matrix of |ower
nmol ecul ar wei ght polynmer (col. 5, lines 55-62). Cunni ngham
teaches that “the starved feed nononmer is not nore hydrophilic
t han the existing polymer/nononer particle to ensure that the
starved feed nononer diffuses into the interior of the
particle and does not forma shell around the exterior of the
particle” (col. 4, lines 7-11).

The exam ner argues that Cunni ngham s process steps and
materials are the sane as those of the appellants and that,
therefore, the appellants’ toner norphol ogi es nust be obtai ned
usi ng Cunni ngham s process (answer, pages 9-10 and 18-24).

The appel | ants, however, disclose that variation of the
starting time of the starved feed addition can be used to

control the polymer norphol ogy such that, inter alia, a

14
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pol ybl end nor phol ogy is produced, and disclose how to control
t he nol ecul ar wei ghts of the phases of the pol ybl end
(specification, pages 8-11). The exam ner has not pointed out
wher e Cunni ngham di scl oses process steps for producing a
pol ybl end of a | ow nol ecul ar wei ght di spersed phase in a high
nol ecul ar wei ght continuous phase, rather than nmaking
Cunni nghanmi s pol ybl end of a high nol ecul ar wei ght di spersed
phase in a | ower nol ecul ar wei ght continuous phase. Also, the
exam ner has not expl ai ned why Cunni ngham woul d have fairly
suggested, to one of ordinary skill in the art, carrying out
t he di scl osed process such that the high and | ow nol ecul ar
wei ght domai ns of the pol yblend are reversed relative to those
desired by Cunningham The exam ner, therefore, has not
carried the burden of establishing a prinma facie case of
obvi ousness of the appellants’ clainmed invention over
Cunni ngham  Consequently, we reverse the rejection under 35
US C § 103.
DECI SI ON
The rejections of clains 1-15 and 17-30 under 35 U. S. C

8 112, first paragraph, enablenment and witten description
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requi renents, and second paragraph, claim25 under 35 U. S. C
8§ 102(b) over Sacripante, and clainms 1-4, 7-15, 17-22, 29 and
30 under 35 U.S.C. § 103 over Cunningham are reversed.

REVERSED

TERRY J. OVENS )
Adm ni strative Patent Judge

BOARD OF PATENT
CATHERI NE TI MM )
Adm ni strative Patent Judge APPEALS AND

ROMULO H. DELMENDO

)
)
) | NTERFERENCES
)
)
Adm ni strative Patent Judge )

OLl FF & BERRI DGE
P. O BOX 19928
ALEXANDRI A, VA 22320
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