THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Appeal No. 97-3197
Application No. 08/418, 0211

ON BRI EF

Bef ore COHEN, STAAB, and NASE, Adninistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 5 through 8, which are all of the clains

pending in this application.

We REVERSE

! Application for patent filed June 9, 1995.
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BACKGROUND

The appellant's invention relates to a nusic emtting
pillow A copy of clains 5 through 8 is attached to the appendi x

to the appellant's brief.

The prior art references of record relied upon by the

exam ner as evidence of obviousness under 35 U S.C. § 103 are:

Boos 2,940, 088 June 14, 1960
Raney 4,228, 793 Cct. 21, 1980
Fry 4,862, 438 Aug. 29, 1989
Johenni ng 5,392,478 Feb. 28, 1995

Claim8 stands rejected under 35 U . S.C. § 112, second
par agr aph, as being indefinite for failing to particularly point
out and distinctly claimthe subject matter which the appell ant

regards as the invention.

Claims 5 and 6 stand rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Boos in view of Fry and Raney.

Claims 5 and 6 stand rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Fry in view of Boos and Raney.
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Clainms 7 and 8 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Boos in view of Fry and Raney as applied to

claim6 above, and further in view of Johenning.

Clainms 7 and 8 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Fry in view of Boos and Raney as applied to

claim6 above, and further in view of Johenning.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appellant regarding the § 103 and § 112
rejections, we nmake reference to the exam ner's answer (Paper No.
12, mailed March 26, 1997) for the exam ner's conplete reasoning
in support of the rejections, and to the appellant's brief (Paper
No. 11, filed February 20, 1997) for the appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the

respective positions articul ated by the appellant and the
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exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The I ndefiniteness |ssue
We do not sustain the rejection of claim8 under 35 U S. C

§ 112, second paragraph.

Clainms are considered to be definite, as required by the
second paragraph of 35 U S.C. §8 112, when they define the netes
and bounds of a claimed invention with a reasonabl e degree of

precision and particularity. See In re Venezia, 530 F. 2d 956,

958, 189 USPQ 149, 151 (CCPA 1976).

On page 3 of the answer, the exam ner determ ned that
[t]he recitation "wherein said head depression has
: an oval shaped side surface" renders the
claimindefinite. . . . The side surface does not
have an oval shaped, instead the side surface
forms an oval shape.
It is our opinion that the | anguage at issue (i.e., oval
shaped side surface) would be understood as nerely reciting that

the side surface of the head depression forns an oval shape.
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Accordingly, the nmetes and bounds of the clained invention have
been defined with the necessary degree of precision and

particularity required by the second paragraph of 35 U S. C
§ 112.
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The Cbvi ousness | ssue

We do not sustain the rejections of clainms 5 through 8 under

35 U S.C. § 103.

The test for obviousness is what the conbi ned teachi ngs of
the references woul d have suggested to one of ordinary skill in

the art. See In re Young, 927 F.2d 588, 591, 18 USPQd 1089,

1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d 413, 425, 208

USPQ 871, 881 (CCPA 1981).

Claim5, the only independent claimon appeal, recites a
music emtting pillow conprising, inter alia, a head depression,
a neck support channel, a nusic producing nmeans and a pressure
activated switch for turning off and on the nusic produci ng neans

in response to changes in pressure upon the head depression.

I n our opinion, the conbined teachings of all the applied
prior art (i.e., Boos, Fry, Raney and Johenni ng) would not have
been suggestive of providing a pressure activated switch for
turning off and on a nmusic producing nmeans in response to changes
in pressure upon the head depression part of the pillow

Contrary to the exam ner's determ nation, we do not believe that
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Ranmey's teaching of a pressure activated switch for actuating a
vibrator in a pillow wul d have suggested placing a pressure
activated switch for turning off and on a nusic produci ng neans
in the head depression part of the pillow Since all the
limtations of claim5 are not suggested by the applied prior
art, we cannot sustain the exam ner's rejection of appeal ed

i ndependent claim5, or clains 6 through 8 which depend

therefrom under 35 U.S.C. § 103.

CONCLUSI ON

To summari ze, the decision of the examner to reject claim$8
under 35 U.S.C. 8§ 112, second paragraph, is reversed and the
deci sion of the examner to reject clainms 5 through 8 under
35 U.S.C. 8 103 is reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

LAWRENCE J. STAAB APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES
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JEFFREY V. NASE
Adm ni strative Patent Judge
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