THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Before JOHN D. SM TH, OVNENS and ROBI NSON, Adm nistrative
Pat ent Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of
claims 1-5, 7, 11 and 25-27, which are all of the clains

remai ning in the application.

! Application for patent filed April 3, 1995.
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THE | NVENTI ON

Appel l ants claima process for making pol ynmer powders for
use in coating cores to form devel oper conpositions used in
el ectrostat ographi c or el ectrophot ographi c i magi ng systens,
especi al |y xerographic inmagi ng and printing processes
(specification, pages 1-2). Caiml is illustrative and reads
as foll ows:

1. A process for the preparation of carrier powder
pol ymer coatings consisting of the supercritica
pol ymeri zation of two nononers and surfactant in a
supercritical medium and wherein the surfactant forns a | ayer
on the polymer product and which surfactant [ayer is of a
t hi ckness of from about 0.05 to about 1.5 mcrons, and the

powder polynmer carrier coating is of a size of 0.05 to about 5
m crons.

THE REFERENCE
DeSi none et al. (DeSinone) 5,312, 882 May 17,
1994
THE REJECTI ONS
Clains 1-5, 7, 11 and 25-27 stand rejected under 35
U S.C. 8§ 102(b) as being anticipated by or, in the
alternative, under 35 U. S.C. 8 103 as bei ng obvi ous over

DeSi none.
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OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not wel
founded. Accordingly, we reverse these rejections.

Rej ection under 35 U.S.C. § 102(b)

The exam ner argues that DeSinone’s process is
sufficiently simlar to that of appellants that there is a
reasonabl e basis for believing that the product produced by
DeSi none’ s process inherently has the characteristics recited
i n appel l ants’ i ndependent clains (answer, page 4).

When an exami ner relies upon a theory of inherency, “the
exam ner nust provide a basis in fact and/or technica
reasoni ng to reasonably support the determ nation that the
al l egedly inherent characteristic necessarily flows fromthe
teachings of the applied prior art.” Ex parte Levy, 17 USPQd
1461, 1464 (Bd. Pat. App. & Int. 1990). Inherency “nmay not be
established by probabilities or possibilities. The nere fact
that a certain thing may result froma given set of

circunstances is not sufficient.” Ex parte Skinner, 2 USPQd
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1788, 1789 (Bd. Pat. App. & Int. 1986).

In support of his argunent, the exam ner nerely cites
portions of DeSinobne (answer, page 4). The exam ner does not
conpare the process steps and conditions of DeSi none and those

of

appel | ants and provi de techni cal reasoning as to why the steps
and conditions are sufficiently simlar that it reasonably
appears that DeSi none’s process necessarily produces particles
having the size and surfactant coating thickness recited in
appel l ants’ i ndependent clains. The exam ner, therefore, has
not carried his burden of establishing a prina facie case of
anticipation. Accordingly, we reverse the rejection under 35
US C § 102(b).
Rej ection under 35 U S.C. § 103

The exam ner does not present an argunent as to why it
woul d have been obvious to one of ordinary skill in the art to
nodi fy the DeSi none process to arrive at the processes recited

in appellants’ clainms 1-5, 7 and 11.
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As for clainms 25-27, the exam ner argues that selection
of the recited process conditions would have required nere
opti m zation (supplenental answer, page 2). The exam ner,
however, does not explain why optim zing the DeSi nbne process
woul d produce particles having the size and surfactant | ayer
thi ckness recited in appellants’ independent cl ains.
Appel l ants state that their particles are to be used to nake
devel oper conpositions (specification, page 1), whereas

DeSi none di scl oses

that his particles nay be dissolved in a solvent and sprayed
onto a surface to forma coating, or may be used to form

nol ded articles such as valves, bottles, filnms, fibers, resins
and matrices for conposite materials (col. 7, lines 43-51).
The exam ner has not explained why the disclosed uses of

DeSi none’s particles are sufficiently simlar to that of
appel l ants that there is reason to believe that optim zing
DeSi none’s process would result in particles being produced
whi ch have the size and surfactant |ayer thickness recited in
appel l ants’ i ndependent cl ains, or provided any ot her reason
why optim zing DeSi none’s process woul d produce particles
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havi ng such a size and surfactant |ayer thickness.

For the above reasons, we conclude that the exam ner has
not carried his burden of establishing a prina facie case of
obvi ousness of the process recited in any of appellants’
claims. The rejection under 35 U S.C. § 103, therefore, is
reversed.

DECI SI ON

The rejections of clainms 1-5, 7, 11 and 25-27 under 35

U S.C. 8§ 102(b) as being anticipated by or, in the

alternative

under 35 U.S.C. § 103 as bei ng obvious over DeSi nbne are
reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge )
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