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FRANKFORT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner’s final
rejection of clainms 22-45, which are all of the clains pending

in the application. dains 1-21 have been cancel ed.
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Appel lants’ invention relates to a transport device (2)
for conveying sanple vials (20), the device including a platen
(4) having a plurality of chanbers (16), each of the chanbers
i ncludi ng reduced di aneters at the bottons thereof for
retai ning one of the sanple vials (20) and providing access to
retai ned sanple vials frombelow, a platen gear (52) and a
drive notor (66) with a drive gear (68) cooperating with the
pl aten gear (52) for rotating the platen (4). The transport
device includes a first vial transport (86) having a first
di spl aceabl e rod (88) noved to enter the chanmber (16) from
bel ow t hrough an opening (100) to engage and convey the vial
(20) into the chanmber (16) froma point above the chanber (16)
and the reverse. The sanple vials (20) have caps with septuns
and contain sanple material with a headspace that includes
vol atil e gases for analysis by gas chronmat ography. Appellants
provi de the transport device (2) with an electrically powered
heater (76) to heat the platen (4) and the sanple vials (20),
a vial mxing device (102) including a second di splaceabl e rod
(104), a nmotor (109) to nove the rod (104) into engagenent
with a sanple vial (20) and a solenoid (110) that pul ses the

rod to mx the contents of the vial to increase the rate of
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transport of gaseous conponents to the headspace, a needle
(114) for extracting the gaseous conponent fromthe headspace
t hrough the septum and neans for noving the vial into
engagenment with the needle (114) including a third rod (120)
and a notor (126). A copy of representative independent claim
22, reproduced from appellants’ brief, is attached to this

deci si on.

The prior art references of record relied upon by the
exam ner as evidence of obvi ousness are:

U S. Patents

Nat el son 3, 324, 628 Jun. 13, 1967
Lorch et al. (Lorch) 3,832,140 Aug. 27, 1974
Chl osta et al. (Chlosta) 4,476, 733 Cct. 16, 1984
St one 4,713,974 Dec. 22, 1987

For ei gn Patents

Fuj i t suka (Japan) 58- 80555 May 14, 1983
Articles
R Qson (OGson), “Automatic Liquid Injector for Headspace Gas

Chr omat ogr aphy,” Analytical Chem stry, Vol. 53, No. 6, pages
929-931 (1981).

Yamano et al. (Yamano)(Japan), “A Sinple Determ nation Method
of Bromide lon in Plasma of Methyl Brom de Wrkers by Head
Space Gas Chronat ography,” J. Ind. Health, Vol. 29, pp. 196-
201 (1987).
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Clains 22-45 stand rejected under 35 U.S.C. 8§ 112, first
par agr aph, on the ground that the disclosure is enabling only

for

clains [imted to a rotatable platen with a neans to rotate

t he pl aten.

Clainms 22-45 stand additionally rejected under 35 U. S. C
8 103 as being unpatentable over Stone in view of O son,

Chl osta, Lorch, Fujitsuka, and Natel son or Yamano.

Rat her than attenpt to reiterate the exam ner’s ful
comentary with regard to the above noted rejections and the
conflicting viewpoints advanced by the exam ner and appel |l ants
regarding the rejections, we make reference to the final
rejection (Paper No. 13, mailed June 19, 1996 ) and the
exam ner’ s answer (Paper No. 16, mailed March 25, 1997) for
the reasoning in support of the rejections, and to appellants’
brief (Paper No. 15, received February 20, 1997) and reply
brief (Paper No. 17, received May 30, 1997) for the argunents

t her eagai nst .
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In reaching our decision in this appeal, we have given

careful consideration to the appellants’ specification and

clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the

exani ner.

We first turn to the examner’s rejection of clainms 22-45
under 35 U. S.C. 8§ 112, first paragraph, wherein the exam ner
is of the opinion that the disclosure is enabling only for
clains [imted to a rotatable platen with a neans to rotate
the platen. The exami ner refers to MPEP 88 706. 03(n) and
706.03(z) and states that the instant clains are of a broader
scope than applicants’ originally filed clainms were intended
to cover. Appellants note (brief, page 4) that MPEP 8§
2164.08, which is directed to a critical feature taught in the
specification not being recited in the clains, replaces the
MPEP sections cited by the exam ner. Since MPEP 88 706.03(n)

and 706.03(z) were not part of the MPEP at the tine the
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exam ner wote the answer and since MPEP § 2164.08, cited by
appel l ants, appears to correspond to the exam ner’s
statenents, we agree with appellants that MPEP

8§ 2164.08 is apparently the appropriate section for our
consideration. Appellants state and we agree (brief, page 7)
that according to the criteria set forth in MPEP § 2164. 08,
the scope of the clainms before us on appeal does not exceed
the | evel of enabl enent provided by appellants’ specification
and one skilled in the art at the tine the invention was nade
woul d clearly be able to practice the invention clained

W thout using the rotary platen and w t hout undue
experinmentation. Wth regard to the exam ner’s basis for the
| ack of enabl enent of clainms 22-45 according to MPEP §

2164. 08, the exam ner provides no factual support for either

| ack of enablenent or lack of witten description of the
subject matter set forth in the clains on appeal. The

exam ner’s position (answer, page 4) is that the clains on
appeal are of a broader scope than appellants’ originally
filed clains were intended to cover because the clains were
originally limted to a rotatable platen. W agree with

appel lants (brief, page 4) that the examner’s position is
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m spl aced under the prevailing law. W are of the view that
the exam ner has failed to provide any factual support to show
that the rotary platen, in the original clainms, is a critical
elenment in the clains. 1In light of the foregoing, we will not
sustain the examner’s rejection of clains 22-45 under 35

U S. C 112, first paragraph.

Now we | ook to the examiner’s rejection of Cainms 22-45
under 35 U.S.C. 8 103 as bei ng unpatentable over Stone in view

of Gtson, Chlosta, Lorch, Fujitsuka, and Natel son or Yamano.

The exam ner relies on Stone (answer, page 4) to disclose
a liquid sanpling device conprising a rotatable sanple tray
(50, 60) having chanbers with shoulders for retaining vials
and a stationary needle (260, 270) disposed above the tray
(50, 60). It is further urged that Stone provides a
vertically displaceable rod (200) which is brought into
engagenment with sanple vial (77) to push the vial into

engagenent with the needle (260). The exam ner notes that
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Stone lacks 1) an automated vial transport that conveys a vial
into a chanber from a point above the chanber, 2) agitating
the vial while in the sanple tray and 3) neans to heat the
sanple tray. The exam ner relies on Oson to teach the use of
a liquid autosanpler for sanpling head space gas for gas
chromat ography. Chlosta is relied upon by the exam ner
(answer, page 5) to teach a device for feeding sanple vials
into a gas chromat ograph including a rotatabl e heatable netal
bl ock or sanple vessel store (30) which is heated by an

el ectrically powered heater element, a lifting nenber (52)
conprising a vertically displaceable rod to transport vials
into the sanple vessel store (30) from bel ow the vessel store
and out of the vessel store and a second device for lifting

t he sanpl e vessel store (30) and the sanple vials so the
sanple vials engage a stationary needle (34). The exam ner
relies upon Lorch to teach a displaceable rod (46, 48) for use
on an analysis device (3) to transport sanple containers (9)
bet ween an upper transport nechani smand a | ower centrifuge
device. The exam ner relies on Fujitsuka and Natel son or
Yamano (answer, page 6) to teach apparatus that agitate and

heat sanple vials during preparation.
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Wth the above teachings as a basis, the exam ner
concluded that it woul d have been obvious to one of ordinary
skill in the art at the tinme the invention was nmade to
incorporate a heater and netal sanple tray into the device of
Stone as taught by Chlosta and to use the device to sanple
headspace gases as taught by Qtson because it is well known in
the art that heating the sanpler prior to sanpling decreases
the sanpling tine significantly. The exam ner further
contended that it is well known in the art to use al um num as
a heat conducting netal as a turntable to hold sanple
contai ners. The exam ner also contended that it would have
been obvious to one of ordinary skill in the art to use a
[ifting nmeans such as the lifting nenber of Lorch and
i ncorporate a sanple holding area such as taught by Chlosta or
Lorch into the Stone device to allow sanpling of the vials to
occur at the sanme tinme as loading of the vials. Further, the
exam ner concluded that it would have been obvious to one of
ordinary skill in the art at the time the invention was nmade
to incorporate an agitation step during heating as taught by
Nat el son or Yamano, using the notion of Fujitsuka, into the

Stone device to facilitate thorough m xi ng of the sanple.
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Implicit inthis rejection is the exam ner’s view that
t he above noted nodifications of Stone would have resulted in
a transport device which corresponds to the subject matter

defined in clainms 22-45 on appeal .

The test for obviousness is what the conbi ned teachi ngs
of the references woul d have suggested to one of ordinary

skill in the art. See In re Young, 927 F.2d 588, 591, 18

USPQ2d 1089, 1091 (Fed Cir. 1991) and In re Keller, 642 F. 2d

413, 425, 208 USPQ 871, 881 (CCPA 1981). In this case, we are
in agreenment with appellants’ position (brief, pages 11-29)
that the conbined teachings of Stone, Oson, Chlosta, Lorch,
Fujitsuka, and Natel son or Yamano sinply fail to disclose or
ot herwi se provi de an adequat e suggestion for heating the racks
(50) while on the carousel of Stone or heating the carousel
that carries the racks, while also providing a vial m xing
device of the type specified in the clains on appeal; nor any
fair suggestion of using a mechanismfor inserting or renoving
the vials from chanbers through upper open ends into and from
t he vial holder chanbers while the racks are on the carousel

of Stone. W are of the opinion that the exam ner has used

10
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i nproper hindsight to come to the conclusion that one of
ordinary skill in the art would have conbi ned the disparate
teachi ngs of Stone, O son, Chlosta, Lorch, Fujitsuka, and
Nat el son or Yamano to create a transport device |ike that set

forth in appellants’ clainms 22-45 on appeal .

In light of the foregoing, we cannot sustain the
rejection of clainms 22-24 and cl ai ms 25-45 whi ch depend
therefromunder 35 U . S.C. § 103 as bei ng unpatentabl e over
Stone in view of Oson, Chlosta, Lorch, Fujitsuka, and

Nat el son or Yanmano.

11
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SUMVARY

The decision of the exam ner to reject clains 22-45 under

35 U S.C 8§ 112, first paragraph, is reversed, and the

deci sion of the exam ner to reject clainms 22-45 under 35

US. C 8§ 103 is reversed.

REVERSED

lan A Cal vert
Adm ni strative Patent Judge

Charl es E. Frankfort

PATENT
Adm ni strative Patent Judge
Jeffrey V. Nase
Adm ni strative Patent Judge
tdl
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APPENDI X

22. A device for heating and agitating sanple vials
having caps with a septumtherein for w thdrawi ng gaseous
material from a headspace of said vials for analysis by gas
chr omat ogr aphy, conpri sing:

a platen nmounted on a support and having a plurality of
chanbers, each of said chanbers having a bottomwall for
supporting one of said sanple vials on the bottomwall, the
bottom wal | havi ng an opening for providing access to retained
sanpl e vials from bel ow,

an electrically powered heater nmounted to heat said
pl at en;

a vial transport mounted relative to the platen for
transporting a vial from above a chanber to | ower the vial
into such chanber, and the reverse;

a vial mxing device nounted relative to the platen and
alignable with the chanber and conprising a rod at | east
partially extendible into said chanber through said opening
frombelowto contact said vial and m x the contents by
pul sating the vial to increase the rate of transport of
gaseous conponents fromliquid in said sanple vial to said
headspace; and

a needle nmounted relative to the platen for alignnent
with the chanber for extracting material from said headspace
t hrough said septum after said needl e punctures said septum of
said vial.



