THES OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON_ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 and 3 through 20, all of the clains

remaining in the application. Caim2 has been cancel ed.

lppplication for patent filed May 15, 1995,
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Appellant's invention relates to an apparatus and nethod for
pl ayi ng an anagramtype word gane in a conputer ganme and/or t.v.
game show format. Clainms 1, 9, 12, 15 and 16 are representative
of the subject matter on appeal and a copy of those clains my be

found in the Appendix to appellant's brief.

The sole prior art reference of record listed by the
exam ner (answer, pages 2-3) as relied upon in the rejection of

the clai ns under appeal is:

Cunni ngham et al . (Cunni ngham 5, 041, 992 Aug. 20, 1991

As stated by the exam ner on page 3 of his answer, clains 1
and 3 through 20 stand rejected under 35 U.S.C. 8 103 "as being

unpat ent abl e over Cunni ngham "

It is, however, imedi ately apparent fromthe exam ner's
sonewhat neager explanation of the rejection on page 3 of the
answer (addressing only claim1l on appeal) that he is in fact
relying upon certain admtted prior art set forth in appellant's
speci fication regarding a known anagramtype gane call ed

REVELATI ON™ and al so on ot her known prior art the exam ner
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descri bes as "'drag' nodes known on conputer interfaces,"” along
with the teachings of the Cunni ngham patent, in formulating the
35 U S.C 8§ 103 rejection of appellant's clains on appeal.

Mor eover, as noted by appellant in the reply brief (Paper No. 9),
the examner in his "Response to Argunent” section of the answer
(pages 4-10) also relies upon other prior art, such as the "file
Manager" applications in Wndows, highlighting features in

W ndows applications, Solitaire in Wndows applications, and the

t.v. gane shows "Jeopardy" and "Weel of Fortune."

Rat her than reiterate the exam ner's understandi ng of the
above-noted rejection and the conflicting viewpoints advanced by
t he exam ner and appellant regarding the rejection, we nmake
reference to the exam ner's answer (Paper No. 8, nmailed June 10,
1996) for the exam ner's reasoning in support of the rejection,
and to appellant's brief (Paper No. 7, filed May 14, 1996) and
reply brief (Paper No. 9, filed July 30, 1996) for appellant's
argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to appellant's specification and clains, to
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the applied prior art, and to the respective positions
articul ated by appellant and the exam ner. As a consequence of

our review, we have nade the determ nati ons which foll ow

Turning first to the examner's rejection of independent
claim1l under 35 U.S.C. 8 103, we note that this claimrequires,
inter alia, that each of the characters of the unsol ved
arrangenent of the one or nore anagranms in the unsolved area of
t he game board have "a path defined by a predeterm ned plurality
of points fromsaid character's initial position to said
character's final position" in the solution area of the gane
board, and that the apparatus include "character noving neans for
nmovi ng each of said characters along its respective path... in
response to selection of said character.” As explained in the
par agraph bridging pages 4 and 5 of the specification, this
aspect of appellant's invention contributes to easy visualization
of the progress of the puzzle fromthe tinme the puzzle is
originally presented until the tinme the puzzle is conpletely
sol ved and di stingui shes appellant's gane fromthe known previous
versi on of REVELATI ON™wherein the letters/characters of the

anagrans apparently just disappeared fromtheir initial position
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in the unsolved area of the gane board and reappeared in their
final position in the solution area of the gane board. See
Figures 4, 5 and 8 through 12 of the application drawings for a

show ng of the respective paths (136, 140, 142, 144).

To address this difference between the known previous
versi on of the anagram gane REVELATI ON™and appel |l ant's cl ai ned
apparatus, the exam ner urges that the recited novenent of
characters is "considered to be old and well known to the 'drag
nodes known on conputer interfaces" (answer, page 3). In
addi tion, the exam ner points to the teaching in Cunni ngham of
arcade ganes (col. 1, line 13) and the teaching at colum 1, |ine
38, of Cunni ngham and concl udes t hat

To have provided conputer outlines in "a path of

predeterm ned plurality of points” with a "nmeans for

nmovi ng" as required by claim1l would have been obvi ous

to provide a nore easily understood interface.

On page 5 of the answer, the exam ner also points to the
"File Manager" applications in Wndows, urging that "[i]cons of
the files can be directly 'dragged fromon [sic, one] disk drive

to another along a path of a predeterm ned plurality of points"
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and that clearly, this "drag" feature on conputer interfaces
"i's used so that one can follow an icon froma source to a
destination (or a letter froma source to a destination as in

the instant invention)."

Li ke appellant, we find nothing in the teachings of
Cunni nghamreferred to by the exam ner, or in the "drag" node of
known conputer interfaces relied upon by the exam ner, which
woul d have | ed one of ordinary skill in the art to nodify the
previously known version of the anagram gane REVELATI ON™
described in appellant's specification so as to arrive at the
particul ar apparatus set forth in appellant's claim 1l on appeal.
Nei t her Cunni ngham nor the known "drag" nodes we are aware of,
provi de any teaching or suggestion of 1) noving characters of an
anagramtype gane along "a path defined by a predeterm ned
plurality of points fromsaid character's initial position to
said character's final position” or 2) a "character noving nmeans
for noving each of said characters along its respective path..

in response to selection of said character,” as defined in
appellant's claiml1l. 1In contrast with the examner's

characterization of the "drag" node used in the "File Manager"
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application in Wndows, we agree with appellant that novenent of
an icon using the "drag" node in the "File Manager" application
is not along "a path defined by a predeterm ned plurality of
points..." as in appellant's claim1 on appeal, but instead

all ows the selected icon to be "dragged” by the user al ong any

pat h he/ she chooses.

Mor eover, we do not see how Cunninghamin any way “clearly
teach [sic] and bridges any gap between the gane of Revel ations
[ sic] and known conputer display manipul ations,” as urged by the
exam ner on page 8 of the answer. Even if one woul d have gl eaned
from Cunni ngham t hat arcade ganes played on a conputer are known
to use “drag” features, as the exam ner believes, we do not see
how this fact alone, or in conbination with the “drag” node in
the “File Manager” application of Wndows, would have | ed one of
ordinary skill in the art to nodify the previously know version
of the game of REVELATI ON™in the manner urged by the exam ner so
as to arrive at the particular apparatus set forth in appellant’s
claim1l on appeal. Again, we note that there is no teaching or
suggestion in the applied prior art of noving a character of an

anagram fromits initial position in the unsolved area of the
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ganme board to said character’s final position in the solution
area of the ganme board along a predefined path of the type set

forth in appellant’s claiml.

For the above reasons, the exam ner's rejection of
appel l ant's independent claim1 under 35 U.S.C. 8 103 will not be
sustained. The exam ner's rejection under 35 USC § 103 of clains
3 through 8, which depend fromclaim1l, wll |ikew se not be
sustained. In this regard, we note particularly that the
examner's interpretation of the "substantially identical"
portions of the paths in appellant's claim3 on appeal (answer,
pages 5-6) is clearly not a "reasonable” interpretation of the
claimrequirenents given appellant's disclosure (specification,
pages 4-5) regarding such "substantially identical" path
portions. In this regard, we note that it is well settled that,
during the prosecution of a patent application, clains are to be

given their broadest reasonable interpretationconsistent with

the specification See, In re Sneed, 710 F.2d 1544, 218 USPQ 385

(Fed. Cir. 1983); In re Tanaka, 551 F.2d 855, 193 USPQ 138 (CCPA
1977) .
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Looki ng next at independent claim9 on appeal, we note that
this claimdefines an apparatus for playing an anagramtype gane,
wherein the apparatus includes, inter alia, "character noving
means"” for noving each of said characters fromits respective
initial position to its respective final position, and

outline nmeans for displaying on [sic, an] outline of

each of said characters in its initial position after

said character is noved fromits initial position,

whereby said outline can be viewed together with

adj acent characters or outlines in said unsolved area."”

On pages 4-6 of the specification, appellant again enphasizes
that these aspects of the invention assist the viewer in studying
and concentrating on the unsol ved anagram thereby making it

easier for the viewer and players to play and follow the ganme and

therefore necessarily adds consi derabl e enjoynent.

On page 6 of the answer, the exam ner has indicated that an
outline like that required in appellant's claim9 is "considered
old to conputer manipul ati ons" and that applying such a known
outline to a gane of REVELATI ON™Mwoul d have been obvious to mark
the location of the source of an imge after it has been

translated to its destination. Like appellant, we find the
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exam ner's bare assertion in this regard to be w thout any
factual underpinnings in the applied prior art and not otherw se
expl ained with any reasonabl e degree of specificity. It is by
now wel |l settled that a rejection based on 8 103 nust rest on a
factual basis, with the facts being interpreted w thout hindsight
reconstruction of the invention fromthe prior art. |n making
this evaluation, the exam ner has the initial duty of supplying
the factual basis for the rejection he advances. He may not,
because he doubts that the invention is patentable, resort to
specul ati on, unfounded assunptions or hindsight reconstruction to

supply deficiencies in the factual basis. See In re Warner, 379

F.2d 1011, 154 USPQ 173 (CCPA 1967). Absent the required factual
basis on the exam ner's part, we refuse to sustain the rejection
of appellant's claim9 under 35 U.S.C. 8 103. It follows that
the examner's rejection of clains 10 and 11, which depend from

claim9, will also not be sustained.

| ndependent claim 12 on appeal defines an apparatus for
pl ayi ng an anagramtype gane, wherein the apparatus includes,
inter alia, "character noving neans" for noving each of said

characters fromits respective initial position to its respective

10
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final position, and "indicator neans for directing the attention
of players of said gane to a selected one of said unsolved areas
before a player guesses the solution of the anagramin said

unsol ved area." Page 6, lines 19-25, of appellant's specification
di scusses the indicator neans and notes that in the disclosed
anagram gane such indicator neans all ows everyone to focus their
attention on the area of the gane board where novenent of

characters will take place in the then i medi ate future.

In rejecting claim 12 under 35 U S.C. § 103, the exam ner
has urged (answer, page 6) that highlighting features are old to
direct image manipulations. In this regard, the exam ner
suggests that we note any W ndows application where an icon is
hi ghl i ght ed upon being selected prior to any mani pul ation. \Wile
it is certainly true that highlighting features in conputer
systens of the type referred to by the exam ner are known, we are
of the opinion that the proposed conbination of such known
hi ghli ghting features with the previously known anagram ganme of
REVELATI ON™in the particul ar manner now posited by the exam ner
So as to arrive at the apparatus required in appellant’s claim12

on appeal is based on inperm ssible hindsight derived from

11
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appel lant’s own di sclosure and not fromany fair teaching or

suggestion found in the applied prior art itself.

In this regard, we consider that the exam ner has used
appellant’s own disclosure and the clained invention itself as a
bl ueprint for piecing together elenents in the prior art so as to
defeat patentability of the apparatus defined in appellant’s
claim12. Mwving a nmouse indicator arrow to an icon and clicking
on the icon to highlight the selected icon prior to activation
t hereof, as suggested by the examner, is far different than the
operation of the indicator neans disclosed by appellant and as
required in claim 12 on appeal. The indicator neans of claim 12
is provided for directing the attention of players and viewers of
an anagram gane to “a sel ected one of said unsol ved areas” before
a player guesses the solution of the anagramin said unsol ved
area. By contrast, the highlighting feature alluded to by the
exam ner where an icon is highlighted by a user, is the result of
the user already being focussed on a particular icon of interest
and then noving the nouse arrow to the desired icon which is
thereafter highlighted by the user so that it can be subsequently

activated by the user.
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Since, as noted above, we consider that the exam ner’s
conmbi nation of the prior art in this instance is notivated solely
by inperm ssible hindsight, it follows that we will not sustain
the examner’s rejection of appellant’s claim 12 under 35 U.S. C
§ 103. For the sanme reason, we will also not sustain the
exam ner’s rejection of dependent clains 13 and 14 under 35

U S C § 108.

| ndependent claim 15 on appeal is directed to an apparatus
for playing an anagram gane, wherein the apparatus includes,
inter alia, "character noving neans" for noving each of said
characters fromits respective initial position to its respective
final position, and “random sel ecti on neans for randomy
sel ecting one of said final positions into which a predeterm ned
one of said characters is to be noved by said character noving
means." The “character noving neans”is described in the paragraph
bri dgi ng pages 4 and 5 of appellant’s specification, while the
“random sel ecti on neans” is described in the paragraph bridging
pages 7 and 8 of the specification. On page 7 of his answer, the

exam ner has taken the position that claim 15 on appeal presents

13
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limtations that “are considered old to gane show formats in
general.” More specifically, the exam ner is of the view that
randonml y assigning point or dollar values to solution

areas in a gane show where that point or dollar val ue

is awarded upon correct actions by a player are old to

gane show formats thensel ves. Jeopardy has its random

"Daily Double" square that is random y assigned.

Li ke appellant, we find no teaching or suggestion in the
applied prior art for the specific formof “character noving
means” or “random sel ecti on neans” disclosed and cl ai ned by
appellant in claim15 on appeal. 1In contrast with the exam ner’s
assertions, we are not aware that the “Daily Doubl e” square on
the t.v. gane show Jeopardy is “randonmly assigned,” and even if
it were, we see no suggestion or incentive in such a teaching for
nodi fyi ng the previously known anagram ganme of REVELATION™in a
manner so as to result in the particular apparatus defined in
appellant’s claim15 on appeal. The function and manner of use
of the “Daily Double” square on Jeopardy is entirely different
fromthe “random sel ecti on neans” di scl osed by appel |l ant and

defined in appellant’s claim 15 on appeal, and is clearlynot the

equi val ent thereof. For this reason, we will not sustain the

14
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exam ner’'s rejection of appellant’s independent claim15 under

U S C § 108.

The | ast of appellant’s independent clains for our

consi deration on appeal is nethod claim16. This claimsets
forth a nmethod for playing an anagramtype gane, which net hod
includes, inter alia, the steps of “randomy sel ecting one of
sai d anagrans” and “noving the characters of said selected
anagram .. in response to the solution of said anagram bei ng
guessed by said player.” The step of “noving the characters of
sai d sel ected anagrant is described in the paragraph bridging
pages 4 and 5 of appellant’s specification, while the step of
“randomly selecting one of said anagrans” is described in the

par agraph bridging pages 7 and 8 of the specification. After

35

considering the exam ner’s position as set forth on page 7 of the

answer, we, |ike appellant, find no teaching or suggestion in the

applied prior art concerning the last two recited steps of claim

16 on appeal.

15
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In contrast with the exam ner’s assertions, we are not aware
that the typical format of the previously known REVELATI ON™ gane
i ncluded the specific step of randomy selecting one of the
anagrans as required in appellant’s claim 16 on appeal, or that
such prior gane involved the particular step of “noving the
characters of said selected anagranf as set forth in appellant’s
claim1l6. 1In this regard, we note that neither appellant nor the
exam ner has clearly defined exactly what apparatus and net hod
steps were involved in playing the previously known version of
t he REVELATI ON™ gane, as conpared to appellant’s inproved version
t hereof, and that consequently any understandi ng of that prior
art gane involves a degree of speculation which we find
unacceptable. G ven the |ack of an adequate factual basis to
support the exam ner’s concl usion of obviousness with regard to
claim 16 on appeal, especially the last two steps thereof, we
wi Il not sustain the rejection of this claimunder 35 U S. C
8 103. We will likewi se not sustain the rejection of clains 17
t hrough 20, which depend from i ndependent claim 16, under 35
U S C 8§ 103.

16
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As shoul d be apparent fromthe foregoing, the decision of
the exam ner rejecting clains 1 and 3 through 20 of the present

application under 35 U S.C. §8 103 is reversed.

REVERSED

JAMES M MEI STER
Adm ni strative Patent Judge )

) BOARD OF PATENT

BRADLEY R. GARRI S ) APPEALS AND

Adm ni strative Patent Judge ) | NTERFERENCES
)

CHARLES E. FRANKFORT )

Adm ni strative Patent Judge )
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