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Bef ore WEI MAR, NASE, and CRAWFORD, Adninistrative Patent Judges.

NASE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's rejection
of clains 24 through 29, 31 and 32, which are all of the clains

pending in this application.?

! Application for patent filed June 1, 1994.

2 Subsequent to the final rejection, the appellants filed an
amendnent (Paper No. 11) proposing to cancel clains 23 and 30,
anend clains 24 through 27 and 29, and add clains 31 and 32. The
exam ner subsequently entered that anmendnent and w thdrew t he
rejection under 35 U.S.C. 8§ 112, second paragraph.
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We REVERSE and enter new grounds of rejection pursuant to

37 CFR § 1.196(b).
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BACKGROUND

The appel lants' invention relates to a nmethod for
alleviating pain by contacting a portion of the human body with a
magnetic material. Clainms 31 and 32 are representative of the
subject matter on appeal and a copy of those clains, as they
appear in the appendix to the appellants' brief, is attached to

t hi s deci si on.

The prior art references of record relied upon by the

exam ner as evidence of obviousness under 35 U S.C. § 103 are:

Nakayanma 3,921, 620 Nov. 25, 1975
Giffin et al. 4,587, 956 May 13, 1986
(Giffin)

Lin et al., "Geophysical Variables and Behavior: XXVII Magnetic

Neckl ace: Its Therapeutic Effectiveness on Neck and Shoul der
Pai n: 2. Psychol ogi cal Assessnent,"” Psychol ogi cal Reports, Apri
1985, pp. 639-649 (Lin)

An additional reference of record relied on by this Board
is:3

Mar kol | 5,387, 176 Feb. 7, 1995
(filed Apr. 13, 1992)

3 This reference was cited by the exam ner in Paper No. 4
and a copy is of record in the application file.

3
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Clainms 24 through 29, 31 and 32 stand rejected under

35 U S.C 8 101 as lacking utility.

Clainms 24 through 29, 31 and 32 stand rejected under
35 U.S.C. §8 103 as bei ng unpatentabl e over Nakayana in view of

Lin and Giffin.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appellants regarding the 8§ 101 and § 103
rejections, we nmake reference to the final rejection (Paper No.
7, mailed Decenber 12, 1995) and the exam ner's answer (Paper No.
19, mail ed Novenber 27, 1996) for the exam ner's conplete
reasoning in support of the rejections, and to the appellants’
brief (Paper No. 16, filed Septenber 10, 1996) for the

appel l ants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the

respective positions articulated by the appellants and the
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exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The Uility |Issue
We do not sustain the rejection of clains 24 through 29, 31

and 32 under 35 U.S.C. 8 101 as lacking utility.

Wth regard to the statutory requirenent of 35 U S.C. § 101
that an invention be useful, a specification nust contain a
di sclosure of utility for the clained invention. The initial
burden of establishing a prinma facie case that a specification is
i nadequate in this regard rests with the exam ner and requires
presentation of a reason to doubt the asserted utility. As the

Federal Circuit stated in In re Brana, 51 F.3d 1560, 1566, 34

UsP2d 1436, 1441, (Fed. GCr. 1995)(citations omtted):

Fromthis it follows that the PTO has the
initial burden of challenging a presunptively
correct assertion of utility in the disclosure.
Only after the PTO provi des evi dence show ng
that one of ordinary skill in the art would
reasonably doubt the asserted utility does

the burden shift to the applicant to provide
rebuttal evidence sufficient to convince such
a person of the invention's asserted utility.

See also, In re Langer, 503 F.2d 1380, 1391-92, 183 USPQ 288, 297

( CCPA 1974).
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In this instance the Exam ner has not nmet this initial
burden. The teachings of the prior art as a whole indicate that
application of magnetic fields to body parts to alleviate pain
associated with that body part has been undertaken. See the
foll ow ng references of record: Nakayama, Markoll and Giffin,

t he teachings of which are set forth infra in the new grounds of
rejection under 35 U S.C. 8 103. The examner's reliance on Lin
is insufficient evidence, in our opinion, to show that a person
having ordinary skill in this art would doubt the objective truth
of the clainmed nethod. While the effect appears to be condition-
dependent, such as strength of nmagnetic field, tine of
application or neans of contact, that does not negate the
under | yi ng expectation of success in the application of magnetic

fields to alleviate pain.

The Cbvi ousness |ssue
We do not sustain the rejection of clains 24 through 29, 31
and 32 under 35 U.S.C. 8 103 as bei ng unpat entabl e over Nakayana

in viewof Lin and Giffin.

In this rejection, the exam ner stated (final rejection, p.

5) that "[a]lthough a field strength of 2-20 gauss is not
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di scl osed [ by Nakayama] it is the examner's position that the
devi ce of Nakayama has a field strength in that range.” W do
not agree. \Wiile it is true that the field strength of

Nakayama's devi ce woul d be reduced to 20 gauss at sone di stance

fromthe device, the clains on appeal are not that broad. The

clains on appeal require, inter alia, contacting a portion of the
human body having pain with a magnetic material and applying a
magnetic field of 2 to 20 gauss to that portion of the body until
the pain is reduced. Thus, the clains on appeal require that the
magnetic material contact the human body while applying a
magnetic field of 2 to 20 gauss. Wil e Nakayanma does teach
contacting a portion of the human body for treatnent with a
magnetic material, Nakayama does not teach that the magnetic
material would apply a magnetic field of 2 to 20 gauss to that
portion of the body. Since all the limtations of clains 24

t hrough 29, 31 and 32 are not taught or suggested by the prior

art as applied by the exam ner, we do not sustain this rejection.

New grounds of rejection
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Under the provisions of 37 CFR 8 1.196(b), we enter the

foll owi ng new grounds of rejection.*

Clains 24, 25, 27, 28, 29 and 31 are rejected under
35 U.S.C. §8 103 as bei ng unpatentabl e over Nakayana in view of

Mar kol | .

Nakayama di scl oses a magnetic nmedi cal treatnment device
for efficiently causing magnetic flux to act on a human body.
The magnetic nedical treatnent device conprises a plurality of
magnets so arranged that the sane polarity poles of the magnets
contact a selected part of a human body. Nakayama states that
his invention is applicable to nmagnetic nedical treatnent devices
such as a wist band, belly-band, pillow bed, pad and pl aster
whi ch magnetically treat an affected part of a human body.°®
Addi tional ly, Nakayama teaches that the increase rate of fl ux
density varies dependi ng upon the arrangenent of nagnets, the

space between magnets and the material, size, shape and thickness

4 \WW note that claim26 has not been subjected to a new
ground of rejection since the prior art of record does not
establish that it was known to contact a portion of the human
body with magnetic material contained in fibers of a cloth or in
a resin.

> See colum 1, lines 19-28, of Nakayana.

8
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of the ferromagnetic netal plates. Thus, when Nakayama's
invention is applied to a magnetic nmedi cal treatnment belly-band,
it is necessary to select suitable magnets and ferromagnetic
metal plates suitable for particular applications taking the

above factors into consideration.?®

Mar kol | di scl oses the treatnment of acute di seases or
conditions, as froma sports injury, of the nmuscul oskel et al
system excluding fractures with magnetic field therapy. Markol
states that an inportant characteristic of his invention is that
the field not be greater than 20 gauss.’ |In Exanple 1, Markol
di scl oses treating a patient who had a recent (acute) injury to
the left shoulder. The synptons in the |left shoul der were
described as "pain with limtation of novenent"” which persisted
for several weeks. Normal treatnent included pain nedication
(anal gesics) and ice packing which did not provide relief.
Fol l owi ng 18 magnetic therapy treatnents, conplete return to an
asynptomatic state with no further pain and a full range of

nmotion were effected, with no reported recurrence of synptons.

6 See columm 8, lines 60-68 of Nakayana.

7" See colum 1, lines 44-45, and colum 2, |lines 51-52, of
Mar kol | .
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In Exanples 2 and 3, Markoll discloses treating two patients who
had recent onset of right and left el bow pain at the | ateral

epi condyl e (tennis-el bow) which was acute in nature, having been
sustained within the past two nonths. Both patients being

prof essionals, they under took all nedical nodalities that were
avail able, without relief. One patient could not rest his el bow
on a cushion w thout noting severe pain. Both patients
responded significantly after 18 magnetic therapy treatnments and
have resuned normal working and sports activities w thout

recurrence of synptons to date.?®

After the scope and content of the prior art are determ ned,
the differences between the prior art and the clains at issue are

to be ascertained. Gahamyv. John Deere Co., 383 U.S. 1, 17-18,

148 USPQ 459, 467 (1966).

Based on our analysis and revi ew of Nakayama and cl ai ns 24,
25 and 31, it is our opinion that the only differences are:
(1) applying a magnetic field of 2 or nore to 20 or |ess gauss,
and (2) applying that magnetic field to the portion of the body

until the pain is reduced.

8 See colum 4, lines 9-39, of Markoll.

10
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Wth regard to these differences, it is our opinion that it
woul d have been obvious to one of ordinary skill in the art at
the tinme of the appellants' invention to have nodified Nakayama's
magneti c nedical treatnment device to apply a low intensity
magnetic field not greater than 20 gauss to relieve pain as

suggested and taught by Markoll.

Dependent claim 27 recites that the magnetic field is 15
gauss or less. Dependent claim28 further imts the magnetic
field to 10 gauss or less. In view of Markoll's teaching of
applying a low intensity nagnetic field not greater than 20
gauss, it is our viewthat the level of the magnetic field

applied is an obvious natter of designer's choice. See In re

Kuhl e, 526 F.2d 553, 188 USPQ 7 (CCPA 1975).

Dependent cl ai m 29 adds to i ndependent claim 31 the
l[imtation that the body is contacted with the S-pole of the
magnetic material. As set forth above, Nakayama teaches that the
magnets are arranged so that the same polarity poles of the
magnets contact the selected part of the human body. Since the
magnets have only two poles, it is our determnation that it

woul d have been further obvious to one of ordinary skill in the

11
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art at the tinme of the appellants' invention to have contacted
the selected part of the human body with the S-pole of the

magnets such being a matter of designer's choice. See In re

Kuhl e, supra.

Claim32 is rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Nakayama in view of Markoll, as applied above

with respect to claim31l, and further in view of Giffin.

Giffin discloses a magnetic therapeutic device for humans
and animals. Giffin states that strained and sprai ned nuscl es,
brui sed tissues and stiff or arthritic joints are common probl ens
in both humans and animals. Conventionally these are treated by
applying heat to the body part in sone way, for exanple, by hot,
wet conpresses, electric heating pads, diatherny machi nes or hot
wat er baths or boots. Instead, Giffin teaches to treat these
common problens with his nagnetic therapeutic device wherein al
the magnets are polarized in the sane direction, that is, all the
N-pol es are on one side of the wapper, and all the S-poles are
on the other. The device is applied first to a joint by turning
it to the N-pole configuration node shown in Figure 5 with the

N-poles facing inwardly until pain is relieved, after which it

12
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may be reversed and applied in the S-pole configuration node
shown in Figure 6 with the S-poles facing inwardly. Giffin
states that he has found a very substantially different

t herapeutic effect when the device is applied in the N pole node
as shown in Figure 5 on the one hand; or in the S pole nbde as
shown in Figure 6 on the other hand. Although, the exact reason
is not fully understood, the N-node configuration has a sedator
ef fect, reduces pain, relieves nuscle spasns, increases joint
nmotility, nobilizes calcium and lowers the pHin the affected
tissue; and the S-pole node stimnmulates circul ation, speeds
healing tinme, strengthens ailing tissues, and increases the pH
toward a normal, healthy, slightly acid condition.® Giffin

di scl oses that while optinmumresults appear to be obtainable in
the 200 to 600 gauss per square inch range inasnuch as
significant and inproved therapeutic benefits are obtainable in
substantially less tine than is possible with conventi onal
treatnents, that flux ranges bel ow 200 gauss per square inch may
prove beneficial for sonme patients with certain kinds of
illnesses and ailnments.® Giffin states that nost of the nmmjor

acute injuries had pain relief in 48 hours where the magnetic

9 See colum 6, lines 46-59, of Giffin.
10 See colum 7, line 53, to colum 8, line 4, of Giffin.

13
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device was worn 16 hours per day and that where the device was
worn 24 hours per day, the patients reported pain relief in one
to two days.!! Lastly, Table Ill shows different kinds of
chronic injuries, including arthritis, for which the device of
Giffin was tested. All the tested patients were in constant
pain and were first treated wwth the device in N pole node unti
pain was relieved. The device was then reversed to the S-pole
node, resulting in increased circul ation, strengthening of the

ti ssues, and pronoting healing. !?

Based on our analysis and review of Nakayama and cl ai m 32,
it is our opinion that the only differences are: (1) applying a
magnetic field of 2 or nore to 20 or | ess gauss, and (2) applying
that magnetic field to the portion of the body until the

arthritic pain is reduced.

Wth regard to these differences, it is our opinion that it
woul d have been obvious to one of ordinary skill in the art at
the tinme of the appellants' invention to have nodified Nakayama's

magneti c nedical treatnment device to apply a low intensity

11 See colum 11, lines 4-10, of Giffin.
12 See colum 11, lines 11-34, of Giffin.

14
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magnetic field not greater than 20 gauss to relieve pain as
suggested and taught by Markoll and to have used the device to

reduce arthritic pain as suggested by Giffin.

Claim?29 is rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Nakayama in view of Markoll, as applied above

with respect to claim31l, and further in view of Giffin.

Dependent cl ai m 29 adds to i ndependent claim 31 the
[imtation that the body is contacted with the S-pole of the
magnetic material. As set forth previously, Nakayama teaches
that the magnets are arranged so that the sane polarity poles of
the magnets contact the selected part of the human body.
Further, as set forth above, Giffin teaches to first treat the
patient with the magnetic device in the N-pole node (e.g., the
body is contacted with the N-pole of the magnetic material) and
then treating the patient in the S-pole node (e.g., the body is
contacted with the S-pole of the magnetic material). It is our
opinion that it would have been further obvious to one of
ordinary skill in the art at the tinme of the appellants

invention to have contacted the selected part of the human body

15
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with the S-pole of the magnets as suggested and taught by

Giffin.

CONCLUSI ON

To summarize, the decision of the examner to reject clains
24 through 29, 31 and 32 wunder 35 U.S.C. 8 101 is reversed; the
deci sion of the examner to reject clains 24 through 29, 31 and
32 under 35 U.S.C. 8§ 103 is reversed; and new rejections of
clainms 24, 25, 27, 28, 29, 31 and 32 under 35 U.S.C. 8§ 103 have

been added pursuant to provisions of 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant to
37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203 Of. Gaz.
Pat. Office 63, 122 (Oct. 21, 1997)). 37 CFR § 1.196(b) provides
that, "A new ground of rejection shall not be considered final

for purposes of judicial review"

37 CFR 8 1.196(b) al so provides that the appellants, WTH N

TWDO MONTHS FROM THE DATE CF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new ground of

16
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rejection to avoid termnation of proceedings (8 1.197(c)) as to
the rejected clains:

(1) Submt an appropriate anmendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner. :

(2) Request that the application be reheard under
8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record. :

17



Appeal No. 97-2776
Application No. 08/252, 363

No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

ELI ZABETH C. WEI MAR
Adm ni strative Patent Judge

JEFFREY V. NASE
Adm ni strative Patent Judge

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

18

N N N N N N N N N N N N N N
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ARMSTRONG & KUBOVCI K
1725 K ST., N W, STE 1000
WASHI NGTON, DC 20006
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APPENDI X

31. A method for alleviating pain in a portion of a human
body whi ch conprises contacting that portion of the body with a
magnetic material and applying a magnetic field of 2 or nore to
20 or less gauss to that portion of the body until the painis
reduced.

32. A method for alleviating arthritic pain in a portion of
a human body which conprises contacting that portion of the body
with a magnetic material and applying a magnetic field of 2 or
nmore to 20 or |l ess gauss to that portion of the body until the
arthritic pain is reduced.
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