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DECI SI ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of clainms 1-20 and 50-68, all of the clainms pending in the
present application. Cains 21-49 have been cancel ed.

The clained invention relates to a contact structure in
an integrated circuit having a sem conductor substrate with a
trench isolation region fornmed therein which includes a trench
sidewal |. Further included is a conductive nenber which has a
portion electrically coupled to a doped regi on which abuts the
trench sidewall. Appellants assert at page 2 of the
specification that the particular clainmd contact structure
allows high density integrated circuits to be formed with | ow
contact resistance.

Representative claim1l is reproduced as foll ows;

1. A contact structure in an integrated circuit
conpri si ng:

a sem conductor substrate having a major surface;
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a trench isolation region lying within a first portion of
t he sem conduct or substrate, the trench isolation region
conprising a trench having a trench sidewall;

a first field effect transistor having a source/drain
el ectrode lying wwthin a second portion of the sem conductor
substrate, the source/drain electrode having a first portion
and a second portion, the first portion having a first depth
and a first width and the second portion having a second depth
and a second wdth, wherein the first depth is greater than
the second depth and the first wwdth is | ess than the second
width, and the first portion of the source/drain electrode
abuts the trench sidewall; and

a conductive nmenber overlying the trench isolation
regi on, the conductive nmenber having a first portion extending
into the trench adjacent to the trench sidewall, wherein the
first portion of the conducticve nenber is electrically
shorted to the first portion of the source/drain el ectrode of
the first field effect transistor.

No prior art references have been relied on by the
Exam ner .

Clainms 1-20 and 50-68 stand finally rejected as being
based on an i nadequate discl osure under the witten

description requirenment of the first paragraph of under 35

Uus C § 112
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Rat her than reiterate the argunments of Appellants and the
Exam ner, reference is nmade to the Briefs! and Answers for the

respective details.

CPI NI ON
We note initially that Appellants have indicated (Brief,
page 4) that, for the purposes of this appeal, clains 1-20 and
50-68 will stand or fall together. Consistent with this
i ndi cation, both Appellants and the Exam ner have directed and
l[imted their argunents to claim1l, the sole independent claim
on appeal. Accordingly, all the clains before us wll stand

or fall together. Note In re King, 801 F.2d 1324, 1325, 231

USPQ 136, 137 (Fed. Cr. 1986); In re Sernaker, 702 F.2d 989,

991, 217 USPQ 1, 3 (Fed. Cir. 1983). Therefore, we will only
consider the rejection against independent claim1l as
representative of all the clainms on appeal.

We have carefully considered the subject matter on

'The Appeal Brief was filed October 22, 1996. In
response to the Exami ner’s Answer dated Novenber 20, 1996, a
Reply Brief was filed January 22, 1997 whi ch was acknow edged
and entered without further comrent in the Suppl enental
Exam ner’s Answer dated February 3, 1997.
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appeal ,

the rejection advanced by the Exam ner, the argunments in
support of the rejection and the evidence relied upon by the
Exam ner as support for the rejection. W have, |ikew se,
reviewed and taken into consideration, in reaching our

deci sion, Appellants’ argunents set forth in the Briefs al ong
with the Exam ner’s rationale in support of the rejection and
argunments in rebuttal set forth in the Exam ner’s Answers.

It is our view, after consideration of the record before
us, that Appellants’ specification in this application
describes the clainmed invention in a manner which conplies
with the requirenents of 35 U S.C. § 112. Accordi ngly, we
reverse

The function of the description requirenent of the
first paragraph of 35 U S.C. 8§ 112 is to ensure that the
i nventor has possession, as of the filing date of the
application relied on, of the specific subject matter |ater
claimed by him

In re Wertheim 541 F. 2d 257, 262, 191 USPQ 90, 96 (CCPA

1976). "It is not necessary that the application describe the
claimlimtations exactly, . . . but only so clearly that
persons of ordinary skill in the art will recognize fromthe

5
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di scl osure that appellants invented processes including those
limtations.”" Wertheim 541 F.2d at 262, 191 USPQ at 96

citing In re Snythe, 480 F.2d 1376, 1382, 178 USPQ 279, 284

(CCPA 1973). Furthernore, the Federal Circuit points out that
"[1]t is not necessary that the clained subject matter be
described identically, but the disclosure originally filed
nmust convey to those skilled in the art that applicant had

invented the subject matter later clained.” In re Wlder, 736

F.2d 1516, 1520, 222 USPQ 369,

372 (Fed. Gr. 1984), cert. denied, 469 U S 1209 (1985),

citing In re Kaslow, 707 F.2d 1366, 707 F.2d 1366, 1375, 217

USPQ 1089, 1096 (Fed. G r. 1983).

In establishing a basis for a rejection under the witten
description requirenent of the statute, the Exam ner has the
initial burden of presenting evidence or reasons why persons
skilled in the art would not recognize in an applicants’

di scl osure a description of the invention defined by the
clains. Wertheim 541 F.2d at 265, 191 USPQ at 98. After
reviewi ng the argunents of record, it is our opinion that the
Exam ner has not provided sufficient reasons or evidence to
satisfy such burden

Wth respect to representative independent claim1l, the
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Examiner initially asserts (Answer, page 3) a |ack of
description in the original disclosure of the clained relative
di mensi onal relationship of the first and second portions of
the source/drain electrode. W agree with the Exam ner’s
observation that the specification part of Appellants’
original disclosure is silent as to the specific w dths and
dept hs of the source/drain electrode. It is our view,
however, that, as argued by Appellants (Brief, page 8), the
original drawings, Figure 15 in particular, provide a clear
illustration of the clainmed relative width and depth of the
first and second portions of the source/drain electrode. It
is well settled that drawi ngs alone may provide a “witten
description” of an invention as required by 35 U S.C. § 112.

See, e.g., Vas-Cath, Inc. v. Mhurkar,

935 F.2d 1555, 1563-64, 19 USPQ2d 1111, 1117 (Fed. Cr. 1991).
“I'n those instances where a visual representation can flesh
out words, drawi ngs may be used in the same manner and with

the sane limtations as the specification.” Autogiro Co. of

Anerica v. United States, 384 F.2d 391, 398, 155 USPQ 697, 703

(. d. 1967).
Appel I ants’ description of the invention has further been
guestioned by the Exam ner with respect to the designation of
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doped regions 72 and 74, illustrated in Figure 15, as
“electrodes”. |In making this argunent, the Exam ner
enphasi zes the qualifying “proper circunstances” to the
principle that drawings can be relied on to satisfy the
“witten description” requirement of 35 U S.C. § 112. As
asserted by the Exam ner (Answer, page 6):

Those proper circunstances were described as

being, “[What the drawing in fact discloses

to one skilled in the art.” Id. One of ordinary

skill in the art would not |ook at Figure 15 and

determ ne that elenents 72 and 74 were el ectrodes.

After reviewing the totality of the argunents and

evidence in this case, however, we are in agreenent with
Appel l ants’ position as stated in the Briefs. Initially, we
note that Appellants’ specification (page 8, |lines 32-33)
specifically and unanbi guously refers to doped regions 72 and
74 as “"electrodes”. Fromthe evidence of record, the
description of the operation of these doped regions at pages 8

and 9 of the specification is not inconsistent and certainly

not repugnant to accepted usage of the term “el ectrode.”?

At page 2 of their Reply Brief, Appellants have
submtted a definition of “electrode” from Wbster’s Ninth New
Coll egiate Dictionary as “a sem conductor device el enent that
emts or collects electrons or holes or that controls their
novenents.”
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Appel l ants may be their own | exi cographer as
|l ong as the neaning assigned to the termis not repugnant to
t he

termis well known usage. In re Hll, 161 F.2d 367, 73 USPQ

482 (CCPA 1947) .

Further, the Exam ner’s contention that the skilled
artisan would not determne fromthe illustration in
Appel l ants’ Figure 15 that doped regions 72 and 74 were
el ectrodes is totally devoid of support on the record. No
line of reasoning or evidence has been presented by the
Exam ner to support such assertion. W are not inclined to
di spense with proof by evidence when the proposition at issue
is not supported by a teaching in a prior art reference,
comon know edge or capabl e of unquestionabl e denonstration.
Qur reviewi ng court requires this evidence in order to

establish a prima facie case. In re Knapp-Mnarch Co., 296

F.2d 230, 232, 132 USPQ 6, 8 (CCPA 1961); In re Cofer,

354 F.2d 664, 668, 148 USPQ 268, 271-72 (CCPA 1966).

For all of the above reasons, it is our opinion that
Appel I ants have satisfied the statutory witten description
requi renment because they were clearly in possession of the
invention at the tinme of filing of the application.
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Therefore, we do not sustain the rejection of representative
claim1, nor of clains 2-20 and 50-68 which stand together
with claim1, under

the first paragraph of 35 U. S.C. 8§ 112. Accordingly, the
deci sion of the Exam ner rejecting clainms 1-20 and 50-68 is

rever sed

REVERSED

Kenneth W Hairston )
Adm ni strative Patent Judge

BOARD OF PATENT
Errol A Krass )

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

Joseph F. Ruggiero
Adm ni strative Patent Judge
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Harry AL Wlin

Mot orol a I nc

Austin Intellectual Property Law Section
MD: TX32 /PLO2 770 West Parnmer Lane
Austin TX 78729
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