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in alawjournal and (2) is not binding precedent of the Board.
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Bef ore SCHAFER, LEE, and TORCZON, Adnini strative Patent
Judges.

LEE, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner’'s rejection of clains 1, 13 and 15. Cains 2-6,
9, 14, 17 and 18 have been canceled. C ainms 20-34 have been
wi t hdrawn from consi deration. Cains 7, 8, 10, 11, 12, 16 and
19 have not been indicated as all owable, but the rejection of
t hese clainms al so has not been maintained in the examner’s
answer .
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The Rejection on Appeal
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10- 13,

and 19 were rejected under 35 U . S.C. 8§ 103 as being

unpat ent abl e over Duschat ko.

(Paper No. 10).°2

The appeal brief identified the issue on appeal

rejection of clainms 1, 7, 8,

35 U S.C. § 103 over Duschatko.

10-12 with claim1, and clains 7, 8,
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The appel | ant grouped cl ai ns

clains 1,

7, 8,

16 and 19 with cl ai m 15.

10- 13,

15, 16 and 19 were rejected under 35 U.S.C. 8§ 102(b) as being
anticipated by a certain prior art reference.
however, was withdrawn in an advisory Ofice action dated

Sept enber 16, 1996. (Paper

14) .
2

This rejection,
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The exam ner’s answer maintained only the rejection of
claims 1, 13 and 15. See exam ner’s answer at page 6. Wile
in all likelihood the examner did not intend to withdraw the
rejection of clainms 7, 8, 10-13, 15, 16, and 19, he did not
include themin the statenent of rejection within the
exam ner’s answer. W recognize that the appellant has
grouped clains 10-12 with claiml1l and clains 7, 8, 16 and 19
with claim15, but grouping of clains does not operate to
cancel clains. The exam ner still mnust naintain those
rejections which he deens proper to apply. The rejection of
clainms is too inportant to be left to |ikelihoods and
probabilities. Doing that would pronote uncertainty and al so
trivialize the seriousness of statements nade on the witten
record.

Accordingly, the rejection of clains 7, 8, 10-12, 16 and

19 is considered as withdrawn and the only clains rejected are

clains 1, 13 and 15.

The | nventi on

The invention is directed to an integrated circuit.
Claim 13 depends fromclaim1l. |ndependent clainms 1 and 15

are reproduced bel ow.
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1. An apparatus conprising a SCSI controller and an
Et hernet controller integrated onto a single
integrated circuit chip, wherein the SCSI and

Et hernet controller include digital control
circuitry coupled to buffers, and the Ethernet
controller includes analog circuitry, wherein
circuitry on the integrated circuit chipis
configured to |imt noise generated in the anal og
circuitry by signals in the digital contro
circuitry.

15. An integrated circuit conprising:
internal circuitry;

buffers; and
V., leads including a first set of V, | eads
connected to the internal circuitry and a second set
of V,, | eads connected only to the buffers.
Opi ni on
We sustain the rejection of claim1. Qur affirmance of
t he obvi ousness rejection is based only on the argunents
presented by appellants in their brief. Argunents not raised
in the brief are not before us, are not at issue, and thus are
consi dered as wai ved.
The rejection of clains 13 and 15 cannot be sustained. A
reversal of the rejection on appeal should not be construed as
an affirmative indication that the appellants’ clains are

pat ent abl e over prior art. W address only the positions and
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rationale as set forth by the exam ner and on which the
exam ner’s rejection of the clains on appeal is based.

As per claiml, the appellant states (Brief at page 2):

Appellant’s invention is an integration of
conponents of a SCSI controller and an Ethernet
controller onto a single chip with circuitry
configured to reduce noi se generated by digital

signals so that the analog circuitry wll operate

wi thin an acceptable error margin. H gh current in

the digital SCSI controller circuitry has previously

prevent ed manufacturers fromintegrating SCSI and

Et hernet controllers due to an unacceptable errors

created in the anal og Et hernet conmponents. (Page 2,

lines 16-34).

The appellant’ s specification explains that with the presence
of sensitive anal og conmponents in the Ethernet controller,
such as the phase | ock | oop, noise generated fromdigital
signals from SCSI conponents has prevented manufacturers from
integrating SCSI and Ethernet conponents together. See
specification at page 2.

Duschat ko does not disclose integrating an SCS
controller and an Ethernet controller together on a single
integrated circuit chip as is required by claim1. The
appel I ant acknow edges that conbining anal og and digital

circuits onto one integrated circuit chip is generally within

t he know edge of one with ordinary skill in the art, as is
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i ndi cated by the exam ner. According to the appellant,
however (Brief at pages 4-5), (1) sinply conbining SCS
controller and Ethernet controller onto a single integrated
circuit chip wll not create a device functioning within an
acceptable error margin, (2) taking standard steps to isolate
anal og and digital conponents on an integrated Ethernet and
SCSI controller will not reduce errors in the analog circuitry
bel ow an acceptable margin , and (3) including additional

noi se reduction circuitry, as further clainmed in claim 1,
necessary to reduce noise wthin an acceptable error margin,
is not disclosed by Duschatko and is not within the know edge
of one with ordinary skill in the art.

The appel lant’ s argunents are not commensurate in scope
with the features recited in claiml. Caim1l is broader in
scope and does not support the argunents on which the
appellant relies. For instance, insofar as noise reduction is
concerned, claiml1 sinply recites that “circuitry on the
integrated circuit chip is configured to limt noise generated
in the analog circuitry by signals in the digital contro
circuitry.” Cdaim1l does not require that digital noise be

sufficiently reduced such that the analog circuitry in the
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Et hernet controller can operate within an acceptable error
margin. Al that nmust happen is that noi se caused by digital
circuitry be limted. Accordingly, any reduction in the
digital noise, including that nmade possi ble by what the
appel l ant has referred to as “standard steps” (Brief at page
5) for isolating analog and digital conponents, is sufficient
to meet the claim \While the resulting structure may not be
as reliable as one made according to additional steps taken to
further reduce the digital noise, it cannot be said that the
resulting device is either unfunctional or without utility.
The | aw does not require commercial grade performance in all
devi ces properly deened obvious over the prior art. Al of
the teachings of the prior art, including nonpreferred

enbodi nents, are relevant. See, e.q., In re Lanberti, 545

F.2d 747, 750, 192 USPQ 278, 280 (CCPA 1976). It is evident
that the appellant should have inserted into claim1 a
specific error margin that nust not be exceeded, but that the
appel I ant has not done.

The appel | ant has acknow edged and referred to “standard
steps” for noise reduction, and the exam ner has found that

certain noise reduction techniques on integrated circuit chips
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were well known to one with ordinary skill in the art and
woul d have been readily applied by one with ordinary skill in
the art when integrating analog and digital circuits together.
For support, the examner cited to Partovi, Sundby, Roger,
Fujita, and Kinmura (Exam ner’s Answer at pages 5-6). W agree
with the exam ner that a standard digital noise reduction
technique for integrated circuit chips or a digital noise
reduction techni que that woul d have been well known to one
with ordinary skill in the art would be sufficient to nmeet the
clainmed feature “to limt noise generated in the anal og
circuitry by signals in the digital control circuitry.”

On pages 5-6 of the appeal brief, the appellant argues:

For a person of ordinary skill in the art to

integrate SCSI and Ethernet controllers on a chip,

t he person would need to realize that circuitry

shoul d be configured to isolate anal og and digital

conponents as well as to reduce the effect of a 48

mllianp i nput signal as done by separating V. |lines

for buffers (Appellant’s specification page 9, line

19 through page 11, line 10) and configuring buffers

to switch current in delayed steps (Appellant’s

specification page 11, line 11 through page 18, line

4), and by isolating the power supplies (Appellant’s

specification page 22, line 11 through page 25, line

23).
As we have already noted above, the argunents of the appell ant

are not comensurate in scope with what has been recited in
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claiml. daim1l does not recite anything regarding the
separation of V, lines for buffers or the isolation of power
suppl i es.

For the foregoing reasons, the rejection of claim1l as
bei ng unpat ent abl e over Duschatko is sustai ned.

Claim 15 recites an integrated circuit conprising
internal circuitry, buffers, and a first set of V, | eads
connected to the internal circuitry and a second set of Vg
| eads connected only to the buffers. In light of the
appel lant’ s specification (see for exanple pages 1-3), it is
understood that “buffers” means output buffers. Also,
evidently according to the appellant, “internal circuitry”
means the remaining circuitry on the integrated circuit chip
other than the buffers. (See Reply Brief at page 3, lines 19-
20). The exam ner states that Duschatko does not disclose
separate V. connections as clainmed but that such a limtation
woul d have been obvi ous based on wel | - known desi gn gui del i nes.
The evi dence the exam ner provided in support of his finding
of well-known design guidelines, however, does not support the
obvi ousness conclusion. The examner cited Fujita as teaching

separate V., ground connection limtations, wthout a
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meani ngf ul expl anation. (Exam ner’s Answer at page 5). It is
not known what in Fujita the exam ner regards as separate Vg
|l eads to the internal circuitry and to buffers.

As is defined in appellant’s specification, V., neans
general digital ground. (Specification at page 9). Wile the
portion of Fujita cited by the exam ner teaches naki ng
separate ground connections to digital and analog circuits on
an integrated circuit chip (colum 6, line 63 to colum 7,
line 8), it is not seen how that woul d have suggested one set
of ground | eads exclusively for output buffers as is required
by claim15. The exam ner has not pointed to any disclosure or
suggestion of an integrated circuit chip containing both
digital and analog circuits and the only digital circuits of
whi ch are conprised of output buffers. That teaching woul d
have been necessary to conbine with what Fujita shows to
arrive at the appellant’s clainmed invention. Even if the
prior art may be nodified in the manner suggested by the
exam ner does not nmake the nodification obvious unless the
prior art suggested the desirability of the nodification. In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84

n.14 (Fed. Cr. 1992).

10
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For the foregoing reasons, the rejection of claim 15
cannot be sustai ned.

Claim 13 depends fromclaim1 and specifically requires
three separate power distribution networks for (1) the anal og
circuitry, (2) the digital control circuitry, and (3) the
buffers. Additionally, claim13 requires silicon control
rectifiers to be connected between the power distribution
net wor ks, for sensing when a voltage difference between two
net wor ks exceeds a predefined limt, and for formng a
conductive path between the two networks when the predefined
[imt is reached.

At page 5 of the answer, the exam ner stated that silicon
control rectifiers are conmonly used and cited to Chua. At
page 4 of the answer, the exam ner stated that silicon control
rectifiers are coormonly used between the internal circuit
portion and pins and cited to Hurst. At page 5 of the answer,
the exam ner stated that Fujita teaches separately supplying
power. In discussing the rejection of claim 13, the exam ner
stated (answer at page 7):

As can be seen from above denonstration of the
prior art sections, distributing a power or using

SCRs to protect the integrated circuit portions are

no nore than one of the nost typical or fundanenta

11
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design consideration/criteria in the art. O

course, in order to conbine a digital and anal og
circuits into a single chip, the designer nust

consi der standard/well known design guidelines |ike
the noise or transient/static discharge preventions.
The problens such as the noise and transient/static
di scharge are one of the nost typical or fundanenta
consideration when it conmes to design or integrate a
conbi ned digital-analog circuits.

It woul d have been obvious at the tine the

i nvention was made to one having ordinary skill in

the art to conbined the functional circuits of the

Duschat ko according to the designer’s choice for the

reasons di scussed above. [Enphasis in original.]

The examner’s reasoning is directed to generalities
rather than the specific features recited in claim13. For
i nstance, while silicon control recitifiers may have been well
known, that does not nean it was well known to use themin the
specific arrangenent required by appellant’s claim13. Fujita
t eaches separate power supply lines for digital and anal og
circuits on an integrated circuit chip, not three separate
power distribution networks, one for analog circuitry, another
one for digital control circuitry, and still another one for
buffers. Al so, Hurst’s using silicon controlled rectifiers
between circuit portions 16, 18, and 20, and pins Pl1-Pn is not

the sane as connecting silicon control recitifiers between

separate power distribution networks, where each silicon

12
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control rectifier senses when a voltage di fference between two
of the power distribution networks exceed a predefined limt,
and forns a conductive path between the two networks when the
predefined limt is reached, as is recited in claim13.

Wiile it may be true that one with ordinary skill in the
art woul d consider standard and well known design gui delines
when integrating digital and analog circuits on a chip, the
exam ner has provided no factual evidence to establish that
after such consideration one with ordinary skill in the art
woul d have arrived at the appellant’s clainmed invention. The
record does not establish either (1) that it was well known to
use one power distribution network for buffers, one for anal og
circuitry, and one for digital control circuitry, or (2) that
it was well known to use silicon control recitifiers to
connect these power distribution networks such that each
silicon control rectifier can sense when a voltage difference
bet ween two networks exceeds a predetermned limt and then
forma conductive path when the predefined limt is reached.
The exam ner has failed to establish a prima facie case that
t he clainmed invention woul d have been obvious to one with

ordinary skill in the art in |ight of Duschatko and that

13



Appeal No. 97-2630
Appl i cation 08/ 186, 050

fundament al and basi c know edge well known to and
intrinsically possessed by one with ordinary skill in the art.
For the foregoing reasons, the rejection of claim 13

cannot be sust ai ned.

Concl usi on

The rejection of clains 1 under 35 U . S.C. § 103 as being
unpat ent abl e over Duschatko is affirned.

The rejection of clainms 13 and 15 under 35 U.S.C. § 103
as bei ng unpatentable over Duschatko is reversed.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

RI CHARD E. SCHAFER
Adm ni strative Patent Judge
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