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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 5, 10 and 17 through 21. dains

6 through 9 and 11 through 16 have been al |l owed.
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The appellant's invention relates to a ski boot. An
under st andi ng of the invention can be derived froma reading
of exenplary claim11, which appears in the appendix to the

appel lant's brief.

The references

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Mar ega 4, 920, 666 May 1,
1990

wal khof f 4,937, 953 July 3,
1990

Kauf man et al. (Kaufman) 5,142,798

Sept. 1, 1992

Bonnavent ure 5,152,084 Cct. 6,
1992

The rejections

Cainms 1 through 5, 10 and 19 stand rejected under 35
US.C 8 102(b) as being anticipated by Wl khoff.
Clains 20 and 21 stand rejected under 35 U S.C. §8 103 as

bei ng unpat ent abl e over Wl khoff in view of Bonnavent ure.
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Claim 17 stands rejected under 35 U.S.C. § 103 as being

unpat ent abl e over Wal khoff in view of Kaufnan.
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Claim 18 stands rejected under 35 U.S.C. 8§ 103(a) as
bei ng unpat ent abl e over Wl khoff in view of Marega.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 10, nmil ed Decenber 19, 1996) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 9, filed Novenmber 25, 1996) for the

appel l ant's argunents thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we make the
determ nations which foll ow.

We turn first to the examner’s rejection of clains 1

through 5, 10 and 19 under 35 U S.C. 8§ 102(b) as being
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antici pated by Wal khoff. A claimis anticipated only if each

and every elenment as set forth in the claimis found, either
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expressly or inherently described, in a single prior art

reference. Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d

628, 631, 2 USPQ2d 1051, 1053 (Fed. Cr.), cert. denied, 484

U.S. 827 (1987).

Appel  ant admts that WAl khoff teaches each el enent of
claim1 except a first tensioning system being rel eased when
the shank part is in the relaxed position and a second
tensi oni ng system di sposed in said outer shell for pulling
said i nner boot downwardly towards a sole of said outer shel
when said shank part is pivoted fromthe rel axed position and
| ocked in the |l atching downhill position.?

The exam ner has stated that Wl khoff di scl oses a second
tensi oni ng system whi ch includes elenments 22, 24, 50 and 50'

and that these elenents are capable of pulling the inner boot

2 We note that claim1l1 recites "said first tensioning
system bei ng rel eased when said shank part is in the rel axed
position.” However, the cable 34 of the first tensioning
systemis not released when said shank part is in the rel axed
position. Rather, cable 34 is tightened and | oosened by
tensi on di sk 36 i ndependent of the position of the shank part.
The exam ner shoul d consi der whether the | anguage of claim1
regarding the first tensioning systemis indefinite under 35
US C 8 112, second paragraph.
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downwardly towards a sole of the outer shell when the shank

part
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is pivoted fromthe rel axed position and | ocked in the
| at chi ng downhill position. The exam ner reasons:

The el ements 22,24 extend over the inner
shoe 20 (colum 3, lines 3-5 of \Wal khoff)
and pulling elenments 50, 50' are fastened
on each support elenment 22, 24 (colum 3,
i nes 43-44) and when the actuating | ever
Is rotated it provide[s] a tensile force to
pul | elements 50, 50" causing a

di spl acenent of support elenents 22,24 in
the direction transverse to the

| ongi tudi nal direction A of the boot
(colum 4, lines 50-56). The pulling

el enents 50, 50' with the support elenents
22, 24 wll naturally pull said inner boot
20 back to the rear of the boot and
downwardly towards a sol e of said outer
shell. [Exam ner answer at pages 4 and 5].

We do not agree. Wl khoff does not disclose that the el enents
22, 24, 50 and 50' forma tensioning systemthat pulls the
boot downwardly. Rather, Wl khoff discloses that el enents 22,
24 are pulled transverse to the |ongitudinal direction A of

t he boot

(Col. 4, lines 51-56). The examner's finding that a second
tensioning systemi.e. elenents 33, 24, 50 and 50' of Wl khof f

pulls the outer shall downwardly toward the sole is nere

specul ati on.
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In addition, claiml recites that the second tensioning
systempulls the inner boot downwardly towards the sole of the

outer shell “when said shank part is pivoted fromthe rel axed
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position and | ocked in the | atching downhill position.”

Wal khof f di scl oses that the pulling el enents 50 and 50" are
subjected to tensile forces after the shaft part 18 is cl anped
in the downhill position (Col. 4, lines 51-56). As such,
there is no disclosure of any rel ationship between the
position of the shaft part and the pulling elenments 50 and 50
that would result in the outer shell being pulled towards the
sol e when the shaft is in the downhill position.

As we find that Wal khoff does not disclose a second
tensioning systemthat pulls the outer shell toward the sole
when the boot is in the downhill position, we will not sustain
the examner’s rejection under 35 U S.C. 8§ 102(b) of claim1l
and clainms 2 through 5, 10 and 19 dependant therefrom as
antici pated by Wl khof f.

In addition, we will not sustain the renmaining rejections
i.e. the rejection of clains 20 and 21 under 35 U.S.C. § 103
as bei ng unpat entabl e over Wal khoff in view of Bonnaventure;
the rejection of claim17 under 35 U S.C. 8 103 as being
unpat ent abl e over Wal khoff in view of Kaufnman; and the

rejection of claim18 under 35 U . S.C. 8 103 as being
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unpat ent abl e over Wal khoff in view of Marega. |n each of

these rejections, the exam ner has relied
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on WAl khoff for disclosing a second tensioning system as
recited in claiml1l fromwhich clainms 17, 18, 20 and 21 depend.
W have reviewed the disclosures of Bonnaventure, Kaufnman and
Marega and these references do not cure the deficiencies noted
above for Wl khoff.

The deci sion of the examner is reversed.

REVERSED

JOHN F. GONZALES
Adm ni strative Patent Judge

JOHN P. McQUADE )
Adm ni strative Patent Judge )
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