TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 97-2554
Appl i cation No. 08/164, 112*

Bef ore CALVERT, MElI STER and McQUADE, Admi nistrative Patent
Judges.

CALVERT, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed Decenber 7, 1993.
According to appellant, this application is a continuation-in-
part of Application 07/858,477 filed March 27, 1992, now
abandoned.
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This is an appeal fromthe final rejection of clains 1, 3
to 7 and 10 to 16.% The other clains remaining in the
application, clains 21 to 37, stand wi thdrawn from
consi deration under 37 CFR 1.142(b) as being directed to a
nonel ected i nventi on.

Caim1, the only independent claimon appeal, reads:

1. A net hod for reduci ng mal odor associated with a
di sposabl e absorbent product intended for the absorption of
body fluid, said nmethod conprising the step of:

appl ying to said absorbent product conprising an
absorbent structure exhibiting a weight and conprising from
about 30 to 100 wei ght percent, based on total weight of the
absorbent structure, of a hydrogel-form ng polyneric material,
prior to use of the absorbent product, a surface-active agent
havi ng a hydrophilic/lipophilic balance (HLB) of |ess than
about 12 in an anount effective to reduce urine odor wherein
said surface-active agent is applied to the absorbent product
in an anount of from about 0.005 to about 25 wei ght percent
based on total weight of the hydrogel-form ng polyneric
mat eri al .

Claims 1, 3to 7 and 10 to 16 stand finally rejected
under 35 U. S.C. § 112, first paragraph, as being based on a

specification which fails to enable the breadth of the clains.

2 Claim?20, also finally rejected, was cancelled by the
amendnent filed on February 12, 1996 (Paper No. 19). This
amendnent al so anended claim 1, thereby overcom ng a rejection
of claiml under 35 U . S.C. 8§ 112, first paragraph, “with
respect to the % by w of hydrogel nmaterial” (Advisory Action,
March 5, 1996 (Paper No. 20)).
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Backgr ound

Appel l ant’ s invention concerns the reduction in the
mal odors in di sposabl e absorbent products, in particular, the
odor of urine in disposable products such as di apers which
have an absorbent structure which includes a so-called
“super absorbent” (page 4, line 10 et seq.). According to the
di scl osure, such reduction is achieved by applying to the
absorbent nmaterial, prior to use, “an effective anount of a
surface-active agent having a hydrophilic/lipophilic bal ance
(HLB) of |ess than about 12" (page 6, lines 36 to 37).
However (page 7, lines 28 to 37):

Not all of the surface-active agents having an HLB

of less than 12 are able to reduce the odor of

urine. Applicant has devised a sinple test to

det erm ne whether or not a given surface-active

agent, having an HLB of less than 12, is capabl e of

reduci ng the odor of urine. The test nethod for

determ ni ng whether or not a surface-active agent is

able to reduce the odor of urine (Surface-Active

Agent Effectiveness Test) is set forth in connection

with the exanples which follow |If a surface-active

agent has an HLB of less than 12 and is capabl e of

reduci ng the odor of urine, it is believed suitable

for use in the present invention.

On page 9, appellant lists as “suitable for use in the

present invention (as determ ned by the Surface-Active Agent

Ef fecti veness Test set forth below)” the surfactants Tween 81,
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Span 80, and Tergitol 15-S-5. Surfactants naned as “proven to
be unsuitable for use in the present invention in that they
are not able to reduce the odor of urine as determ ned by the
Surface-Active Agent Effectiveness Test” are Lexenul 530,

| gepal CO 210 and CO 430, and Unithox 450.

On pages 12 and 13, appellant discloses his Surface-
Active Agent Effectiveness Test. A solution in ethanol of the
surface-active agent to be tested is sprayed on absor bent
material; then (page 12, line 33 to page 13, line 3):

1.5 grans of the coated, particul ate water-

swel | abl e, generally water-insol uble absorbent
material is placed in a watch glass. Four drops

(about 0.2 mlliliters) of reconstituted urine
(Ui Chen®) is applied to the coated absorbent
material. 1.5 grans of the particulate, water-

swel | abl e, generally water-insoluble, hydrogel -
form ng polynmeric absorbent material having no
surface-active agent coated thereon is placed in a
wat ch gl ass and serves as a control sanple. Four
drops of reconstituted urine (Ui Chen®) is applied
to the absorbent nmaterial (control). The two
sanpl es are then subjected to the Odor Perception
Test descri bed above.

The Odor Perception Test is described as foll ows (page 12,
lines 6 to 12):
Qdor perception is, by its nature, a very subjective
determ nation. According to the procedure, a small
group of up to four sanples are [sic] reviewed at

one tinme. The sanples to be tested are provided to
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a panel of two odor specialists who i ndependently
rank the urine-wet odor of the sanples on a scal e of
1 (least) to 10 (nost) for mal odor and intensity.
Sanpl es yi el ding an odor ranking bel ow about 3.0
possess an odor which would hardly be noticed by the
general public.

As a result of these tests (page 13, lines 3 to 7):

If the surface-active agent coated test sanple
receives a | ower average ranking for mal odor and
intensity than the non-surface-active agent coated
test sanple (control), the surface-active agent
being tested is considered effective to reduce the
odor of wurine.
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The results of tests on various surfactants are given in
Exanples 1 to 3 on pages 13 to 17.

The Rejection

The rejection is based upon the exam ner’s objection to
the specification (answer, page 3):

as failing to enable the breadth of the clains, that
is the use of certain surfactants within the clained
HLB range woul d render the device inoperative. Not
all surfactants with an HLB less than 12 will be
effective to reduce urine odor. See MP.E P. 8§
706. 03(n) and 706.03(z) 3.

According to the exam ner (answer, pages 4 and 5; origina
enphasi s) :

Applicant argues that the clains exclude those
surfactants that do not reduce urine odor but that
do have an HLB |l ess than 12. See applicant’s brief
on page 3, lines 9-16. The exam ner does not agree
with applicant’s argunents. |In reference to claim
1, the claimrequires a surfactant wwth an HLB | ess
than 12 in an anount effective to reduce urine odor.
The cl ai m does not exclude those surfactants with an
HLB | ess than 12 that do not reduce urine odor. In
ot her words, applicant has clained a surfactant with
an HLB | ess than 12 and has also clainmed that it is
present in an anmount effective to reduce urine odor.
This is not what applicant has disclosed in the
speci fication. Wat happens when the surfactant
used does not reduce urine odor? It will not matter
how much of the surfactant is present because it

® These sections have since been del eted, and appear to
be replaced by MP.E.P. § 2164. 08.
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will not reduce urine odor. The exam ner takes the
position that claim 1l as presently pending clains
surfactants that will work and surfactant that wll
not work. The scope of the clains are [sic] not
enabl ed by the specification.

Di scussi on

In In re More, 439 F.2d 1232, 169 USPQ 236 (CCPA 1971),

the clains were rejected under 35 U . S.C. § 112, both under the
first paragraph, as being of a scope not supported by an
adequat e enabling disclosure, and under the second paragraph
as indefinite. The Court held that the determ nation of
conpliance with the second paragraph of §8 112 nust be made
first “in order to determ ne exactly what subject nmatter [the
cl ai ns] enconpass” (439 F.2d at 1235, 169 USPQ at 238):

This first inquiry therefore is nerely to
determ ne whether the clainms do, in fact, set out
and circunscribe a particular area wth a reasonable
degree of precision and particularity. It is here
where the definiteness of the | anguage enpl oyed nust
be anal yzed - not in a vacuum but always in |ight
of the teachings of the prior art and of the
particul ar application disclosure as it would be
interpreted by one possessing the ordinary |evel of
skill in the pertinent art.?

2 |t is inportant here to understand that under this
anal ysis clainms which on first reading - in a vacuum if you wll
- appear indefinite may upon a reading of the specification
di sclosure or prior art teachings becone quite definite. It may
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be | ess obvious that this rule also applies in the reverse, nmaking
an otherwi se definite claimtake on an unreasonabl e degree of
uncertainty. See In re Cohn, 58 CCPA [996], [438] F.2d [989], 169
USPQ 95 (1971), In re Hanmack, 57 CCPA 1225, 427 F.2d 1378, 166
USPQ 204 (1970).

The | anguage of interest in the present case is the
recitation in claiml of “applying ... a surface-active agent
havi ng a hydrophilic/lipophilic balance (HLB) of |ess than
about 12 in an anount effective to reduce urine odor.”
Appel | ant asserts that his clains “recite the use of a
surface-active agent that is effective in reducing the odor of
urine.” However, we agree with the exam ner that they are not
so limted, as is evident fromthe above-quoted portion of
claim1.

Nevert hel ess, assuming that the clains are limted to the
use of a surface-active agent, having an HLB | ess than about
12, that is “effective to reduce urine odor,” the clains nust
still be read in light of the disclosure in order to analyze

the definiteness of their |language. In re More, supra. In

determ ning whether a particular surfactant is “effective to
reduce urine odor,” one finds on page 13, lines 3 to 7, the

criterion quoted above, i.e., a surface-active agent “is

consi dered effective to reduce the odor of urine” if the test
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sanple (in appellant’s Surface-Active Agent Effectiveness
Test) “receives a | ower average ranking for nal odor and
intensity than the non-surface-active agent coated sanple
(control).” This seemngly straightforward definition* is,
however, inconsistent with other portions of appellant’s

di scl osure. For exanple, |looking at Table 1 (page 14), we see
that Unithox 450 (Sanple 4C) has an Qdor Ranking | ower than
the control (Sanple 4A), and therefore woul d appear to neet
the definition of a surface-active agent effective to reduce
the odor of urine. Nevertheless, on page 9, lines 14 to 24,
appel lant lists Unithox 450 as a surfactant which is “not able
to reduce the odor of urine.” This would seemto indicate
that sonme other test has been applied to determ ne odor-
reducing ability. Simlarly, we note that in Table 1 |Igepa
CO 210 (Sanple 3B) and CO- 430 (Sanple 3D) have Odor Ranki ngs

of 5.0 and 4.8, respectively, which are | ower than any of the

4 We do not reach the question of the adequacy of the
Surface-Active Agent Effectiveness Test, referred to on page 5
of the exam ner’s answer. Qur discussion here is based on the
Test results reported in appellant’s Exanpl es.
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controls except Sanple 4A, but are still listed on page 9 as

“not able to reduce the odor of urine.”®

° We realize on page 14, lines 3 to 5, appellant states
that “[ A]s discussed above” (a discussion which we cannot
find) “conparison between groupings of sanples is not
appropriate, as a control sanple was not present in each of
the groupings.” Notw thstanding the |ack of a control sanple
for Sanples 3A to 3D, however, appellant still discloses that
Span 80 (Sanple 3A) is suitable, and that the other three
sanpl es are not.
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The purpose of the second paragraph of § 112 is:

to provide those who woul d endeavor, in future
enterprise, to approach the area circunscribed by
the clains of a patent, with the adequate notice
demanded by due process of law, so that they nay
nore readily and accurately determ ne the boundaries
of protection involved and evaluate the possibility
of infringenment and dom nance.

In re Hammack, 427 F.2d at 1382, 166 USPQ at 208. The present
claims do not fulfill this purpose. Even assum ng that they
shoul d be read as being drawn to the application of surface-
active agents having an HLB | ess than about 12 which are
effective to reduce urine odor, the discrepancies and

i nconsi stencies in the specification, as discussed above, are
such that one of ordinary skill could not determ ne whether or
not the use of a particular surfactant would fall within the

scope of claiml1l. As stated in In re Cohn, 438 F.2d at 993,

169 USPQ at 98, “[NJo claimmay be read apart from and

I ndependent of the supporting disclosure on which it is
based.” If one of ordinary skill contenplated the use of
Uni t hox 450, for exanple, in the claimed nmethod, it could not
be determ ned whether it would fall within the scope of the
cl ai ms because on the one hand it would neet the test set
forth on page 13, lines 3 to 7, as being “effective to reduce

11



Appeal No. 97-2554
Application No. 08/164,112

the odor of urine,” but on the other hand, evidently would not
meet sone ot her (undisclosed) test, since it is disclosed on
page 9, lines 14 to 24, as “not able to reduce the odor of
urine.”

Accordingly, pursuant to 37 CFR 8§ 1.196(b), clainms 1, 3
to 7 and 10 to 16 are rejected as failing to conply with the
second paragraph of 35 U. S.C. § 112.

In view of the foregoing, since the subject matter
defined by the clainms is not clear and definite, the analysis
as to whether their scope is enabled cannot be made. 1ln re

Moore, supra. The rejection under the first paragraph of 8§

112 is therefore reversed, pro forma. Cf. In re Steele, 305

F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962). This is not to
say, however, that if the rejection under the second paragraph
of 8 112 were overcone the rejection under the first paragraph
woul d necessarily be inapplicable.
Concl usi on

The exam ner’s decision to reject clains 1, 3 to 7 and 10
to 16 is reversed, and said clains are rejected pursuant to 37
CFR
§ 1.196(b).
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Thi s deci sion contains a new ground of rejection pursuant

to 37 CFR 8§ 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR 8§ 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial
review’

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.

13
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

REVERSED, 1. 196( b)

| AN A, CALVERT
Adm ni strative Patent Judge)

)
)

)
JAMES M MEI STER )

Adm ni strative Patent Judge)
)
)

)
JOHN P. McQUADE )

Adm ni strative Patent Judge)
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Ki mberly-C ark Corporation

Pat ent Departnent, Docket O fice
401 North Lake Street

Neenah, W 54956
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