TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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This is an appeal fromthe exam ner’s refusal to all ow

! Application for patent filed February 22, 1994.
According to the appellant, the application is a division of
Application 07/956,532, filed October 5, 1992, now U. S. Patent
No. 5, 300, 256, issued April 5, 1994; which is a division of
Application 07/513,389, filed April 23, 1990, now U.S. Patent
No. 5, 153,029, issued Cctober 6, 1992; which is a
continuation-in-part of Application 07/392,759, filed August
11, 1989, now U. S. Patent No. 5,204,022, issued April 20,
1993.
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clainms 49, 50, 53 and 54 as anended after final rejection.

These are all of the clainms remaining in the application.

THE | NVENTI ON

Appel lant clainms a nmethod for applying neltable polyner
addi tives such as antioxidants, thermal stabilizers,
colorants, lubricants, nold rel ease agents, and antistatic
agents to polyner particles. Caim49 is illustrative and
reads as foll ows:

49. A nmethod for treating polynmer particles with a
di spersion in water of one or nore neltable polyner additives
sai d nmet hod conpri sing

contacting with an aqueous nedi um under conditions of
agitation for atinme to efficiently wet with water and forma
di spersion the conposition conprising:

i) one or nore water insoluble, neltable polyner
addi tives, wherein substantially all of said polyner
additi ves have a particle size of |ess than about 40 Fm

ii) at |east one surfactant having a | ow hydrophobi c-
| i pophobi ¢ bal ance value | ess than 9, wherein said
surfactant is adsorbed on the surface of said water
i nsol ubl e, neltable polyner additive particles, and

iii) at least on surfactant having a hi gh hydrophobi c-
I i pophobi ¢ bal ance val ue of greater than 9,

wherein said conposition is in powler formhaving a particle
size of about 5.0 to about 1000.0 Fm and contains about 2.0 to
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about 40.0 wei ght % of encapsul ated wat er based on the total
of said conposition; and

contacting the dispersion wth polynmer particles.
THE REFERENCES

Hyche et al. (Hyche) 4,880, 470 Nov. 14, 1989
Shar ma 5, 204, 022 Apr. 20, 1993

THE REJECTI ONS

Clains 49, 50, 53 and 54 stand rejected as follows: under
the judicially created doctrine of obviousness-type double
patenting over clainms 1-47 of Sharma, and under 35 U.S. C.
§ 103 over Hyche.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellant and the exam ner and agree with
appel l ant that the aforenentioned rejections are not well
founded. Accordingly, we reverse these rejections.

We need to address only claim49, which is appellant’s
sol e i ndependent cl ai m

Qbvi ousness-type doubl e patenting rejection

Appellant’s claim49 requires, inter alia, that the
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conposition has a particle size of about 5.0 to about 1000.0
Fm and contai ns about 2.0 to about 40.0 wt % of encapsul at ed
wat er based on the total of the conmposition. The exam ner has
not pointed out, and it is not apparent, where these
limtations are found in any claimof Sharna.

The exam ner argues that even if appellant’s clained
invention is not an obvious variant over the clainms of Sharna,
appel lant’ s clai ned i nvention woul d have been obvi ous over the
clainms of Sharma coupled with Sharma’s discl osure (answer,
page 4). In support of this argunment the exam ner relies upon
In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). The
exam ner, however, does not explain, and it is not apparent,
why Schnel |l er supports the exam ner’s position.

When an exam ner nakes an obvi ousness-type doubl e
patenting rejection, the exam ner may use the patent’s
specification as a dictionary to determ ne the neani ng of
terms in the patent’s clains. See In re Vogel, 422 F.2d 438,
441, 164 USPQ 619, 621-22 (CCPA 1970). The disclosure of the
patent, however, may not be used as though it were prior art.

See Ceneral Foods Corp. v. Studiengesellschaft Kohle nbH, 972
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F.2d 1272, 1281, 23 USPQ2d 1839, 1846 (Fed. G r. 1992).
Because the exam ner has not explained why a nmethod which
i ncludes appellant’s claimlimtations noted above woul d have
been fairly suggested to one of ordinary skill in the art by
any claimof Sharma, the exam ner has not carried the burden
of establishing a prima facie case of obviousness-type doubl e
patenti ng. Consequently, we reverse the obvi ousness-type

doubl e patenting rejection.

Rej ection under 35 U S.C. § 103

As correctly pointed out by the exam ner (answer, page
6), Hyche does not disclose the requirenents in appellant’s
claim49 of a polymer additive particle size of |less than
about 40 Fm at |east one surfactant having a hydrophobi c-
| i pophobi ¢ bal ance (HLB) value of less than 9, and a
conposition which is in powler form has a particle size of
about 5.0 to about 1000.0 Fm and contains about 2.0 to about
40.0 W % of encapsul ated water based on the total of the
conposi tion.

The exam ner argues (answer, pages 6-7) that
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Hyche di scl oses use of various surfactants which

i ncl ude an et hoxyl ated |inear al cohol governed by an
HLB val ue of 15.4 and, as operabl e equival ent, other
comercially avail able enmul sifiers which include
SWE- 211, ethoxyl ated stearyl alcohol, etc. as being
operable within the scope of the nmethod di scl osed at
col. 2, liens [sic, lines] 32+ which includes water
encapsul ated at a content of about 40 wt.%
therefore it would have been obvious to the skilled
artisan to use a mxture of surfactants including

t he di scl osed ethoxyl ated stearyl alcohol in

conbi nation with any of the disclosed commercially
avai |l abl e surfactants, based on their recognized
equi val ency, in the method disclosed at col. 2,
lines 32+ with a reasonabl e expectation of success.

This argunent is based upon an incorrect reading of the
reference. Hyche discloses that surfactants and enulsifiers
such as Tergitol 15-S-15, which is an ethoxylated |inear

al cohol surfactant and has an HLB val ue of 15.4, can be used.
This is the only such surfactant disclosed in the reference.
Hyche states that the SW5-211 is an anti-foam agent and,
contrary to the exam ner’s assertion, does not indicate that
it is an equivalent to the surfactant (col. 4, lines 5-6).

Al so, Hyche does not disclose an HLB value of this material.
The exam ner, therefore, has not provided evidence which

di scl oses use of a surfactant having an HLB greater than 9 in

conbination with a surfactant having an HLB |l ess than 9 or



Appeal No. 1997-2376
Application 08/199, 863

whi ch woul d have fairly suggested this conbi nation to one of
ordinary skill in the art.

As for the exam ner’s argunent regardi ng encapsul at ed
wat er, Hyche teaches that water is used in the nmethod of
maki ng the conmposition (col. 2, lines 36-52). Hyche, however,
does not disclose that the product is in powder form and has
about 2 to about 40 w % of encapsul ated water as required by
appel l ant’ s cl ai m 49.

The exam ner argues that since Hyche does not disclose
any particle sizes, he would have fairly suggested to one of
ordinary skill in the art that any particle size would be
useful in his nethod (answer, page 7). |In order for a prim
faci e case of obviousness of appellant’s clainmed invention to
be established, the prior art must be such that it would have
provi ded one of ordinary skill in the art with both a
suggestion to carry out appellant’s clainmed process and a
reasonabl e expectation of success in doing so. See In re Dow
Chem cal Co., 837 F.2d 469, 473, 5 USPQ@d 1529, 1531 (Fed.

Cir. 1988). “Both the suggestion and the expectation of

success nust be founded in the prior art, not in the
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applicant’s disclosure.” 1d. The nmere possibility that the
prior art could be nodified such that appellants’ process is
carried out is not a sufficient basis for a prim facie case
of obviousness. See In re Brouwer, 77 F.3d 422, 425, 37
uUsPQ2d 1663, 1666 (Fed. Cir. 1996); In re Cchiai, 71 F.3d
1565, 1570, 37 USPQ2d 1127, 1131 (Fed. Cr. 1995). The

exam ner has not established that Hyche woul d have fairly
suggested, to one of ordinary skill in the art, formng a
conposition in the formof a powder having a particle size
within appellant’s recited range. The notivation relied upon
by the exam ner cones solely fromthe description of
appellant’s invention in the specification. Thus, the

exam ner used inperm ssi bl e hindsi ght when rejecting the
clains. See WL. CGore & Associates v. Grlock, Inc., 721 F.2d
1540, 1553, 220 USPQ 303, 312-13 (Fed. Gr. 1983), cert.
denied, 469 U S. 851 (1984); In re Rothernel, 276 F.2d 393,

396, 125 USPQ 328, 331 (CCPA 1960).

The exam ner argues that appellant has not denonstrated

the criticality of use of his surfactant conbination and
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particle sizes (answer, page 7). This argunent is not well

t aken because the exami ner has the initial burden of
establishing a prima facie case of obviousness. See In re

Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cr
1984); In re Rinehart, 531 F.2d 1048, 1051, 189 USPQ 143, 147
(CCPA 1976). Only when a prina facie case of obviousness has
been established does appell ant have the burden of rebutting
it by presenting objective evidence of non-obviousness. See
Pi asecki, 745 F.2d at 1472, 223 USPQ at 788; In re Keller, 642
F.2d 413, 425, 208 USPQ 871, 882 (CCPA 1981). A fina

determ nati on regardi ng obviousness is then reached by
starting anew and eval uating the rebuttal evidence along with
t he evi dence upon which the conclusion of prima facie

obvi ousness was based. See Rinehart, 531 F.2d at 1052, 189
USPQ at 147. Because, for the above reasons, the exam ner has
not established a prima facie case of obviousness, appell ant

need not provide such rebuttal evidence.
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DECI SI ON

The rejections of clainms 49, 50, 53 and 54 under the
judicially created doctrine of obviousness-type double
patenti ng over clainms 1-47 of Sharma, and under 35 U. S. C.
8§ 103 over Hyche, are reversed.

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge
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