THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
and 4. These clains constitute all of the clains remaining in

t he application.

Appel lant’s invention pertains to a sun catcher. An
under st andi ng of the invention can be derived froma readi ng of
claims 1 and 4, copies of which appear in the “APPENDI X’ to

appellant’ s brief (Paper No. 8).
As evidence of obviousness, the exam ner has applied
t he single docunent specified bel ow 2

Col bert et al. (Col bert) 1,802,170 Apr. 21, 1931

The following rejections are before us for review?

2 No reference was set forth in section 9 of the answer
(page 2). However, the listed Col bert patent is the only
docunent of that nanme in the record (NOTI CE OF REFERENCES Cl TED;
attachnment to Paper No. 2).

3 Afinal rejection of claim1 under 35 U S.C. § 112, second
par agraph, was overcone, as indicated by the exam ner (answer,

page 3).
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Claiml stands rejected under 35 U.S.C. § 102(b) as

bei ng antici pated by Col bert.

Claim4 stands rejected under 35 U.S.C. 8§ 103 as being

unpat ent abl e over Col bert.

The full text of the examner's rejections and response
to the argunment presented by appellant appears in the answer
(Paper No. 9), while the conplete statenent of appellant’s

argunment can be found in the brief (Paper No. 8).

OPI NI ON
I n reaching our conclusion on the issues raised in this

appeal, this panel of the board has carefully considered
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appel l ant’s specification and clains,* the applied patent,® and

t he

respective viewpoints of appellant and the examner. As a
consequence of our review, we nmake the determ nations which

foll ow

We reverse each of the respective rejections of

appellant’s clains 1 and 4.

At the outset, we note that, at the tinme of appellant’s
i nvention, sun catchers formed of translucent panels with
integral designs or pictures inprinted thereon were known in the

art (specification, page 1).

4 W understand the term“etching-like” design in claim1l,
in light of appellant’s specification (page 3), as reflecting,
for exanple, typical silk-screened pictorial displays.

> In our evaluation of the applied patent, we have
considered all of the disclosure thereof for what it woul d have
fairly taught one of ordinary skill in the art. See In re Boe,
355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966). Additionally,
this panel of the board has taken into account not only the
specific teachings, but also the inferences which one skilled in
the art woul d reasonably have been expected to draw fromthe
disclosure. See In re Preda, 401 F.2d 825, 826, 159 USPQ 342,
344 (CCPA 1968).
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The sun catcher of claim1l (kit) requires, inter alia,
alight transmtting panel with an opaque outline of a design
extending froma first planar surface of the panel and a detailed
et ching-1i ke design on an opposed second pl anar surface of the
panel in superposed registry with the design on the first planar
surface. The sun catcher of claim4 (fornmed by specified nethod
steps) requires, inter alia, formng a light transmtting panel
with a raised outline of a pictorial display on and extending
outwardly froma first planar surface of the panel and with a

detailed pictorial display on a second planar surface of the

panel in registry with the outline on the first flat planar
surface, and applying a light transmtting colored nmediumwthin
the raised outline of the pictorial display on the first planar

surf ace.

At this point, we particularly note that each of
clains 1 and 4 requires the design on the second planar surface
to be in “registry” with the specified outline on the first

pl anar surface.
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A review of the Col bert patent reveals to us that the
ornanent al conposite plate disclosed therein does not anticipate
and woul d not have rendered obvi ous the now cl ai mred sun cat cher,
as asserted by the examner in the respective rejections on

appeal .

The exam ner considers the opaque outline 3 on a first
surface of the panel (glass sheet) 1 of Col bert (Figures 2 and 4)
to be in registry with the etching 9 on a second surface (answer,

pages 3 and 4). W sinply cannot agree with this assessnent.

The word “registry,” in the context used in the
clains, and consistent with appellant’s underlying disclosure
(specification, pages 3 and 4 and Figures 1 and 2), may fairly be

defined as correspondi ng exactly.?®

Wth the above understanding of the clainmed term

“registry” in mnd, we readily perceive that the disclosed spaced

6 Webster’s New Collegiate Dictionary, G & C. Merriam
Conpany, Springfield, Massachusetts, 1979.
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rela- tionship between the opaque outline 3 and the etching 9 of
Col - bert would clearly not be understood by one of ordinary
skill in this art as denoting designs in “registry” with one
another, as clainmed. On this basis, we conclude that the only
docunent relied upon by the exam ner for establishing

antici pati on and obvi ousness fails to teach and woul d not have

been suggestive of the invention now clai ned.

In summary, this panel of the board has:

reversed the rejection of claim11 under 35 U S. C

8 102(b) as being anticipated by Col bert, and

reversed the rejection of claim4 under 35 U S.C. § 103

as bei ng unpatentabl e over Col bert.

The decision of the exam ner i s reversed.

REVERSED
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