THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte M CHAEL STEFFEN

Appeal No. 1997-2076
Application No. 08/175, 718

ON BRI EF

Bef ore HAI RSTON, KRASS and RUGE ERO, Admi ni strative Patent
Judges.

RUGE ERO, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-3,
all of the clainms pending in the present application.

The clainmed invention relates to an internal vibrator for
conpacting concrete which has a vibrator housing containing an

eccentric mass driven by an electric notor. Further included

! Application for patent filed Decenber 30, 1993.
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are a swtch for controlling the electric notor and a
transfornmer for supplying current to the notor at a frequency
hi gher than line frequency. Mre particularly, Appellant
i ndicates at pages 5 and 6 of the specification that the
switch and the transforner are conbined in a comon housing to
forma mniaturized built-in unit on the power supply cord.
Caimlis illustrative of the invention and reads as
fol |l ows:

1. An internal vibrator for conpacting concrete and
having a vibrator housing in which is disposed an eccentric
mass and an electric nmotor for driving said eccentric mass,
said electric notor being supplied via a power supply cord
with electric current having a frequency that is greater than
line frequency, said power supply cord being disposed at | east
in part in a protective and operating tube, said vibrator
further conprising:

switch means for controlling said electric notor, said
swi tch nmeans being di sposed in said power supply cord in the
vicinity of said protective and operating tube; and

a transforner for supplying to said electric notor said
el ectric current having said frequency that is greater than
line frequency, wherein said switch neans and said transfornmner
are conbined in a common housing to forma mniaturized built-
in unit on said power supply cord.

The Examiner relies on the followng prior art:

Spitler 2,924,730 Feb. 09,
1960

St r ohbeck 3,782, 693 Jan.
01, 1974
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Clainms 1-3 stand finally rejected under 35 U S.C. § 103
as bei ng unpatentabl e over Strohbeck in view of Spitler.

Rat her than reiterate the argunents of Appellant and the
Exam ner, reference is made to the Brief and Answer for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner, and the
evi dence
of obvi ousness relied upon by the Exam ner as support for the
rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, Appellant’s
argunents set forth in the Brief along with the Exam ner's
rationale in support of the rejection and argunents in
rebutt al
set forth in the Examner's Answer. It is our view, after
consi deration of the record before us, that the collective
evi dence relied upon and the level of skill in the particular
art would not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clainms 1-

3. Accordingly, we reverse.
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In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to
support the |l egal conclusion of obviousness. See In re Fine,
837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
SO
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from some

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825
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(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systenms, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed.
Cir. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQd
1443, 1444 (Fed. Gir. 1992).

The Exam ner has grouped all of the appeal ed clains
together in the 35 U S.C. 8 103 rejection and, as the basis
for the obviousness rejection, proposes to nodify the vibrator
nmot or switch housing structure of Strohbeck by relying on
Spitler to supply the m ssing teaching of providing a conmon
housi ng incorporating a switch and a transfornmer. 1In the

Exam ner’s view (Answer, page 3), the skilled artisan woul d
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have found it obvious to include a transformer in Strohbeck to
provi de higher vibrational speed as taught by Spitler.
I n response, Appellant asserts that the Exam ner has

failed to set forth a prima facie case of obvi ousness since

proper notivation for one of ordinary skill to nmake the

Exam ner’ s proposed conbi nati on has not been established.

Upon careful review of the applied prior art, we are in
agreenent with Appellant’s stated position in the Brief. The
mere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not make the nodification

obvi ous unless the prior art suggested the desirability of the

nodi fication. 1n re Fritch, 972 F.2d 1260, 1266, 23 USPQd

1780, 1783-84 (Fed. Cr. 1992). W can find no notivation for
the skilled artisan to conbi ne the transforner teachings of
Spitler with the vibrator structure of Strohbeck. There is
nothing in the disclosure of Strohbeck to indicate that a | ack
of operating speed, the problem addressed by the transforner
of Spitler, was ever a concern. It is our opinion that the
only basis for applying the teachings of Spitler to the

vi brator structure of Strohbeck comes from an inproper attenpt
to reconstruct Appellant’s invention in hindsight.

6
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As to the Exam ner’s assertion (Answer, page 4) of the
obvi ousness of making integral that which had fornerly been
separate elenents, it is apparent that this contention is
based on the prem se that the skilled arti san woul d have found
it obvious to add a transfornmer to Strohbeck’s vibrator
structure. From our previous discussion, we find this prem se
to be based on faulty reasoning. To the extent that the
Exam ner’s contention as to the obviousness of making separate
el ements part of an integral whole is correct and relevant in
the present factual situation, it is our view that such
reasoni ng can not alone provide a proper basis for a proposed
conbination if one of ordinary skill were not notivated to
conbi ne the separate elenents in the first instance.

For all of the reasons discussed above, we are of the

view that the Exam ner has not established a prima facie case

of obvi ousness and, therefore, do not sustain the 35 U S. C. §

103
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rejection of any of the clains on appeal. Accordingly, the
Exam ner’s decision rejecting clainms 1-3 is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT

ERRCL A. KRASS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge
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