THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Bef ore COHEN, FRANKFORT and GONZALES, Adm ni strative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 14, which are all of the clains
in this application. Upon reconsideration (answer, page 1),
t he exam ner has allowed clainms 1 through 6, therefore, the

appeal as to those clains is dismssed. Only clainms 7 through

! Application for patent filed April 18, 1994.
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14 remain for our consideration in this appeal.

Appel lant's invention relates to a frane assenbly for a

data storage and retrieval system Cains 7 and 11 are

representative of the subject matter on appeal

and a copy of

those clains can be found in Appendix A of appellant’s brief.

The prior art references relied upon by the exam ner as

evi dence of obviousness of the clainmed subject nmatter are:

Scot ti 3,120, 413
1964

QO ema 4, 560, 257
1985

Jones et al. (Jones) 5, 040, 161
1991

Hug et al. (Hug) 5,128,912
1992

Baxter et al. (Baxter) 5, 206, 845
1993

Feb. 4,
Dec. 24,
Aug. 13,
July 7,
Apr. 27,

Claims 7, 9 through 11, 13 and 14 stand rejected under 35

U S.C. 8 103 as bei ng unpatentabl e over

Scotti and O ema.

Baxter in view of Hug,

Clains 8 and 12 stand rejected under 35 U.S.C. § 103 as
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bei ng unpatent abl e over Baxter in view of Hug, Scotti and

O ema as applied above, and further in view of Jones.

Reference is made to the exam ner’s answer (Paper No. 13)
and suppl enental exam ner’s answers (Paper Nos. 15 and 17) for
the exam ner's reasoning in support of these rejections and to
appellant’ s brief (Paper No. 12), reply brief (Paper No. 14)
and various supplenental reply briefs (Paper Nos. 16 and 18)

for the argunents thereagainst.

After carefully review ng the obvi ousness issues raised
in this appeal in light of appellant's specification and
clainms, the teachings of the applied prior art references, and
the respective viewoints presented by appellant and the
examner, it is our determination that the rejections of
appeal ed clains 7 through 14 posited by the exam ner are not
wel | founded. Accordingly, those rejections will not be

sustained. Qur reasoning for this determ nation foll ows.

OPI NI ON
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When the teachings of Baxter, Hug, Scotti and QGtema are
considered collectively, it does not appear to us that they
woul d have in any way fairly suggested their conmbination to
one having ordinary skill in the art, as proposed by the
examner, so as to arrive at the frane assenbly defined in
appel l ant's i ndependent clains 7 and 11 on appeal. Wile we
fully appreciate the exam ner's eval uation of the applied
patents, and have oursel ves considered such references with an
eye towards the level of skill that is presunmed on the part of
those practicing in the art at issue, we nust agree with
appellant that in this particular instance the conbi nation
proposed by the exam ner is based on what appellant teaches
and not on what the prior art references would have fairly
taught or suggested to one of ordinary skill in the art at the

time of appellant’s invention.

As appell ant has pointed out in the brief and various
reply briefs, the nodul ar storage and data retrieval system of
Baxter includes self-contained, unitary, nodular cartridge
cells and drive cells (27, 28 and 31, respectively) which are

assenbl ed together with a back plate (29) of a cabinet (21) by
4
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nmounting screws (40). The back plate additionally includes a
pair of registration pins (42) for each of the nodul ar
cartridge cells and drive cells so as to assure accurate
alignnment of the cells and the cartridges and drives
associated therewith. The registration pins project fromthe
front face of the back plate and are received in sockets
(e.g., 58, 67) on the back sides of the cells. The cells are
symmetrical with regard to the way they nount, and thus can be
oriented in two different positions, e.g., with the
cartridges/drives turned horizontally or vertically. In
contrast with appellant’s clainmed frame assenbly as defined in
the clains before us on appeal, Baxter has no discl osure of,
and no apparent need for, a plurality of divider plates,
crossbars extending across the front portions of the divider

pl ates, bezel strips or bezel plates extending along front
portions of the crossbars and interfitted therewith, and
screws extendi ng between the bezel strips or bezel plates and

the back plate for holding the assenbly together.

Hug di scl oses a franme assenbly (e.g., 12 in Fig. 1) for a

data storage and retrieval systemwherein the franme assenbly
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appears to be fornmed of a plurality of vertical nenbers and a
plurality of horizontal menbers joined together so as to
define a plurality of storage conpartnents (16) for storing

i nformati on-containing discs (18) and at |east one drive
conpartnment (20) for storing a disc drive (22). Hug provides
no details whatsoever concerning the unnunbered vertical and
hori zontal nenbers seen in the frame assenbly (12) of Figure 1
and no disclosure as to exactly how those nenbers are
assenbl ed together so as to define the plurality of disc

storage and drive conpartnents therein.
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Scotti discloses a nultiple drawer box (Fig. 1) wherein
the conpartnents which receive the drawers (15) are fornmed by
i nt erengagi ng panels (11, 12) that the exam ner characterizes
as being spaced apart divider plates (11) and crossbars (12)
providing an “egg crate” construction (Fig. 2). In Oenma, the
exam ner views the upper and | ower franmes (34, 36) of the
mrror cube (20) as being bezel strips, and notes that such
“strips” include slots on the rear side thereof in which the
front portions of the frame nenbers (24, 26, 28, 30) are
received. The exam ner also points to the screw (42) of Oenmn
and urges that such screw “extends fromthe bezel strip to a

back plane (44) for holding the assenbly together” (answer,

page 5).

Wil e the exam ner believes that it would have been
obvious to one of ordinary skill in the art to 1) provide the
nmodul ar assenbly of Baxter with a plurality of divider plates
and crossbars as shown in Hug, because such is a better
system 2) create the divider plates and crossbhars of Baxter
as nodified by Hug to have interl ocking notches of an egg-

crate construction as in Scotti, because such is a well known
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met hod for creating a sturdy grid-like structure; and 3)
provi de the assenbly of Baxter as nodified by Hug and Scotti
with bezel strips/plates and screws for holding the assenbly
together as in Gtema, because such is a well known practice in
the shelving and cabinetry art; we see nothing in the
teachings of the relied upon prior art references which would
have suggested the desirability, and thus the obvi ousness, of
t he exam ner’s various nodifications of the nodul ar data
storage and retrieval systemin Baxter. |In this regard, we
agree with appellant that it is only by inpermssible

hi ndsi ght and reliance on appellant's own disclosure that the
exam ner (acting as one of ordinary skill in the art) would
have possibly been led to extensively reconstruct the nodul ar
systemin Baxter so as to derive the clained franme assenbly

fromthe applied teachings.

A rejection based on 8 103 nust rest on a factual basis,
with the facts being interpreted w thout hindsight
reconstruction of the invention fromthe prior art. In making
this evaluation, the exam ner has the initial duty of

supplying the factual basis for the rejection he advances. He
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may not, because he doubts that the invention is patentable,
resort to specul ation, unfounded assunptions or hindsight
reconstruction to supply deficiencies in the factual basis.

See In re Warner, 379 F.2d 1011, 154 USPQ 173 (CCPA 1967),

cert denied, 389 U S. 1057 (1968). As our Court of review

indicated in In re Fritch, 972 F.2d 1260, 23 USPQ2d 1780 (Fed.

Cr. 1992), it is inpermssible, as the exam ner has done
here, to use the clained invention as an instruction manual or
"tenplate"” to piece together isolated disclosures and
teachings of the prior art so that the clained invention may
be rendered obvious. Since we perceive no factual basis in
the prior art relied upon which supports the exam ner’s
proposed conbi nati ons thereof, and have determ ned that the
exam ner's concl usion of obviousness is based on a hindsi ght
reconstruction of the clainmed invention fromi sol at ed,

di sparate teachings in the prior art and reliance upon
appellant's own disclosure, we will not sustain the exam ner's
rejection of clainms 7, 9 through 11, 13 and 14 on appeal under
35 U S C

§ 103.
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The Jones patent additionally relied upon by the exani ner
in rejecting dependent clains 8 and 12 has al so been carefully
revi ewed, however, we find nothing therein which would
overcome or supply that which is lacking in the basic
conbi nation of the other applied prior art noted above.

Accordingly, the exam ner’s
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rejection of clains 8 and 12 under 35 U.S.C. 8 103 as being
unpat ent abl e over Baxter in view of Hug, Scotti, OQtema and

Jones will likew se not be sustained.

As a result of the foregoing, it is apparent that the

deci sion of the exam ner rejecting clainms 7 through 14 under

35 US.C. § 103 is reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge
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