THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

! Application for patent filed Decenmber 27, 1994. According
to appellants, the application is a continuation of Application
08/ 005, 248, filed January 15, 1993, now U.S. Patent No.

5,402, 336, issued March 28, 1995.
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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's final rejection of clains 1-25, which
constitute all the clains in the application. An anmendnent after
final rejection was filed on January 2, 1996 and was entered by
the examner. This anmendnment resulted in the renoval of a
rejection of clainms 9, 10 and 17 under 35 U.S.C. 8 112 [ Advi sory
Action, Paper #9].

The clained invention pertains to an apparatus and net hod
for ordering products fromtw or nore suppliers. Mre
particularly, the invention serves to mnimze the cost of
obt ai ning the products while conplying with specific ordering
requi renents.

Representative claim1l is reproduced as foll ows:

1. A system conprising:

(A) nmeans, containing price information about each of a
plurality of distinct itens each of which is offered by at |east
two war ehouses, for receiving orders froman orderer for a
retainer and for transmtting price information about said itens
to said orderer; and

(B) nmeans, electronically linked to said nmeans (A) and being
operated by said orderer for said retailer, for receiving said
price information fromsaid neans (A), and for creating order
files used to order said itens fromsaid warehouses, said neans
(B) including

(i) nmeans for automatically obtaining said price

information fromsaid neans (A) about each of said itens offered
by at least two of said warehouses,
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(1i) nmeans for automatically evaluating, on an item by-
itembasis, the price information obtained by said neans for
obtaining, and for automatically selecting, on an itemby-item
basis, one of said at |east two warehouses for the delivery of
each of said itens based on a predeterm ned price-based
criterion, and

(ti1) means, electronically linked to and responsive to
said neans (ii), for automatically creating said order files for
ordering each of said itens fromthe warehouse sel ected for
delivery of that item

The exam ner relies on the follow ng reference:
Dwor ki n 4,992, 940 Feb. 12, 1991

Clains 1-25 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Dworkin taken al one.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answers for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the evi dence
of obviousness relied upon by the exam ner as support for the
rejection. W have, |likew se, reviewed and taken into

consi deration, in reaching our decision, the appellants’

argunments set forth in the briefs along wwth the examner's
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rationale in support of the rejection and argunments in rebuttal
set forth in the exam ner's answers.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of

skill in the particular art would have suggested to one of

ordinary skill in the art the obviousness of the invention as set
forth in clains 1-16, 18 and 22-25. W reach the opposite
conclusion wth respect to clainms 17 and 19-21. Accordingly, we
affirmin-part.

The exam ner has rejected each of clains 1-25 as being
unpat ent abl e over the teachings of Dworkin when considered in
conbination with the skill of the artisan. Dworkin is directed
to a conputer which can determne all the products which neet a
user’s requirenents, and can indicate to the user the supplier
and cost information for each of the products. The user can then
order the product fromthe individual supplier based upon the
user’s criteria such as |lowest price. Thus, Dworkin relates to a
device for indicating to a custoner which supplier can supply
specific products and at what cost.

Bef ore we consider the specific clainms on appeal before

us, sone general observations are in order. There are initially
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two differences between Dworkin and the clainmed invention which,
in our view, would have been obvi ous based upon the know edge of
the skilled artisan. First, the broad recitations of obtaining
price information, evaluating itens for price data, selecting
items to be ordered, and creating order files are suggested by

the ordering system of Dworkin. Although Dworkin suggests sone

manual user interaction with the conputer system we find that
the skilled artisan woul d have recogni zed that any of the steps
in Dworkin could broadly be perforned automatically to repl ace
any manual selection of the user. Thus, all argunents by
appel l ants which rely on the manual selection of an item by the
user in Dworkin as distinguishing their invention are considered
unper suasi ve because they fail to account for what woul d be
suggested to the skilled artisan. Wiile a nere difference
between a reference and a clainmed invention is sufficient to
elimnate a rejection on anticipation, nerely pointing out this
sane difference does not necessarily serve to overcone a
rejection on obviousness. Thus, Dworkin would have suggested
automatic operation to the artisan even if the preferred

enbodi nent relies on user sel ection.
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Qur second observation is that the skilled artisan would
not view Dworkin as limted to the case of a consuner buying a
single itemfroma supplier. Dworkin would have suggested to the
artisan that any purchaser who can buy fromany of a plurality of
suppliers should access a database of price infornmation to
determ ne the best price. Thus, it would nmake no difference to
the arti san whether the purchaser was an individual consuner and

the supplier was a retail dealer, or whether the purchaser was a

retail dealer and the supplier was a whol esale distributor. The
artisan woul d have appreciated that the teachings of Dworkin
woul d be applicable to any relationship where a buyer can sel ect
fromseveral suppliers. Therefore, all argunents based on a

di stinction between the status of a Dworkin user and the users of
the clained invention are dismssed as not material to the
guestion of whether such extension of the Dworkin teachi ngs would
have been obvious to the artisan.

Once it has been determ ned that the teachings of Dworkin
woul d have suggested to the artisan that the Dworkin system was
applicable to a purchaser and supplier in a conmmercial retai
rel ati onship, then the teachings of Damrkin nust be viewed in

terns of how the functions carried out in Dwrkin would be
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i npl emented at the retail level. In other words, Dworkin cannot
be di stingui shed based only on the size of the purchaser or the
size of the order. The artisan would have recogni zed that the
sanme principles apply regardless of the size of the order to be
made. Therefore, in considering the obviousness of the clained
invention with respect to Dworkin, the operation of Dworkin nust
be considered as it would apply to the sane type of retailer-

whol esal er rel ationship as disclosed by appell ants.

We now consider the specific rejection of each of the
claims under 35 U.S.C. 8 103. As a general proposition in an
appeal involving a rejection under 35 U S.C. 8 103, an exam ner

is under a burden to nake out a prima facie case of obvi ousness.

| f that burden is net, the burden of going forward then shifts to

the applicant to overcone the prima facie case with argunent

and/ or evidence. (Ooviousness is then determ ned on the basis of
the evidence as a whole and the rel ative persuasiveness of the

argunments. See In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992); In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d
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1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Appel lants’ initial argunent is that the exam ner has

failed to nmake out a prima facie case of obviousness. Appellants

shoul d not confuse the prinma facie case with the ultimte

determ nation of the rel ative persuasiveness of the substantive
argunents in support of the rejection. In order to satisfy the

burden of presenting a prinma facie case of obviousness, the

exam ner need only identify the teachings of the references,
identify the differences between the prior art and the clained

i nvention, and provide a reasonabl e anal ysis of the obvi ousness

of the differences which an artisan mght find convincing in the
absence of rebuttal evidence or argunents.

Wth respect to the clains on appeal, the exam ner has
poi nted out the teachings of Dworkin, has pointed out the
know edge attributable to the skilled artisan, has pointed out
t he perceived differences between this prior art and the cl ai ned
i nvention, and has reasonably indicated how and why Dworkin woul d
have been nodified in view of the skill of the artisan to arrive
at the clained invention. |In our view, the examner’s anal ysis

is sufficiently reasonable that we conclude that the exam ner has
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satisfied the burden of presenting a prima facie case of

obvi ousness. That is, the examner’s analysis, if left
unrebutted, would be sufficient to support a rejection under 35
U S C 8§ 103. The burden is, therefore, upon appellants to cone

forward with evidence or argunents which persuasively rebut the

exam ner's prima facie case of obviousness. Appellants have
presented several substantive argunents in response to the
examner’s rejection. Therefore, we consider obviousness based
upon the totality of the evidence and the rel ative persuasi veness
of the argunents.

Bef ore we consider the argunents of appellants and the

exam ner on a claimby claimbasis, we wll consider the

argunents directed to the evidence of secondary consi derations
which are material to all the clainms on appeal. The secondary
consi derations furni shed by appellants take the formof two
decl arations by co-inventor Spiegel hoff relating to the alleged
commerci al success of the invention. Although the exam ner has
considered this evidence of appellants, the exam ner was not
per suaded that the evidence overcane the obvi ousness rejection.
Appel  ants argue that the Spiegel hoff decl arations

denonstrate commercial success in two different ways. First,
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Spi egel hoff’ s decl arations indicate that using the invention
resulted in his store saving over $4000 per nonth over the anount
spent before use of the invention. Second, the declarations
indicate that the “invention” was sold or |licensed to 16 retai
grocery outlets out of a potential pool of 53 outlets at a cost
of up to $10, 000 per unit.

Wth respect to the evidence in support of the first
contention of commercial success, we agree with the exam ner that
the facts do not support comrercial success within the nmeani ng of
the case law. The anobunt of noney Spi egel hoff’s Pick ‘N Save
saved by using the invention is not a neasure of the
nonobvi ousness of the invention. First, the fact that the store
was using an inefficient way to order products before the
i nvention was used is not a basis for recognizing invention.
Appel lants admt that the store owners knew that they coul d buy
the products for |ess by using plural suppliers, but elected not
to do so because they did not want to spend tine and energy in
maki ng this decision. Thus, the store owners deliberately
foll owed an expensive way to order products just because they did
not want to be bothered with nore efficient techniques.
Appel l ants’ argunent could result in a patent being granted to

them for doing business inefficiently whereas an efficient store

10
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owner woul d not be able to show such savings for the sane
“invention.”

Assum ng arguendo that savings is a legitimte basis for
finding commercial success, then any savings woul d have to be
based on the amount saved by using the invention conpared to the
anount which would be spent if the closest prior art were
followed. Here, Dmorkin clearly teaches that any effort to save
nmoney in buying a product nust be based on a sel ection anong
several available suppliers. Wen the Dworkin teachings are
applied to the purchases of a retail establishnent, it is clear
that the prior art suggests the use of several whol esale
suppliers for obtaining the best price. Spiegel hoff was using a
singl e supplier which woul d have been contrary to even basic
intuition as well as the teachings of the prior art. Although
appel l ants assert that such data is not available to them such
data, neverthel ess, would be the only data truly probative of
commerci al success based on savi ngs.

Wth respect to the evidence in support of the second
contention of commercial success, we again agree with the
exam ner that the facts do not support commercial success within
t he neaning of the case law. The first evidence which nust be

eval uated i s whether the facts support the proposition that the

11
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i nvention was successfully marketed based only on the advant ages
inherent in the invention. W do not find this to be the case.

I nstead, we find the pool of customers being limted to “Pick ‘N
Save retailers who are shareholders in Roundy’'s Inc.”
[declaration Y5] to renove any objectivity this evidence m ght
have ot herw se represented. Since any purchasers or |icensees of
the invention would be potential customers of Roundy’s Inc. as
wel | as shareholders in the conpany, there could be several other
conpel l'ing reasons for such custonmers to use the invention based
solely on what effect it would have on sales by Roundy’s Inc. W
cannot say what effect this relationship specifically had on the
sale of units as noted in the declaration. Wat we can say,
however, is that such facts create a legitinate question as to
what was the main reason that the |icensees or purchasers used
the product. Since we have no evidence fromthe purchasers or
Iicensees directly, we nust consider the interpretation of the

facts under all possible scenarios.

Spi egel hoff’' s declaration also states that “[e]ach of the

sorters sold or licensed is in ny opinion commensurate in scope

with the sorter disclosed and defined in the clainms of the patent

12
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application” [18, underlining added]. Spiegel hoff al so gives
several “opinions” that the advantages of the clained invention,
and not extraneous factors, were the only reasons for comrerci al
success [declaration, Y10]. There are insufficient facts set
forth in the declaration, however, by which these opinions of

Spi egel hoff can be evaluated. W have no doubt that Spiegel hoff
believes his statenents. W also have no doubt that the units
sold and licensed at |east perfornmed the basic operations of the
broadest clains. There is no factual evidence presented,
however, that the units were purchased or |icensed based only on
the features of the appeal ed cl ai ns. Again there is no evidence
fromthe purchasers or licensees directly to substantiate this
belief of declarant. Any opinions on the ultinmate |egal
concl usi on nust be supported by sufficient facts capabl e of

i ndependent and obj ective analysis by the finder of fact. Such
facts are not present here. Thus, we find appellants’ evidence
of secondary considerations insufficient to overcone the prim

faci e case of obviousness established by the exam ner.

We now consi der the argunents of appellants and the

exam ner as they specifically apply to individual clains. Wth

13
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respect to claim1l, appellants argue that a single conputer is
di scl osed as capable of perform ng the functions of the first
means whereas Dworkin requires at |east two conputers to receive
and convey information with respect to each whol esal er.
According to appellants, this difference represents a structural
non- equi val ence when claim1l is interpreted under the sixth
paragraph of 35 U.S.C. 8 112 [brief, pages 10-11]. W do not

agr ee.

As the exam ner has pointed out, claim2 recites that the
first means conprises a plurality of conmputers. This claim
recitation denonstrates that the first nmeans of claim1lis
di scl osed as being either a single conputer or a plurality of
conputers. Thus, claim1 recites the first neans in a form which
is generic to the presence of one conputer or a plurality of
conputers. \Wen interpreting a generic claimfor prior art
pur poses, any species of the genus is considered to neet the
cl ai med genus. Therefore, when interpreting claim11l under the
si xth paragraph of 35 U.S.C. §8 112, the claimshould be read as
i ncor porating whichever species is suggested by the prior art. A

single conputer will not be read into the claimfor the first

14
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means when the specification also supports that a plurality of
conputers may performthe functions of the first neans.

Appel l ants argue that there is no suggestion in Dworkin
for the vendor conputers to incorporate data provided by the
dat abase [brief, page 11]. On the contrary, Dworkin clearly
suggests that the vendor conputers should have direct access to
t he dat abase so that the suppliers can update their information
as necessary [colum 10, |ines 50-53].

Appel  ants argue that subclause (i) of clause (B)
requires that price informati on be obtained fromthe same neans
whi ch receives the orders. It is submtted that the clai mdoes
not require this relationship despite appellants’ argunent.
Claim1l only requires that price information be obtained at the

sane neans which creates the order files. The CPU 1 of Dworkin

both receives price informati on and creates any order file to be
sent to the vendor conputers.

Appel  ants argue that Dworkin does not teach all the
steps being perforned automatically as recited in claiml. As we
not ed above, however, the steps of claim1 are performed in
Dwor ki n al t hough the creation of an order file is done by manual
selection of the user in Dworkin. Nevertheless, the broad

recitations of perform ng known steps automatically would have

15
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been obvious to the artisan for reasons di scussed above. Even

t hough Dworkin may require user interaction in its preferred
enbodi nent, the artisan woul d have appreci ated the obvi ousness of
maki ng deci si ons automatically.

Thus, when claim1l is given its broadest reasonable
interpretation consistent wwth the specification, and when the
teachi ngs of Dworkin are collectively conbined with the skill of
the artisan, we are of the view that the invention as recited in
claim1 would have been obvious to one having ordinary skill in
this art. Therefore, we sustain the rejection of claiml.

Wth respect to claim?2, appellants argue that the single
dat abase of Dworkin contains shared information offered by all
t he warehouses, and therefore, does not teach the respective
relationships recited in claim2. 1In our view, however, this is
not what claim2 recites. Caim2 recites that the neans (A is
a plurality of conputers, and that is suggested by the vendor
conputers 9a to 9d of Dworkin in conbination with the database.

Wth respect to claim3, appellants argue that Dworkin
does not select itens based on the criterion of net price per
unit item Although this point of appellants is correct, the
argunent fails to address the obviousness of the [imtation. Any

pur chaser of goods would have found it obvious to sel ect goods

16
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based on the | owest price per item because consuners buy itens
based on this principle on a regular basis. Automatically making
this selection would have been obvious for reasons di scussed
above.

Wth respect to claim4, appellants argue that the
“means” of Dworkin nerely assists the user in nmaking a selection
and does not performevaluation criteria per se. The step of
automatically performng the evaluation that the user in Dworkin
manual |y perfornms woul d have been obvious to the artisan for
reasons di scussed above.

Wth respect to claimb5, appellants argue that the
preferential treatnent given the primary warehouse with respect
to the secondary warehouses is not taught in Dworkin. Caim5
merely recites the manner in which prices are conpared between
t he warehouses. Wen a lowest price is to be determned, it is
conventional to conpare itens by starting with a first item
conparing itens one by one, and carrying forward the | owest
price. By the tinme the last itemis conpared, the last itemis
conpared to the aggregate lowest itemof all the previous itens.
If the last itemconpared is nanmed the primry warehouse and al
the other itens are nanmed secondary warehouses, this conventional

form of conparison would fully neet the recitations of claimb5.

17
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Thus, the conparison technique as broadly recited in claim5b
woul d have been obvious to the artisan.

Wth respect to claim®6, appellants argue that Dworkin
does not teach the concept of activating only sone of the
war ehouses when the orderer knows that certain itens cannot be
obtained fromall warehouses. Although we again agree with
appel l ants that Dworkin does not specifically teach this concept,
t he argunent does not address the obviousness of this limtation.
In our view, the artisan woul d have recogni zed t he obvi ousness of
el i m nati ng war ehouses fromthe eval uati on which were incapable
of supplying the desired item To otherw se consider these
war ehouses woul d be a clear waste of tinme and resources. Caim7
stands or falls with claim1l [brief, page 27].

Wth respect to claim8, appellants argue that Dworkin
does not teach neans for cal culating and displ aying the total
cost of itens ordered fromeach of the warehouses. Neverthel ess,
any purchaser woul d have expected and woul d have found it obvious
for the supplier to indicate the total cost of all itens ordered
by the purchaser. Such “invoices” are conventional evidence of
retail transactions.

Wth respect to claim9, appellants argue that the

essential limtations of clains 1 and 8 are present as well as a

18
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means for calculating and displaying a total savings. The
limtations of clainms 1 and 8 would have been obvious to the
artisan for reasons discussed above. The broad concept of

cal cul ating and di splaying total savings would al so have been
obvious to the artisan because consuners are always interested in
knowi ng how much noney they have saved by buying itenms froma
specific supplier.

Wth respect to claim10, appellants argue that Dworkin
does not teach manual editing of an order before it is
transmtted to a warehouse. W agree with the exam ner, however,
that it would have been obvious to the artisan that any
el ectronic order would be anenable to alteration before it is
el ectronically sent to the warehouse.

Wth respect to claim1l, appellants make the sane
argunents that were made with respect to claim1, and these
argunents are not persuasive for the sanme reasons discussed
above.

Wth respect to claim12, appellants argue that claim 12
is internmediate in scope between clains 1 and 11. Since we have
determ ned that the invention of clains 1 and 11 woul d have been
obvious to the artisan, we reach the sane conclusion with respect

to claim 12 for reasons di scussed above.

19



Appeal No. 97-1931
Application 08/ 364, 826

Wth respect to clains 13-15, appellants again argue the
distinction of performng steps automatically in the clainms as
conpared to manual interaction in Dworkin. The automatic
performance of the clainmed steps woul d have been obvious to the
artisan for reasons di scussed above.

Wth respect to claim 16, appellants repeat the argunents
made with respect to the rejection of claim5. These argunents
are not persuasive for the same reasons di scussed above.

Wth respect to claim17, appellants argue that Dworkin
is devoid of any suggestion of revising an allocation of
resources to neet a designated ordering criterion. W agree.
Dworkin’s recognition that itens purchased in quantity cost |ess
per itemis not related to the idea of allocating resources to
conply with a designated ordering criterion. Dworkin contains no
suggestion as to why the user would revise the preferred
allocation in order to neet such ordering criterion. Therefore,
we do not sustain the rejection of claim1l7.

Wth respect to claim 18, appellants make the sane
argunents as they made with respect to the rejection of claimb®é.
These argunents are not persuasive for the same reasons di scussed

above.
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Wth respect to claim19, appellants argue that there is
no suggestion in Dworkin for treating one warehouse
preferentially as conpared to all the other warehouses. W
agree. The specific recitation in claim219 of creating secondary
war ehouse conparison files and searching these files is not
suggested by the broad, general teachings of Dworkin, and is not
sonet hing that the general consuner routinely does. Therefore,
we do not sustain the rejection of claim19. Since clains 20 and
21 depend fromclaim19, we also do not sustain the rejection of
t hese cl ai ns.

Wth respect to claim?22, it stands or falls with claiml
[brief, page 33], and therefore, the rejection of claim?22 is
sustai ned for reasons discussed above.

Wth respect to claim 23, appellants argue that the
recitation that each of nore than 100 itens be ordered is not
suggested by Dworkin. Although Dworkin can be used for placing
smal| orders, it is not solimted. As we noted above, the
arti san woul d have appreci ated the obvi ousness of extending the
teachings of Dworkin to a buyer and seller in a retail business
and whol esal e supplier relationship as set forth in appellants’

specification. Wen this relationship exists, it would have been
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obvious to the artisan that nore than 100 itens would form a
typical order. Therefore, we sustain the rejection of claim23.

Claim?24 stands or falls with claim12 [brief, page 33].
Claim25 contains the same limtation as claim23. Accordingly,
the rejection of claim25 is sustained for the sanme reasons
di scussed above with respect to claim23.

In summary, the rejection of clains 1-25 as unpatentable
over the teachings of Dworkin is sustained with respect to clains
1-16, 18 and 22-25, but is not sustained with respect to clains
17 and 19-21. Accordingly, the decision of the exam ner
rejecting clainms 1-25 is affirnmed-in-part.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART

JERRY SM TH
Adm ni strative Patent Judge
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