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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ERIC A. BELEC,
MARY-JO F. BRI GANTE
CHERYL L. PICOULT and

WLLIAM J. WRI GHT

Appeal No. 97-1890
Appl i cation 08/338, 707!

ON BRI EF

Bef ore BARRETT, FLEM NG and CARM CHAEL, Admi nistrative Patent
Judges.

FLEM NG, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of

claims 1 through 5, all of the clains present in the

! Application for patent filed Novenber 14, 1994.
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application. Appellants filed an after final anendnent
amending claim1. The Examner in an advisory action, nailed
June 25, 1996, stated that upon the filing of an appeal, the
proposed anendnent, filed June 10, 1996, will be entered. W
note that the amendnent has been entered into the record and
t hereby, amended claim1l1l is properly before us for our
consi der ati on.

Appel l ants’ invention relates to an asynchronous contr ol
nmet hod and apparatus for insertion devices.

I ndependent claim11 is reproduced as foll ows:

1. A nmethod for controlling an insertion apparatus
having a plurality of operations arranged for transporting an
envel ope and for transporting and inserting a collation into
the envel ope, said nethod conprising the steps of providing
respective event signals in accordance with sel ected events
associated with the operations, providing a plurality of notor
profiles for operation of notors associated with the
operations, controlling respective pluralities of notors
associated with respective operations of the apparatus in
correspondence with selected ones of said plurality of notor
profiles for controlling driving of said notors in response to
recei ving the event signals.

The references relied on by the Exam ner are as

fol |l ows:

Kapp et al. 4,733, 310 Mar. 22,
1988

Fr anci sco 5, 003, 485 Mar .
26, 1991
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Clainms 1 through 5 stand rejected under 35 U . S.C. § 103
as bei ng unpat entabl e over Francisco and Kapp.

Rat her than repeat the argunents of Appellants or the
Exam ner, we nmake reference to the brief and the answer for

the details thereof.

OPI NI ON

After a careful review of the evidence before us, we
agree with the Exam ner that clainms 1 through 3 are properly
rejected under 35 U.S.C. 8§ 103. Thus, we will sustain the
rejection of these clainms but we will reverse the rejection of
the remaining clains on appeal for the reasons set forth
i nfra.

At the outset, we note that Appellants state on page 4 of
the brief that clains 1 through 3 stand or fall together and
claims 4 through 5 stand or fall together. W note that
Appel | ants argue each of these groups of clains as a single
group in the brief. 37 CFR 8§ 1.192 (c)(7)(July 1, 1996) as

anended at 60 Fed. Reg. 14518 (March 17, 1995), which was
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controlling at the tinme of Appellants' filing the brief,
st at es:

For each ground of rejection which appellant

contests and which applies to a group of two or nore

clainms, the Board shall select a single claimfrom

the group and shall decide the appeal as to the

ground of rejection on the basis of that claimalone

unl ess a statenent is included that the clains of

the group do not stand or fall together and, in the

argunent under paragraph (c)(8) of this section,

appel | ant expl ains why the clains of the group are
believed to be separately patentable. Merely

poi nting out differences in what the clainms cover is

not an argunent as to why the clains are separately

pat ent abl e.

W will, therefore, consider the Appellants' clains 1 through
3 as a group standing or falling together and clainms 4 and 5
as a group standing or falling together. 1In addition, we wl|
treat clains 1 and 4 as representative clains of their
respective group.

On pages 2 and 3 of the brief, Appellants argue that
Franci sco descri bes asynchronous control between stations, not
with each station as in the Appellants' invention. On page 6
of the answer, the Exam ner points out that the clainms are not

limted to control within a single station and that

Appel  ants' cl aim| anguage reads on Franci sco.
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As pointed out by our review ng court, we nust first
determ ne the scope of the claim "[T]he nane of the gane is
the claim” 1In re Hniker Co., 150 F.3d 1362, 1369, 47 USPQd
1523, 1529 (Fed. Cir. 1998). Turning to Appellants' claiml,
we note that the claimrecites "[a] nmethod for controlling an
i nsertion apparatus having a plurality of operations arranged
for transporting an envel ope and for transporting and
inserting a collation into the envelope ... conprising the
steps of providing respective event signals in accordance with
sel ected events associated with the operations.”™ W find that
Appel l ants' claim 1 does not preclude the asynchronous contro
bet ween stations as disclosed by Franci sco.

On page 3 of the brief, Appellants argue that Kapp does
not disclose a notor profile. In particular, Appellants
submt that a notor control which can be turned on and off in
a sequence of up to eight steps and has a reverse direction is
not a notor profile. Appellants sinply state that the contro
in Kapp is not what is clained in the instant application, but
does not provide any explanation as to why Appellants' notor
profile as clainmed is distinguished fromthe Kapp's notor
mul ti pl e nodes control for a notor.
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Turning to Appellants' claim1l, we note that the claim
recites "providing a plurality of notor profiles for operation
of notors associated with the operation.” Turning to
Appel | ants' specification, we note that Appellants have
provided little detail as what is nmeant by a notor profile.
For exanple, on page 10 of the specification, Appellants
di scl ose that upon an event of the envel ope having cleared, a
decel eration notor profile is selected. On page 11 of the
speci fication, Appellants disclose that backstop software
program nodul e 214 provi des conmands in accordance with a
selected profile to the backstop notor Ms. Appellants do not
provi de a special definition of the notor profiles or provide
any di sclosure that woul d denonstrate that notor nultiple
nodes or notor sequences are not notor profiles. Thus, we
find that Appellants' claimterm "notor profiles” as read in
l'ight of Appellants' specification is broad enough to include
Kapp' s di scl osed notor sequences and notor nodes.

On page 4 of the brief, Appellants argue that Kapp does
not di scl ose control neans for asynchronously controlling the
transport of an envelope wth respect to a collation or a

nmet hod of controlling an insertion apparatus having a
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plurality of operations. However, the Exami ner is not relying
on Kapp for these teachings but instead relies on Francisco.
On pages 4 and 5 of the answer, the Exam ner shows that
Franci sco teaches the nethod steps of claim1l except for an
express teaching of providing a plurality of notor profiles
and controlling the notors in correspondence with sel ected
ones of the plurality of notor profiles. The Exam ner shows
that Kapp teaches a m croprocessor that provides and sel ects
notor profiles to control notors in the envel ope path. The
Exam ner argues that it would have been obvious to one of
ordinary skill in the art to nodify the Francisco nmethod of
controlling an insertion apparatus to have a plurality of
operations arranged for transporting an envel ope and for
transporting and inserting a collation into the envel ope by
providing a plurality of notor profiles and controlling the
respective plurality of notors in correspondence with sel ected
ones of the plurality of notor profiles in order to obtain
Kapp's benefit of overcom ng notor failure and systemjans as

recited in Appellants’ claiml. W agree.

We note that the Appellants have not argued why the
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Exam ner’s reasoning for conbining Francisco and Kapp is

I nproper. Appellants have argued that the references do not
neet the Appellants invention. As stated by our review ng
court in In re Baxter Travenol Labs., 952 F.2d 388, 391, 21
UsP2d 1281, 1285 (Fed. Cr. 1991), “[i]t is not the function
of this court to examne the clains in greater detail than
argued by an appellant, | ooking for nonobvi ous distinctions
over the prior art.” 37 CFR § 1.192(a)as anended at 60 Fed.
Reg. 14518, March 17, 1995, which was controlling at the tine

of Appellants filing the brief, states as foll ows:

The brief . . . nust set forth the authorities and
argunments on which the appellant will rely to
mai ntai n the appeal. Any argunents or authorities

not included in the brief may be refused
consi deration by the Board of Patent Appeals and
I nterferences.

Also, 37 CFR 8 1.192(c)(8)(iv) states:

For each rejection under 35 U. S.C. 103, the argunent
shall specify the errors in the rejection and, if
appropriate, the specific limtations in the
rejected clains which are not described in the prior
art relied on in the rejection, and shall explain
how such |imtations render the clainmed subject
matt er unobvi ous over the prior art. |If the
rejection is based upon a conbi nation of references,
the argunent shall explain why the references, taken
as a whole, do not suggest the clainmed subject
matter, and shall include, as nmay be appropriate, an
expl anation of why features disclosed in one
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reference may not properly be conbined with features

di scl osed in another reference. A general argunent

that all the Ilimtations are not described in a

single reference does not satisfy the requirenents

of this paragraph.

Thus, 37 CFR 8§ 1.192 provides that this board is not under any
greater burden than the court which is not under any burden to
rai se and/ or consider such issues.

We have addressed all of these argunents and found that
Appel | ants have not shown that the Exam ner has erred in
maki ng the rejection. Therefore, we will sustain the Exam ner
rejection of clainms 1 through 3 under 35 U.S.C. § 103.

On page 4 of the brief, Appellants further argue that
nei t her Franci sco nor Kapp, alone or in conbination, discloses
or suggests control neans for asynchronously controlling the
transport of an envel ope wherein the timng of the envel ope
transport is related to the collation transport only by way of
determ ned events occurring in the transport of each collation
and envel ope, as set forth in claim4. Appellants have not
provi ded any argunents as to why Francisco fails to teach this
limtation. However, we note that the Exami ner relies on
Kapp's teaching this actuating of the notors al ong the

transport path as evidence that this limtation is known in
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the art.

Upon a cl oser review of Kapp, we fail to find that Kapp
teaches that the tine of the envelope transport is related to
the collation transport only by way of determ ned events
occurring in the transport of each collation and envel ope.
Kapp teaches a paper feeder apparatus having only one tray
whi ch is capable of accommopdati ng papers of different sizes as
wel | as envel opes using different storage trays which are to
be inserted by the operator for each respective use. See
colum 2, line 50, through colum 3, line 11. Kapp does not
teach an apparatus that provides both kinds of transports in
t he sane apparatus nuch less providing the timng as recited
in Appellants' claim4. There-fore, we will not sustain the
Exam ner's rejection of clains 4 and 5.

In view of the foregoing, the decision of the Exam ner
rejecting claims 1 through 3 under 35 U S.C. 8 103 is
affirmed; however, the decision of the Exam ner rejecting
claims 4 and 5 through 23 under 35 U.S.C. § 103 is reversed.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).
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AFFI RVED- | N- PART

LEE E. BARRETT
Adm ni strative Patent Judge

M CHAEL R. FLEM NG
PATENT
Adm ni strative Patent Judge

JAMES T. CARM CHAEL

Adm ni strative Patent Judge
Charles R Ml andra, Jr.
Pi t ney Bowes | ncor por at ed
Intellectual Property & Tech Law Dept.
Wrl d Headquarters One El ncroft Road
Stanford, CT  06926-0700
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