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This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 1-12, 14, 23 and 24,
whi ch constitute all the clainms remaining in the application.
Four amendnents after final rejection were filed in this
application. The anendnents designated “B’ and “D’ were not
entered by the exam ner whereas the anmendnents designated “C
and “E’ have been entered by the exani ner.

The di scl osed invention pertains to a sem conductor
devi ce package.
Representative claim1l is reproduced as foll ows:
1. A sem conduct or devi ce package, conpri sing:

(a) a netal base having a top surface and a cavity
formed in the top surface;

(b) a lead frane having a plurality of |eads, the
| ead franme being supported by the top surface of the base;

(c) an insulating | ayer positioned between the
| ead frame and the top surface of the base, the insulating
| ayer being arranged to electrically insulate the |ead frane
fromthe base;

(d) an integrated circuit die received within the
base
cavity and electrically coupled to the |ead frane;

(e) a plastic cap nol ded over the top surface of the
nmetal base, the die and an inner portion of |ead franme, the
cap cooperating with the base to encapsulate the die wherein
the plastic cap is in direct contact with the integrated
circuit die.
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The exam ner relies on the follow ng references:

Suzuki et al. (Suzuki) 4,707,724 Nov. 17
1987
Mahul i kar (Mahul i kar ’ 292) 5, 103, 292 Apr. 07,
1992
Mahul i kar et al.(Mahulikar *299) 5,155,299 Cct. 13,
1992

Clainms 1-12, 14, 23 and 24 stand rejected under 35
U S.C. 8§ 103. As evidence of obviousness the exam ner offers
Mahul i kar 7299 in view of Mahulikar ' 292 and Suzuki .

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answers for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejection and argunents in

rebuttal set forth in the exam ner’s answers.
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It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains
1, 4-9 and 11. W reach the opposite conclusion with respect
to clainms 2, 3, 10, 12, 14, 23 and 24. Accordingly, we affirm
i n-part.

Appel I ants have nomnally indicated that the clainms do
not stand or fall together, but they have not specifically
argued the limtations of each of the clainms. To the extent
t hat appell ants have properly argued the reasons for
i ndependent patentability of specific clains, we will consider
such clainms individually for patentability. To the extent that
appel  ants have nade no separate argunents with respect to
sone of the clainms, such clains will stand or fall with the

clainms fromwhich they depend. Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); ILn re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Gr. 1983).
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In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the examner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cr. 1988). In
so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re
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Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case wi th argunent

and/ or evidence. Cbviousness is then determ ned on the basis
of the evidence as a whole and the relative persuasi veness of

the argunents. See ld.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and In re
Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually made by appel |l ants have been
considered in this decision. Argunments which appellants could
have made but chose not to nmake in the briefs have not been
considered [see 37 CFR § 1.192(a)].

Wth respect to all of the clainms on appeal, the
exam ner cites Mhulikar 299 as teaching a sem conductor
device of the type clained wherein the integrated circuit is
packaged between a netal base and a netal cap. Mbhulikar ' 292
is cited as teaching a simlar package in which a plastic cap
is used instead of the nmetal cap. This conbination does not
teach the plastic cap being in direct contact wwth the

integrated circuit die. The exam ner cites Suzuki as teaching
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a sem conductor devi ce package in which the el enents of the
device are encapsulated in a nol ded, plastic package. The
exam ner expl ains the basis for his conclusion that the

i nvention of each of the appeal ed clainms would have been
obvious within the neaning of 35 U S.C. 8§ 103 [answer,
pages 4-5].

Appel l ants have directed their argunents in the briefs
to four different features of the clained invention. These
features are the nolded cap feature, the stepped |l ead frane
feature, the lead franme size features, and the package size
features. The only one of these features included in
i ndependent claim1l1l is the nol ded cap feature.

Appel l ants argue that the recitation of a “plastic cap
nol ded over the top surface of the nmetal base, the die and an
inner portion of lead franme” precludes a preforned plastic cap
and requires instead that the plastic cap be fornmed in situ as
a nol ding operation. Appellants note that Mhulikar 299 and
Mahul i kar ' 292 clearly use preforned caps to cover and
encapsul ate the integrated circuit die. A though the Suzuk

package uses an in situ plastic nolding operation to create

package 7, appellants argue that Suzuki does not teach a netal
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base with a plastic cap [brief, pages 3-4]. The exan ner has
viewed the nolding imtation of claim1l as a process
[imtation which does not distinguish over the prior art
product [answer, pages 6-7]. Appellants respond that the
recitation “nolded over” requires a specific structural
relationship that is not suggested by the applied prior art
[reply brief].

Al t hough the exam ner was incorrect to |abel claim1 a
product - by- process claim the exam ner, neverthel ess, reached
the correct result when the collective teachings of the
appl i ed references are considered. Appellants’ argunents
attack the references individually instead of considering the
teachings collectively as applied by the exam ner. W view the
rejection as proposing to replace the cap or cover portion
only of the Mahulikar conbination with an equival ent nol ded
pl astic as taught by Suzuki or as shown in appellants’ prior
art Figure 1.

The nol ded pl astic cover of Suzuki and the two piece
package having a base plate and a cap as taught by either
Mahul i kar were known to the artisan as providing simlar

protection for integrated circuit dies. Appellants refer to
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nol ded plastic as the background or prior art for their

i nvention. Likew se, Mhulikar *299 describes such plastic
packages as a background to his disclosure of the two piece
package [colum 1]. Thus, we find that the artisan would
clearly have been famliar with both the nolded plastic
package and the two-pi ece package and the fact that they are
both used to protect the manufacture of integrated circuit

di es.

If the artisan chose to nake the top cover of the
Mahul i kar conbi nati on using the nol ded plastic techni que of
Suzuki as proposed by the examner, the limtations of clause
(e) of claiml would be satisfied. That is, the Suzuki nethod
of formng a plastic cover would result in the plastic being
nol ded over all the exposed portions of the netal base and die
of the Mahulikar conbination which would result in the plastic
cover being in direct contact wwth the die.

Appel I ants’ argunments do not address the obvi ousness
of conbining the teachings of Suzuki with the Mahulikar
conbi nation. Appellants dismss each Mahulikar patent as not
having the clainmed plastic cap nolded over the netal base, and

appel l ants di sm ss Suzuki as not having a plastic cap and a
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nmetal base [brief, page 4]. Yet, we view the conbination of
teachings of the three references as suggesting that the cover
of the Mahuli kar conbination be created by a nol ding process
as taught by Suzuki. As noted above, this conbinati on would
nmeet the | anguage of claim 1, and appellants have not properly
argued t he nonobvi ousness of the invention over this
col l ective teaching of these references.

In view of the above comments, we sustain the
examner’s rejection of claim1 under 35 U . S.C. §8 103. Since
claims 4-9 and 11 depend fromclaim1l and contain only the
argued nol ded cap feature, these clainms fall with claiml1l.

Wth respect to the stepped |lead frane feature, the
exam ner refers to the plating on the Suzuki |ead frame as
meeting this limtation of the clainms. Appellants argue that
the sol der plating of Suzuki cannot be considered to neet the
recitation of the lead frame as recited in the clains, and the
basis for applying the solder plating in Suzuki woul d provide
no simlar benefit to the Mahuli kar conbi nation [brief, pages
6- 7] .

We agree with the position of appellants.
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We find no suggestion in Suzuki for meking the | ead
frame of the Mahulikar conbination of two thicknesses as
recited in the clainms. The exam ner’s reading of Suzuki is
i nconsistent with the claimlanguage and the teachings of the
reference. The stepped |lead frane feature appears in clains 2,
3, 12, 14, 23 and 24. Therefore, we do not sustain the
examner’s rejection with respect to these clains.

Appel l ants’ remai ning argunents are directed to the
| ead frame size features and the package size features. The
exam ner dism sses the clained size limtations as obvi ous
desi gn choices. Appellants argue that there is no suggestion
within the applied prior art that the size [imtations recited
in the clains are suggested or achi evable. Again, we agree
w th appel |l ants.

There is absolutely no suggestion in the Mbhulikar
patents that the packages produced therein can be nmade to fal
within the clained range. The exam ner’s nere statenent that
it would have been obvious to make integrated circuit packages
as small as possible cannot formthe required evidence of
obvi ousness. The Mhul i kar packages may al ready be as snall as

possible and still fail to neet the size limtations of the
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clainms. The rejection is based on pure specul ation. This size
[imtation applies to claim10. Therefore, we do not sustain
the rejection of claiml10.

I n concl usi on, we have deci ded t he obvi ousness of the
nol ded cap feature adversely to appellants, but we have
deci ded t he obvi ousness of the other three features in favor
of appellants. This decision results in our sustaining the
rejection of clainms 1, 4-9 and 11, but not sustaining the
rejection of clainms 2, 3, 10, 12, 14, 23 and 24. Accordingly,
the decision of the exam ner rejecting clainms 1-12, 14, 23 and

24 is affirmed-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

JERRY SM TH
Adm ni strative Patent Judge

ERI C FRAHM
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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Steve D. Beyer
H ckman & Beyer
P. 0. Box 61059
Palo Alto, CA 94306
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