THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore McQUADE, NASE, and CRAWFORD, Admi nistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe refusal of the examner to allow
clainms 1 to 3, 5, 11, 12, 14 and 20, as anended subsequent to the
final rejection. These clains constitute all of the clains

pending in this application.

! Application for patent filed Cctober 3, 1994.
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We REVERSE.
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BACKGROUND

The appellants' invention relates to an unitary axle seal.
An under standi ng of the invention can be derived froma readi ng
of exenplary claim1, which appears in the appendix to the

appel l ants' brief.

The prior art reference of record relied upon by the
examner in rejecting the appealed clains is:

Hei nzen 5,201, 529 April 13, 1993

Claims 1 to 3, 5, 11, 12, 14 and 20 stand rejected under
35 U.S.C. 8 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe

subj ect matter which the appellants regard as the invention.

Claims 1 to 3, 5, 11, 12, 14 and 20 stand rejected under

35 U.S.C. 8 102(b) as being anticipated by Hei nzen.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appell ants regardi ng the above-noted
rejections, we nmake reference to the final rejection (Paper No.

6, mailed April 2, 1996) and the exam ner's answer (Paper No. 13,
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mai | ed Novenber 29, 1996) for the exam ner's conpl ete reasoning
in support of the rejections, and to the appellants' brief (Paper
No. 12, filed Novenber 18, 1996) for the appellants' argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art reference, and to the respective
positions articul ated by the appellants and the examner. As a
consequence of our review, we nmake the determ nations which

foll ow

The indefiniteness issue

W w il not sustain the examner's rejection of clains 1 to
3, 5, 11, 12, 14 and 20 under 35 U.S.C. §8 112, second paragraph,
as being indefinite for failing to particularly point out and
distinctly claimthe subject matter which the appellants regard

as the invention.

Clainms are considered to be definite, as required by the

second paragraph of 35 U S.C. §8 112, when they define the netes
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and bounds of a claimed invention with a reasonabl e degree of

precision and particularity. See In re Venezia, 530 F. 2d 956,

958, 189 USPQ 149, 151 (CCPA 1976).

In this case, the exam ner determ ned (final rejection, p.
2) that the neaning of the term "operative" is unclear.
Subsequent to the final rejection, clains 1 to 3, 5, 11, 12, 14
and 20 were anended to replace the term"operative" wth the term
"adapted." Nevertheless, in the answer (pp. 2-4) the exam ner
mai ntained this rejection and stated that the scope of the clains
cannot be determ ned since the clains include recitations that

appear to positively recite the axl e/ knuckl e.

After reviewing the clains under appeal, it is our opinion
that they define the netes and bounds of the clainmed invention
with a reasonabl e degree of precision and particularity. |In that
regard, it is our view that the clains under appeal are directed
to a unitary axl e seal adapted for use with a knuckle and an axl e
as set forth in the clainms. Accordingly, the decision of the
examner to reject clains 1 to 3, 5, 11, 12, 14 and 20 under 35

U S C 8§ 112, second paragraph, is reversed.
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The anticipation issue
W will not sustain the examner's rejection of clainms 1 to
3, 5, 11, 12, 14 and 20 under 35 U. S.C. 8 102(b) as being

antici pated by Hei nzen.

To support a rejection of a claimunder 35 U S.C. § 102(b),
it must be shown that each elenent of the claimis found, either
expressly described or under principles of inherency, in a single

prior art reference. See Kalman v. Kinberly-dark Corp., 713

F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cr. 1983), cert. denied,

465 U. S. 1026 (1984). The prior art reference need not expressly
di scl ose each clained elenent in order to anticipate the clainmed

invention. See Tyler Refrigeration v. Kysor Indus. Corp., 777

F.2d 687, 689, 227 USPQ 845, 846-847 (Fed. Cir. 1985). Rather
if a clained elenent (or elenents) is inherent in a prior art
reference, then that elenment (or elenents) is disclosed for

purposes of finding anticipation. See Verdegaal Bros., Inc. v.

Union Gl Co., 814 F.2d at 631-33, 2 USPQ@2d at 1052-54.

The exam ner determned (final rejection, p. 2) that

[i]n Figure 1, Heinzen discloses a seal as clained. The
seal has a knuckle mating portion 13, a deflector portion



Appeal No. 97-1882 Page 7
Application No. 08/316, 957

16, an axial lip, aradial |lip and a radial pad (not

| abelled [sic, |abeled]).

The appel lants argue (brief, pp. 5-7) that

Hei nzen does not discl ose, teach or suggest a seal as

claimed in the present invention. Specifically, Heinzen

does not teach or suggestion a unitary seal having a

reinforcing nmenber and seal i ng nenber designed to cooperate

with the axl e and knuckle as in the present invention.

The exam ner responded to the appellants' argunent (answer,
pp. 4-6) by concluding that Heinzen's structure is capable of

performng the intended uses set forth in the clainms and

accordi ng Hei nzen does anticipate the clains under appeal.

Thus, the real issue presented to us for review is whether
Hei nzen's structure is capable of perform ng the intended uses
set forth in the clains (i.e., does Heinzen disclose a unitary
seal having a reinforcing nmenber and sealing nenber adapted to
cooperate with the axle and knuckle as set forth in the clains

under appeal).

After review ng the disclosure of Heinzen, we concl ude that
Hei nzen's structure is not capable of perform ng the intended
uses set forth in the clainms. In our opinion, the clains under

appeal require that the unitary axle seal be configured so that
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it can be placed between an axle and a knuckle in such a manner
that (1) the knuckle mating portion of the annular reinforcing
menber engages the internal bore of the knuckle; (2) the axial
lip of the sealing nenber engages the axle; (3) the radial lip of
the sealing nmenber engages the axle; and (4) the radial pad of
the sealing nmenber engages the axle. As clearly shown in Figure
1 of Heinzen, the knuckle mating portion (i.e., cylindrical
portion 13 of netal case 11) is not capable of engaging the
internal bore of the knuckle (i.e., axle hole 4 of housing 2) due
to the presence of the outer peripheral seal portion 14.
Furthernore, even if the knuckle mating portion of Heinzen is
nodi fied to somehow engage the internal bore of the knuckle, it
is clear fromFigure 1 of Heinzen that Heinzen's unitary seal
(1.e., first seal nenber 10 conposed of netal case 11 and rubber-
li ke portions 12, 14 and 15) would still not be configured so
that it can be placed between an axle and a knuckle in such a
manner that the axial lip, the radial lip and the radial pad al

engage the axle.

Since all the limtations of the appeal ed clains are not

di scl osed in Heinzen, the decision of the exam ner to reject
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clainms 1 to 3, 5, 11, 12, 14 and 20 under 35 U.S.C. § 102(b) is

rever sed.
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CONCLUSI ON

To summarize, the decision of the examner to reject clains
1to 3, 5 11, 12, 14 and 20 is reversed.

REVERSED

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

JOHN P. McQUADE )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

JVN gj h
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