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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 to 3, 6 to 9, 11 to 13, 15, 18 to 20 and
24. dains 4, 5, 10, 14, 16, 21 and 22 have been objected to
as depending froma non-allowed claim Cains 7, 17 and 23

have been cancel ed.

! Application for patent filed October 18, 1994.
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W REVERSE.
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BACKGROUND

The appellant's invention relates to a protective cover
secured by differential pressure. An understanding of the
i nvention can be derived froma reading of exenplary clains 1,
13 and 19 (the independent clains on appeal), which appear in

the appendix to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Herron et al. (Herron) 4,938, 522 July 3,
1990
Robert 2 2,543, 891 Cct. 12,
1984

(France)

Claims 1to 3, 6to 9, 11 to 13, 15, 18 to 20 and 24
stand rejected under 35 U. S.C. 8§ 103 as bei ng unpatent abl e

over Herron in view of Robert.:?3

2 1n determ ning the teachings of Robert, we will rely on
the translation provided by the appellant attached to the
amendnent filed on August 22, 1995 (Paper No. 5).

® The exam ner m stakenly included canceled clainms 17 and
23 in the statenment of the rejection (answer, p. 4).
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejection, we make reference to the answer (Paper No. 12,
mai | ed Novenber 12, 1996) for the examner's conplete
reasoni ng in support of the rejection, and to the brief (Paper
No. 11, filed July 25, 1996) for the appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 to 3, 6 to 9,
11 to 13, 15, 18 to 20 and 24 under 35 U.S.C. § 103. CQur

reasoning for this determ nation foll ows.
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In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that woul d
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clained

invention. See Inre Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

The appel |l ant argues (brief, pp. 9-11) that the applied
prior art does not suggest the clained subject matter.
Specifically, the appellant asserts that nowhere is there any
basis (i.e., suggestion) for applying the vents of Robert to

the cover of Herron. W agree.

Al the clainms under appeal require (1) a unitary
fl exi bl e cover nenber of material substantially inperneable to
air; (2) at |east one exhaust aperture in the cover nenber;

and (3) a venting nenber disposed over the exhaust aperture.
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However, these limtations are not suggested by the applied
prior art. |In that regard, while Robert does teach a venting
menber di sposed over an exhaust aperture in a cover nenber, it
I's our opinion that Robert does not teach or suggest using
such a venting nenber over the cover nenber of Herron since

t he cover nenber of Herron is not intended to cover a vehicle

bei ng driven at speed.*

In our view, the only suggestion for nodifying Herron in
t he manner proposed by the exam ner (answer, pp. 4-5) to neet
the above-noted limtations stenms from hi ndsi ght know edge
derived fromthe appellant's own disclosure. The use of such
hi ndsi ght know edge to support an obvi ousness rejection under
35 U.S. C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

4 W are aware of Herron's disclosure (colum 5, lines 11-
-36) that a vehicle having his protective cover can be noved
wWithin a waiting area prior to pickup by a custoner. However,
this disclosure is insufficient in our view to suggest the a
vehicle with Herron's cover thereon woul d have been driven at
a speed sufficient to warrant the addition of Robert's vents 8
and sem -cone 9.
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1553, 220 USPQ 303, 312-13 (Fed. Cr. 1983), cert. denied, 469

U S. 851 (1984).

For the reasons stated above, the decision of the
exam ner to reject clains 1 to 3, 6 to 9, 11 to 13, 15, 18 to

20 and 24 under 35 U. S.C. §8 103 is reversed.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 to 3, 6to 9, 11 to 13, 15, 18 to 20 and 24 under 35
U s C

8§ 103 is reversed.

REVERSED
HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge
)

BOARD OF PATENT
| RWN CHARLES COHEN APPEALS
Adm ni strative Patent Judge AND

| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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