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(1) was not witten for publication in a |l aw journal and
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1-4, 6, 7 and 12-14. Cains 10 and 11,
the remaining clainms pending in this application, stand
wi t hdrawn from further consideration as drawn to a non-el ected

i nventi on.
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BACKGROUND

At the outset, we note that Patent and Trademark O fice
(PTO records indicate that the present application was filed
as a continuation of U S. Application No. 08/ 167,385, which
parent application was filed on Decenber 15, 1993. Al so,
copendi ng and rel ated application No. 08/395, 248 was filed on
February 27, 1995, as a divisional of the above-noted parent
application. The above-noted rel ated and copendi ng
Application No. 08/395,248 is also before us on appeal (Appea
No. 1997-1807).

Appel lant's invention relates to a bl ended polyneric
conposition conprising a nmacronol ecul ar aqueous di spersion, an
aci d-functional alkali soluble resin and an am nosil ane
conpound. According to appellant (specification, page 4), the
conmposition is useful as a coating for chal ky substrates. An
under st andi ng of the invention can be derived froma reading
of exenpl ary
claiml1l, which is reproduced bel ow.

A bl end conposition for inproving the adhesion of a

coating to chal ky substrates conprising a nmacronol ecul ar
aqueous di spersion having a particle size in the range of 0.05
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to 1.0 mcron, an acid-functional alkalisoluble polyner

pol ynmeri zed form nononers sel ected fromthe group consisting
of olefinically unsaturated conpounds, vinyl esters and
nmonovi nyl aromati c conpounds, said polyner having a wei ght
aver age nol ecul ar wei ght of |ess than about 100,000 to ensure
its solubility and having its acid functionality neutralized
by an am nosil ane sel ected fromthe group consisting of
trimet hoxysilyl propyl di et hyl enetriam ne, N

met hyl am nopropyl tri net hoxysi | ane, N-(2-am noethyl) - 3-

am nopr opyl met hyl di met hoxysi | ane, N-(2-am noet hyl) - 3-

am nopropyl tri net hoxysi | ane, am nopropyl net hyl di met hoxysi | ane,
3-am nopropyl tri net hoxysi |l ane, 3-

am nopr opyl met hyl di et hoxysi | ane and 3-

am nopropyl triethoxysil ane.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Cal houn WD 92/ 14788 Sep. 03, 1992
(Published International Application)

Morino et al. (Morino)? 03- 064305 Mar. 19,
1991

(Lai d- open Japanese Patent Application)

Clains 1-4, 6, 7 and 12-14 stand rejected under 35 U S. C

8§ 103 as bei ng unpatentabl e over Cal houn in view of Morino.

OPI NI ON
Upon review of the opposing argunents and evi dence

advanced by the exami ner in the answer and appellant in the

1 Qur reference to Morino in this decisionis to the
resubmtted English translation of record filed on January 11,
1996.
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brief in support of their respective positions, we conclude
that the exam ner has not established a prima facie case of
obvi ousness for the clainmed subject matter.? Accordingly, we
wi Il not sustain the examner's 8 103 rejection for reasons
set forth in appellant's brief and as further discussed bel ow
Cal houn (page 1) teaches that a bl ended polyneric
conposition containing at |east one acid-functional vinyl
pol ymer and at | east one am no-functional siloxane pol yner may
be used as a quasi-crosslinked coating for various substrates.
Cal houn (pages 3-5) further teaches that: (1) the am no-
functional polysiloxane enployed is water-insoluble albeit the
bl ended pol ynmer conposition is soluble or dispersible in water
and (2) an alkali or basic ingredient such as a volatile am ne
or ammonia is included in the conposition to prevent reaction
of the siloxane with the acid-functional noieties of the vinyl
pol ymer . Morino (pages 1 and 2) discloses a sil ane-
nodi fi ed macronol ecul ar di spersion for use in a coating
material that is taught as advantageous for its adherence to

silicate glass. The silane is described as water-sol uble

2 W note that it is the exam ner who bears the initia
burden of presenting a prima facie case of obviousness in
rejecting clains under 35 U S.C. § 103. See In re Rijckaert,
9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956 (Fed. Cir. 1993).
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(Morino, page 6).

According to the exam ner (answer, page 3),

[I]t woul d have been obvious to one of ordinary
skill in the art at the tinme the invention was nade

to use the am nosilanes of JP '305 in WD ' 788 and

expect themto function equivalently for the

neutralization of an acid functional polymer in

order to nmake the clainmed bl end conposition for

i mprovi ng adhesion to chal ky substrates especially

since no criticality of conponents is noted.

The difficulty we have with the exam ner's stated
position stens, in part, fromthe fact that the exam ner has
not pointed to any particularized teaching of either of the
appl i ed references which woul d have suggested that the
addition of the silane of Mdirino (JP '305) to the blend of
Cal houn (WD ' 788) would function to inprove adherence to
chal ky substrates as posited by the exam ner as a basis for
addi ng or substituting the silane of Mdrino for one or nore of
the ingredients of the conposition of Cal houn. Nor has the
exam ner furni shed any other convincing rationale for the
proposed nodification of the conposition of Cal houn incl uding
a detailed explanation as to how any such proposed
nodi fi cati on woul d have resulted in a blend conposition

corresponding to appellant's specified bl end.

In order for a prima facie case of obviousness of the
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claimed invention to be established, the prior art as applied
must be such that it would have provided one of ordinary skill
in the art with both a suggestion to carry out appellant's
clained invention and a reasonabl e expectati on of success in
doing so. See In re Dow Chem cal Co., 837 F.2d 469, 473, 5
USP2d 1529, 1531 (Fed. Cir. 1988). "Both the suggestion and
t he expectation of success nust be founded in the prior art,
not in the applicant's disclosure.” 1d. The nere possibility
that the prior art could be nodified such that appellant's
invention would result, is not a sufficient basis for a prim
facie case of obviousness. See In re Brouwer, 77 F.3d 422,
425, 37 USPQd 1663, 1666 (Fed. Cir. 1996); In re Cchiai, 71
F. 3d 1565, 1570,

37 USPQ2d 1127, 1131 (Fed. Gir. 1995).

From our perspective, the exam ner has not convincingly
expl ai ned where the notivation may be found in the conbi ned
teachi ngs of the references to support the alleged "functiona
equi val ency"” as a basis for nodifying the conposition of
Cal houn. This notivation appears to cone solely fromthe
description of appellant's invention in their specification.

Thus, on this record, we conclude that the exam ner used
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i mper m ssi bl e hindsi ght when rejecting the clains in the

manner set forth in the answer. See WL. Gore & Associ ates v.
Garl ock, Inc.,

721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983),

cert. denied, 469 U S. 851 (1984); In re Rothernel, 276 F.2d

393, 396, 125 USPQ 328, 331 (CCPA 1960). Accordingly, on this

record, we wll not sustain the examner's stated rejection.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject the

appeal ed clains under 35 U S.C. § 103 as stated in the answer
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is reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge

BRADLEY R GARRI S
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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